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NATURE AND STA GE OF THE PROCEEDING 

Plaintiff AxthroCare Corporation ("AxthroCare") filed -this action on July 25, 2001, 
alleging infringement of United States Patent Nos. 5,697,536 ("the '536 patent"), 5,697,882 ("the 
'882 patent"), and 6,224,592 Bl ('the '592 patent")- Defendant Smith & Nephew, Inc. ("Smith 
8c Nephew") asserted defenses of non-infringement and invalidity of all three patents, and 
unenforceability of the e 592 patent for inequitable conduct. At the pre-trial conference, Smith & 
Nephew sought to assert an additional allegation of inequitable conduct with respect to the 
reexamination of the '536 patent. 

The Court allotted each side 16 hours to present its case at trial, including any evidence 
relating to inequitable conduct (Tr. at 107). Smith & Nephew used all of its 16 hours - and an 
additional half-hour it requested (Tr. at 1287) - during the seven-day jury trial. On May 12, 
2003, the jury rendered a verdict that all of the asserted claims of the '536, '882, and '592 
patents were infringed and not invalid. That same day, the Court denied Smith & Nephew's 
request for additional time to present evidence on inequitable conduct, but allowed Smith & 
Nephew to brief the issue on the record made at trial: "If you want to brief inequitable conduct 
on the record made at trial, you certainly may. But we are not going to open the record for 
purposes of inequitable conduct." (Tr. at 1702.) 

On June 9, 2003, Smith & Nephew filed its Opening Brief in Support of Its Inequitable 
Conduct Case. That brief asserts ten new theories of inequitable conduct that Smith & Nephew 
had never previously asserted, mciuding allegations of inequitable conduct relating to the '882 
patent and allegations of infectious unenforceability- The brief also cites extensively to evidence 
that is not in the trial record. 

There is no evidence — much less clear and convincing evidence — of inequitable conduct 
Smith & Nephew cannot point to any material misrepresentations or omissions. To the contrary, 



2. 

ArthroCare's patent attorneys - John Raffle and Sanjay Bagade - made full disclosures to the 
-Patent Office, including disclosure of Smith & Nephew's invalidity contentions from this 
litigation during the '536 reexamination. Moreover, the record is completely devoid of evidence 
of intent to deceive. Accordingly, ArthroCare respectfully requests that the Court enter 
judgment of no inequitahle conduct. 

SUMMARY OF ARGUM ENT 
Smith & Nephew's allegations of inequitable conduct must fail far at least the following 
reasons: 

I: The record at trial is entirely insufficient to support Smith & Nephew's 
inequitable conduct allegations. As a result, Smith & Nephew's "case" is based largely on 
speculation, unfounded inference, and attorney argument The evidence simply does not cieariy 
and convincingly show that those involved with patent prosecution withheld material 
information from the Patent Office, made material misrepresentations, or had any intent to 
deceive the, examiners of the patents-in-suit. 

2. In its Opening Brief, Smith & Nephew presents no less than 10 entirely new 
theories of inequitable conduct and relies on alleged evidence outside the trial record. Because 
"these new allegations violate the Federal Rules of Civil Procedure, are unfair, and would cause 
ArthroCare extreme prejudice, and because ArthroCare had no opportunity to present evidence 
rebutting these new theories at trial, they should not be considered by the Court Similarly, 
Smith & Nephew should not be permitted to rely upon evidence outside the trial record. 

3 . Smith & Nephew's allegations with respect to the '592 patent are contradicted by 
the evidence, are based upon impermissible inferences, and rely on the very same arguments 
regarding the materiality of the prior art that were explicitly rejected by the Patent Office, this 



Court, and the jury. The Roos '193 patent cannot form the basis for an inequitable conduct 
. charge because Mr. Raffle disclosed that reference to the Patent Office and Mr. Raffle was under 
no obligation to point out particular pages in the reference to the Examiner. Moreover, Smith & 
Nephew has not offered a shred of evidence that Mr. Raffle believed the arguments he made to 
the Examiner about the Roos '198 patent were false. Similarly, Smith & Nephew has not shown, 
and cannot show, that Mr. Raffle committed inequitable conduct with respect to Judge Orrick's 
interlocutory, preliminary injunction decision in the Ethicon case. Mr. Raffle identified the 
decision for the Examiner, described it as one of the documents that reflected the parties' 
primary validity and enforceability positions, and offered to provide a copy to the Examiner. 
These facts undercut any argument that ArthroCare intended to deceive the Patent Office. 

4. Smith & Nephew complains that it was inequitable conduct for ArthroCare not to 
disclose certain of Smith & Nephew's papers from this lawsuit (summary judgment briefs, 
Taylor expert report, Roos declaration) during the '536 reexamination. These documents, 
however, were merely litigation-motivated "explanations" of prior art references and 
contentions, all of which ArthroCare had provided to the examiner. As such, the documents 
were not material and were cumulative to submitted information. Moreover, there is no evidence 
that anyone involved with the '536 reexamination had possession of these documents, thereby 
undermining Smith & Nephew's charge that they were improperly withheld. 

5. Smith & Nephew's allegations regarding the £ 882 patent's Certificates of 
Correction seek to transform mere clerical and typographical errors into fraud on the Patent 
Office. The jury found that the errors in the claims as originally issued were clerical or 
typographical. As a resvlt, corrections to those errors that broadened the claim were perfectly 
proper. Moreover, changing "active electrode" to "electrode terminal" simply is not material, 



- - 4, 

because the Court's construction of those terms and the testimony at trial demonstrates that the 
. terms are used interchangeably. Smith & Nephew's argument that Mr. Raffle was motivated to 
change "active electrode" to "electrode terminal" in order to cover Ethicon's product is 
unfounded. Not only is there no evidence supporting it, but it is inconsistent with the fact that 
Mr. Raffle did not correct another claim that contained the same error. 

6. Smith & Nephew's new charges of infectious inequitable conduct fall well short 
of the legal standard required to render the patents-in-suit unenforceable. Smith & Nephew has 
not established an immediate and necessary' relation between the alleged inequitable conduct 
with respect to any patent and enforcement of any other patent Nor do Smith & Nephevv's 
allegations of inequitable conduct rise to the level of unconscionabiiity required to support 
infectious unenforceability. Moreover, Smith & Nephew offers no support for its theory that 
later acts of alleged inequitable conduct can retroactively infect previously issued patents. 
STATEMENT OF FACTS 

The relevant facts are set forth in the Argument sections, as appropriate^ 
ARGUMENT 

1. SMITH & NEPHEW'S NEW INEQUITABLE CONDUCT 
ALLEGATIONS AND RELIANCE ON EVIDENCE NOT IN 
THE RECORD SHOULD BE REJECTED. 

Smith & Nephew first pleaded its inequitable conduct defense in its September 13, 2001 

Answer and Counterclaims. (D-f. 10.) That defense consisted of only two allegations - both 

directed solely to the '592 patent. The first was that the applicants did not tell the Examiner that 

claim 1 of the Roos * 198 patent disclosed the use of electrically conductive fluid. (D.I. 10 f& 15- 

26.) The second was that the applicants did not tell the Examiner that Judge Orrick had found 

that the Roos 198 patent disclosed the use of conductive fluid in his December 2, 1998 

Memorandum in the ArthroCare v. Ethicon litigation. {/</.) 



On March 26, 2003, some five months after fact discovery closed, Smith & Nephew 



. supplemented its response to ArthroCare's interrogatory that sought the bases far S truth & 

Nephew's inequitable conduct contentions. In doing so, Smith & Nephew added the new 

assertion that, during the reexamination of the '536 patent, AimroCare committed inequitable 

conduct by not submitting to the Patent Office Smith & Nephew's invalidity expert reports and 

summary judgment briefs from this litigation. 

On June 9, 2003, four weeks after the end of trial, Smith & Nephew submitted its 

Opening Brief, which includes ten new allegations of inequitable conduct that were never raised 

before or during trial: 

With respect to the '592 patent, Smith & Kephew claims that Mr. Raffle 
committed inequitable conduct by failing to disclose that the Roos article 
described the use of one of the devices disclosed in the Roos '198 patent 
in 32 successful surgeries and that the Roos article explicitly described the 
irrigation liquid as facilitating the passage of electrical current. (D.I. 442 
at 16.) 

■« With respect to the '592 patent, Smith & Nephew claims that Mr. Raffle 
committed inequitable conduct by not telling the Examiner that Judge 
Orrick had previously rejected AithroCare's arguments on the Roos '667 
patent. (D.I. 442 at 16.) 

With respect to the reexamination of the '536 patent, Smith & Nephew 
claims that ArthroCare committed inequitable conduct by failing to 
disclose the Roos Declaration. (DX 442 at 3, 21.) 

With respect to the reexamination of the '536 patent, Smith & Nephew 
claims that Mr. Raffle convinced the Examiner to simply parrot back 
arguments that Mr. Raffle had previously made with respect to the Roos 
'198 patent during prosecution of the '592 patent without performing any 
independent analysis. (D.L 442 at 4, 21-22.) 

With respect to the '882 patent, Smith & Nephew claims that Mr. Raffle 
committed inequitable conduct by falsely asserting that "[ajpplicant 
amended all of the claims to replace the term 'active electrode' with 
'electrode terminal.'" (D.L 442 at 29-31.) 



With respect to the '882 patent, Smith & Nephew claims that Mr. Raffle 
committed inequitable conduct by failing to point out that there were other 
instances where there was an improper antecedent basis that was 
purportedly acceptable to ArthroCare. {D.I. 442 at 31-32.) 

With respect to the '882 patent, Smith & Nephew claims that Mr. Raffle 
committed inequitable conduct by failing to explain that the Certificate of 
Correction would broaden the scope of claim 1. (D.I. 442 at 32-35.) 

Smith &. Nephew claims that ArthroCare's supposed inequitable conduct 
with respect to the '592 patent renders the '882 and '536 patents 
unenforceable because the alleged misrepresentation about the 
significance of the Roos '198 patent to the '592 patent makes it less likely 
that the '882 and '536 patents will be subject to reexamination, and has the 
potential to taint the reexamination of the '882 and '536 patents. (DJ. 442 
at 38.) 

Smith & Nephew claims that ArthroCare's failure to provide Smith & 
Nephew's litigation-related documents in the '536 reexamination renders 
the '592 and '882 patents unenforceable because those documents provide 
information concerning prior art references that are material to the '592 
and '882 patents. (DJ. 442 at 39.) 

• Smith & Nephew claims that ArthroCare's inequitable conduct with 
respect to the '882 certificates of correction infects the c 592 and '536 
patents because all three patents use the terms "active electrode" and 
"electrode terminal." (D.L 442 at 39.) 

In addition to asserting entirely new inequitable conduct allegations, Smith & Nephew 
also relies extensively on documents that are not in the trial record, e.g., Judge Orrick's opinion, 
Smith & Nephew's expert reports, and the Roos Declaration. 

The Court should not permit Smith & Nephew to assert any of these new inequitable 
conduct allegations. Allowing Smith & Nephew to make these new arguments post-trial would 
be extremely prejudicial to ArthroCare. It is beyond dispute that ArthroCare did not receive any 
notice of these theories before or during triaL As a result, ArthroCare had no opportunity to 
introduce evidence at trial to rebut them. This is exactly the kind of prejudice the Federal Rules 



of Civil Procedure are designed to prevent. See AID Corp. v. Lydall, Inc., 159 FJd 534, 550 51 



(Fed. Cir. 1998) (affirming trial court's exercise of discretion to preclude accused infringer 
• "from relying on theories not made available or not disclosed to the opposing side"); 
Commissioner v. Transport Mfg. & Equip. Co., 478 FJ2d 731, 736 (8th Cir. 1973) (affirming 
exclusion of theories first raised in post trial briefs due to surprise, disadvantage, and substantial 
prejudice to defendant). 1 

Smith & Nephew's claim that "[t]he issues related to the '592 and '536 patents were 
previously pled" (D.L 442 at 3) is simply incorrect. It is well-established that inequitable 
conduct must be pleaded with particularity under Federal Rule of Civil Procedure 9(b). "Thus, 
in pleading an inequitable conduct claim; a party cannot merely rely on vague allegations that 
broadly recite the elements of fraud, but instead must either specify the time, place, and content 
of any alleged misrepresentations made to the PTO or otherwise 'give the [opposing party} 
notice of the precise misconduct alleged."' Agere Sys, Guardian Corp. v. Proxim, Inc., 190 F. 
Supp. 2d 726, 734 (D. Del. 2002) (citing EMC Corp. v. Storage Tech. Corp., 921 F. Supp. 1261, 
1263 (D. Del. 1996)). Before trial, Smith & Nephew asserted only three allegations of 
inequitable conduct with any specificity - two in its Answer and one in its supplemental 
interrogatory response. Smith & Nephew's remaining allegations concerning the '592 and '536 
patents were asserted for the first time nearly a month after trial in its Opening Brief. 

Similarly, Smith & Nephew's claim that its inequitable conduct allegations concerning 
the '882 patent are based on the testimony that came out at trial (D.I. 442 at 3) is wrong. All of 
the facts upon which Smith & Nephew bases these allegations are found expressly in the 

1 Smith &. Nephew has not made any showing that its new theories are proper under the 
Federal Rules of Civil Procedure. (DJ. 442 at 10 n.4.) Rule 15 requires a showing that 
justice requires the amendment to the pleadings and that ArthroCare will not be 
prejudiced - neither has been shown here. In addition, Rhone-Poulenc Agro S^A. v. 
Monsanto Co., 73 F. Supp. 2d 537 (MJ3.N.C. 1999), is inapposite. . The pleadings there 
were amended at the close of discovery, not after trial. 



8. 

prosecution history of the '882 patent. Mr. Raffle's and Dr. Goldberg's trial testimony did not 
add any additional lacfs beyond what was in the prosecution history. For example, Smith & 
Nephew supports its position by pointing to the testimony of Mr. Raffle regarding the 
replacement of "active electrode" with "electrode terminal" in claims I and 26. (Di. 442 at 30 - 
31.) Mr. Raffle's trial testimony, however, merely confirms the content of the prosecution 
history. Moreover, Smith & Nephew does not even argue that its new infectious 
unenforceability allegations were pleaded previously 2 or were based on "new evidence 11 
discovered at trial. 

In addition, Smith & Nephew's attempts to rely on documents that are not in the record - 
Judge Orricic's opinion, Dr. Taylor's expert report, and the Roos Declaration - should be 
rejected. Notwithstanding this Court's ruling that the trial record was closed on May 9, 2003 a 
Smith & Nephew relies on seven exhibits not in the trial record, (D.f. 443, Exs. A, D, J, K, L, Q 
and R.) Those exhibits should not be considered. See AW Corp., 159 FJd at 550-551 (the 
purpose of the patent law's notice requirements and of the Federal Rules "is to prevent unfair and 
prejudicial surprise, not to facilitate last-minute production of evidence"); Union Carbide Chems. 
& Plastics Tech. Corp. v. Shell Oil Co., 163 F. Supp. 2d 426, 457 (D. Del. 2001) (deeming 
inequitable conduct defense waived because patentee was unable to present its evidence, noting 
that "(ojoth sides are entitled to present and rebut evidence on this issue"), affd in part, rev'd in 
part on other grounds, 308 F.3d 1 167 (Fed. Cir. 2002). 



Like allegations of inequitable conduct generally, allegations of mfeodnu 
unenforceability must also be pleaded with particularity under Rule 9(b). See Ronald A 
Katz Tech. Licensing, LJ>. v. Verizon Communications Inc., No. Civ. A. 01-5627, 2002 
WL 1565483, at *l-3 (ED. Pa. July 16, 2002) (striking claim for infectious 
unenforceability for failure to plead with particularity under Rule 9(b)). 
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Smith & Nephew's new inequitable conduct allegations and attempts to rely on evidence 

- not in the record should be rejected. 

H- THERE IS NO EVIDENCE THAT ANY OF THE PATENTS- 
IN-SUIT WERE PROCURED THROUGH INEQUITABLE 
CONDUCT. 

A. The Legal Standards For Inequitable Conduct 

"A party seeking to have a patent declared unenforceable has a heavy burden to meet." 
Hoffmann-La Roche, Inc. v. Promega Corp., 323 F.3d 1354, 1359 (Fed. Cir. 2003). 'Inequitable 
conduct requires misrepresentation or omission of a material fact, together with an intent to 
deceive the PTO. Both of those distinct elements must be shown by clear and convincing 
evidence." Id. 

Inequitable conduct entails a two-step analysis. Juicy Wliip, Inc. v. Orange Being Inc., 
292 F.3d 728, 744 (Fed. Cir.), cert, denied, 123 S-Ct. 537 (2002). First, the accused infringer 
must present clear and convincing evidence that the misrepresented or omitted information is 
material and not cumulative to information already in the record and that the applicant acted with 
intent to deceive the Patent Office. Id. at 744. Even if there is clear and convincing evidence of 
both materiality and intent to deceive, there still may be no inequitable conduct. The court must 
then perform the second step of the analysis, which is to weigh "the materiality and intent in light 
of all the circumstances to determine whether the applicant's conduct is so culpable that the 
patent should be unenforceable." Id. 

Information is not material if it is cumulative to information already provided to the 
examiner. See Upjohn Co. v. MOVA Pharm. Corp., 225 K3d 1306, 1312 (Fed. Cir. 2000) ("a 
reference need not be provided to the examiner if it is merely cumulative to or less material than 
other references before the examiner"). An accused irrfringer must do more than show 
materiality is "a debatable factual question," it must prove materiality of the withheld 



1U. 



information by clear and convincing evidence. See Tegal Corp, v. Tokyo Electron Am., Inc., 257 

. F.3d 1331, 1349-50 (Fed. Cir. 2001), cert, denied, 535 U.S. 927 (2002) (affirming a finding of 

no inequitable conduct despite acknowledging "that whether the [withheld] reference is 

cumulative is a debatable factual question"). A determination of materiality "require[s] a 

detailed factual analysis of the relevance of the teachings of that reference both with respect to 

the claims of the patents-in-suit and with respect to the other prior art references that were before 

the examiner." Dayco Prods, v. Total Containment, Inc.. 329 F.3d 1358, 1367 (Fed. Cir, 2003). 

To prove, intent to deceive, an accused infringer canriot simply point to an applicant's 

failure to comply with Patent Office rules: 

[T]he alleged conduct must not amount merely to the improper performance of, 
or omission of, an act one ought to have performed. Rather, clear and 
convincing evidence must prove that an applicant had the specific intent to 
accomplish an act that an applicant ought not to have performed, viz., 
misleading or deceiving the PTO. In a case involving nondisclosure of 
iiiformation, clear and convincing evidence must show that the applicant made 
a deliberate decision to withhold a known material reference. 

Molins PLC v. Textron, 48 F.3d 11 72, 1181 (Fed. Cir. 1995). Although intent to deceive may be 

inferred, it must be inferred from the evidence - "[cjonjecture alone is not sufficient to show an 

intent to deceive to support the defense of inequitable conduct" In re Hayes Microcomputer 

Prods., Inc. Patent Litig., 982 F.2d 1527, 1546 (Fed. Cir. 1992). Intent to deceive cannot be 

inferred simply from the materiality of the withheld or misrepresented information. 3 See Amgen 

Inc. v. Hoedist Marion Roitsset, Inc., 314 F.3d 1313, 1358 (Fed. Cir. 2003) ("[Mjateriality does 

not presume intent, which is a separate and essential component of inequitable conduct, 1 "); 



Accordingly, Smith & Nephew's argument that "[fjntent may be inferred from clear 
materiality" (D.L 442 at 8) is wrong. A case upon which Smith & Nephew relies, 
Brasseler, U.S.A. L, L.P. v. Stryker Sales Corp., 267 F3d 1370 (Fed. Cir. 2001), is to the 
contrary. There, the Federal Circuit emphasized that an inference of deceptive inteiii 
depends on the particular facts of the case. Id. at 1375-76. 



Hoffmann-La Roche, 323 FJ3d at 1359 (intent and materiality are "distinct elements," both of 
-which "must be shown by clear and convincing evidence"). Moreover, "[i]ntent to deceive 
cannot be inferred simply from the decision to withhold the reference where the reasons given 
for the withholding are plausible." Dayco, 329 F.3d at 1367- 

When assessing intent to deceive, a court must always consider evidence of the 
applicant's good faith. Li Second Family L.P. v. Toshiba Corp., 231 F.3d 1373, 1381 (Fed. Cir. 
2000), cert, denied, 533 U.S. 929 (2001). Indeed, evidence of good faith, such as disclosure to 
the Patent Office of the information in dispute, will rebut an inference of intent to deceive. 
Akron Polymer Container Corp. v. Exxel Container. Inc., 148 F.3d 1380, 1384 (Fed. Cir. 1998). 

In the absence of a threshold finding of either materiality or intent to deceive, no further 
analysis need be performed and the inequitable conduct allegation must be rejected. Monon 
Corp. v. Sloughton Trailers, Inc., 239 F.3d 1253, 1261 (Fed. Cir. 2001); Amgen, 314 F.3d at 
1358 ("fT]here must be some threshold showing of intent . . . ; we will not find inequitable 
conduct on- an evidentiary record that is completely devoid of evidence of the patentee's intent to 
deceive the PTO") 

The Federal Circuit has called the inequitable conduct defense "an absolute plague" on 
the patent system: 

[T]he habit of charging inequitable conduct in almost every major patent case 
has become an absolute plague. Reputable lawyers seem to feet compelled to 
make the charge against other reputable lawyers on the slenderest grounds .... 
They get anywhere with the accusation in but a small percentage of the cases, 
but such charges are not inconsequential on thai account. They destroy the 
respect for one another's integrity, for being fellow members of an honorable 
profession, that used to make the bar a valuable help to the courts in making a 
sound disposition of their cases, and to sustain the good name of the bar itself. 
A patent litigant should be made to feel, therefore, that an unsupported charge 
of "inequitable conduct in the Patent Office" is a negative contribution to the 
rightful administration of justice. 
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Burlington Indus., Inc. v. Dayco Corp., 849 F.2d 1418, 1422 (Fed. Cir. 1988). "[U]njusti£ed 

.accusations of inequitable conduct are offensive and unprofessional [and] should be 

condemned." Molins, 48 F.3d at 1182. The Federal Circuit has even upheld an award of 

sanctions for multiplying the proceedings unreasonably and vexatiously by pursuing a baseless 

charge of inequitable conduct. See Fiskarsbic. v. Hunt Mfg. Co., 221 F.3d 1318, 1328 (Fed. Cir. 

2000), cert, denied, 532 U.S. 972 (2001). "Inequitable conduct charges are disfavored by this 

court " Eaton Corp. v. Parker-Hannifin Corp., No. Civ. A. 00-75 1-SLR, 2003 WL 179992, 

at *1 (D.Del. Jan. 24, 2003). 

Smith & Nephew's unjustified accusations of inequitable conduct in this case are clear 

examples of why the courts disfavor such charges. 

B, There Is No Evidence That The '592 Patent Was 
Procured Through Inequitable Cooduet 

ArthroCare's counsel, John Raffle, filed the application that eventually issued as the '592 

patent on June 16, 1998, and it was assigned to Primary Examiner Lee Cohen for examination. 

Along with the application, Mr. Raffle submitted an Information Disclosure Statement that 

disclosed a number of references, including the Roos '198 patent and the Roos article. (DTX 

300-301, A-2, A-29-A-49.) 4 On October 20, 1999, Mr. Raffle submitted a Supplemental 

mformahon Disclosure Statement to bring the Ethicon litigation and documents from that 

litigation to the Examiner's attention. (DTX 300, A-3-A-12.) Mr. Raffle explained that he had 

recently been apprised by a third party of Mi\E.P. § 2001.06(c), that he had already submitted 

the prior art that was principally relied upon by the accused infringers in Ethicon, and that he was 

4 Portions of the '592 prosecution history (DTX 300-302) are attached at Ex. A at pp. A- i - 
A-54, portions of the '536 reexamination prosecution history (PX 7) are attached at Ex.B, 
and portions of the '882 prosecution history (DTX 306) are attached at Ex. C at pp. CI 
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providing a list of materials from Ethicon that reflected the parties' primary invalidity and 
- enforceability arguments (including Judge Orrick's interlocutory opinion at number 40). 
Mr. Raffle offered to provide the Examiner with any of the listed materials. (DTX 300, A-3-A- 
12.) 

On February 20, 2000, Examiner Cohen issued a rejection of a number of the pending 

claims in the application based on the Roos '198 patent (DTX 301, A-16-A-20.) Mr, Raffle 

responded on May 25, 2000, arguing that the Roos '198 patent did not disclose "electrically 

conductive fluid." (DTX 301, A-21-A 28.) Examiner Cohen then withdrew his rejection based 

on the Roos '198 patent (DTX 301, A-50-A-53), and rdtimately allowed the application to issue 

as the '592 patent (DTX 301 , A-54). 

1 . Mr. Raffle's submission of and arguments regarding the Roos ' 1 98 patent 
cannot constitute inequitable conduct. 

Even though Mr. Raffle disclosed and submitted the Roos '198 patent to the Patent 
Office, Smith & Nephew contends that he deceived the Patent Office by arguing that the Roos 
'198 patent does not disclose the use of "electrically conductive fluid." According to Smith & 
Nephew, this argument is inconsistent with claim 1 of the Roos '198 patent, which states that an 
unspecified liquid "provide[s] electrical conductance." (DX 442 at 3, 11-15.) This argument 
fails for a number of reasons. 

First, Smith & Nephew's argument relies upon a string of inferences that begins with its 
inference that because the Examiner stated "a conductive fluid must complete the current path," 
he necessarily found in his initial rejection uiat conductive fluid was inherently - not explicitly — 
present in the Roos '198 patent (D.I. 442 at 11.) From this, Smith & Nephew infers that the 
Examiner did not actually review claim 1 of the Roos '198 patent because, otherwise, he 
"certainly would have referred to claim 1 of the Roos '198 patent as supporting his rejection." 
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(D.L 442 at 12.) a Smith & Nephew then infers that Mr. Raffle was aware of these "facts," and 
. that he took advantage of them. (p.L 442 at 14.} This argument cannot succeed as a matter of 
law because a string of inferences is not clear and convincing evidence. See FMC Corp. v. 
Manitowoc Co. Inc., 835 F.2d 1411, 1417 (Fed. Cir. 1987) ("An inference can and often must be 
drawn from established facts and direct proof of wrongful intent is not required, but drawing an 
inference on an inference on an inference is not the role of the fact finder") (emphasis added); 
Fuji Photo Film Co. Ltd. v. Jazz Photo Corp., Inc., 173 F. Supp. 2d 268, 276 (D.N.L 2001) ("a 
string of inferences of misconduct 1 1 is Dot clear and convincing evidence of inequitable conduct). 
The Federal Circuit has described as "absolutely accurate" a trial court's statement that "a 
determination of 'inequitable conduct' may not be based on inferences." FMC Corp., 835 F.2d at 
1417 n.ll. 

Second, Mr. Raffle did not misrepresent anything. The Roos '198 patent does not 
disclose the use of an electrically conductive fluid. Smith & Nephew's argument to the contrary 
has been rejected by Examiner Cohen during the '592 prosecution, by Examiner Mendez and a 
board of primary examiners during the '536 reexamination, and by the jury at trial. Indeed, 
claim 1 of the Roos '198 patent was specifically cited three times during the '536 reexamination 
(in the request for reexamination and twice in Smith & Nephew's invalidity contentions) (PX 7 
at 25, 117, and 317) and extensively argued at trial. Nevertheless, neither the examiners nor the 
jury agreed that claim 1 disclosed an electrically conductive fluid. 

5 This inference is clearly wrong. The Federal Circuit has held that "government officials 
are presumed to have properly discharged their official duties. If the references were in 
front of the examiner, it must be assumed that he or she reviewed them." In re Portola 
Packaging, 110 F.3d 786, 790 (Fed. Cir. 1997) (internal quotation and citation omitted). 
Smith & Nephew's reliance on Bristol-Mvers Sqieibb Co. v. Rhone-Poulenc Rorer, Inc., 
326 F.3d 1226 (Fed. Cir. 2003), is misplaced- (D.1. 442 at 12, n.5.) In that case, the facts 
suggested that the entire reference was never before the Patent Office: "the file history 
[did] not contain a copy of the JACS article and the Examiner did not initial and date the 
listing of the article on the search report." Id. at 1236. 



13. 



As the evidence at trial — particularly the cross-examination of Smith & Nephew's expert, 
Dr. Taylor - established, the Roos '198 patent does not disclose the use of electrically 
conductive fluid: 

Both Dr. Taylor and Dr. Choti admitted that all fluids, whether electrically 
conductive or non conductive, will conduct some electrical current. (Tr. at 
1338-40, 1342-43, and 735-36.) Thus, the language in claim 1 that the 
liquid "provide[sJ electrical conductance" is perfectly consistent with the 
liquid being electrically non-conductive. 

The Roos '198 patent describes the admittedly non-conductive liquid used 
with the monopolar embodiment in the same way as it describes the 
V allegedly conductive liquid used with the bipolar embodiments. This 
suggests that the liquid used with the bipolar embodiments also is non- 
conductive. (Tr. at 1343r44.) 

Figure 5 and col. 6:51-53 of the Roos '198 patent demonstrate thai the 
invention requires contact between the return electrode and the tissue to 
ensure good electrical contact. This contact would not be required if the 
fluid were electrically conducting fluid. (Tr. at 1344-45.) 

The Roos '667 patent demonstrates that the washing liquid in the Roos 
'198 patent was not electrically conductive but instead required body 
secretions to make the fluid electrically conductive. (Tr. at 1361-66.) 

Indeed, Smith. & Nephew did not even assert the Roos 198 patent against the '592 patent at 

trial. 6 (Tr. at 1728.) 

Third, the fact that Mr. Raffle disclosed and distinguished the Roos '198 patent during 
prosecution of the '592 patent does not constitute inequitable conduct. ArthroCare disclosed the 
Roos '198 patent to Examiner Cohen and he was free to reach his own conclusions about what it 
disclosed. See Life Techs., Inc. v. Clontech Labs., Inc., 224 F.3d 1320, 1326 (Fed. Cir. 2000) 
(finding no inequitable conduct as "the inventors merely advocated a particular interpretation . . . 



Smith & Nephew points out that ArthroCare did not call an expert to rebut Dr. Taylor's 
testimony that the Roos '198 patent disclosed the use of electrically conductive fluid. 
(D.I. 442 at 13.) There was no reason for ArthroCare to call its expert, after Dr. Taylor's 
admissions on cross-examination. 
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which the Examiner was free to accept or reject" because the reference in question was disclosed 
. to the Examiner); Akzo N.V. v. U.S. Int'l Trade Coram «, 808 R2d 147 I, 1482 (Fed. Cir. 1986), 
cert, denied, 482 U.S. 909 (1987) ("The mere fact that [the applicant] attempted to distinguish 
[its] process from the prior art does not constitute a material omission or misrepresentation. The 
examiner was free to reach his own conclusion regarding the 0 process based on the art in front 
of him."); LifeScan, Inc. v. Home Diagnostics, Inc., 103 F. Supp. 2d 379, 386 (D. Del. 2000), 
affd, 2001 WL 345349 (Fed. Cir. Apr. 6, 2001) ("[T]he mere fact that a patent applicant 
attempts to distinguish its patent from prior art does not constitute a material omission or 
misrepresentation where the patent examiner has the prior art before him or her, and therefore, is 
free to make his or her own conclusions regarding file claimed invention."). 7 Moreover, the 
Examiner's allowance over Roos and the jury's verdict that the patent was not invalid 
demonstrate that Mr. Raffle's statements were true. Where an applicant's statement 
distinguishing a reference is true and not misleading, it cannot provide the basis for a finding of 
inequitable conduct Wesley Jessen Corp. v. Baasch &Lotnb, Inc., 209 F. Supp. 2d 348, 402 (D. 
Del. 2002), ajfd, 56 Fed. Appx. 503 (Fed. Cir. 2003). 8 

Fourth, Mr. Raffle had no obligation to point out claim 1 of the Roos patent, because he 
disclosed the entire Roos patent, including claim 1, to the examiner. Smith & Nephew points to 
no authority in support of its assertion. In fact, Federal Circuit law and a case Smith & Nephew 

7 Examiner Cohen also was the primary examiner of the Roos '198 patent. (JTX 3 at 1, 
DTX 11 at 1.) Thus, Examiner Cohen was uniquely qualified to evaluate the Roos '198 
patent and any relevance it might have to the '592 patent. 

8 The fact that Smith & Nephew's attorneys interpret the Roos '198 patent differently than 
Mr. Raffle is no basis on which to charge inequitable conduct. See SRJ Iht'l, Inc. v. 
Advanced Tech. Labs, 7/zcl27F.3d 1462, 1466 (Fed. Cir. 1997) ("[Defendant's attorney] 
gives no evidence whatsoever to support this allegation [of inequitable conduct), other 
than the mere fact that his interpretation of the Q art differs from that propounded by 
[patentee] and accepted by the examiner at the reexamination proceeding. Such a 
difference of opinion is a slender reed on which to hang a very serious allegation."). 
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cites refute the assertion. See Scripps Clinic & Research Found, v. Genentech, Inc., 927 F-2d 
- 1565, 1582 (Fed. Cir. 1991) (rejecting argument that applicant's failure to point out the abstract 
of a prior art reference that was before the examiner was inequitable conduct); Boehringer 
Ingelheim Vetmedica, Inc. v. Schering-Plough Corp., 68 F. Supp. 2d 508, 546 (D.NJ. 1999), 
appeal dismissed by 232 F.3d 905 (Fed. Cir. 2000) ("I conclude that [defendant] has failed to set 
forth even a mildly tenable defense of inequitable conduct based upon [patentee's] submission of 
the [reference] to the USPO without highlighting ' the [particular portions]."). There is no 
requirement to explain the relevance of the prior art disclosed to the Patent Office. See Fiskars, 
221 F.3d at 1327 ("[T]he earlier PTO requirement that the applicant explain the relevance of the 
references listed was removed in 1992."). As a result, "[a]n applicant cannot be guilty of 
inequitable conduct if the reference was cited to the examiner." Fiskars, 221 F.3d at 1327; 
Saipps, 927 F.2d at 1582 ("When a reference was before the examiner ... it can not be deemed 
to have been withheld from the examiner."). 

Fifth, there is no evidence - much less clear and convincing evidence - of any culpable 
intent. Smith & Nephew has presented no evidence suggesting that Mr. Raffle believed the Roos 
'198 patent disclosed electrically conducting fluid or that he intended to deceive the Patent 
Office. The absence of any evidence whatsoever from which one could infer intent requires a 
finding of na inequitable conduct. See Amgen, 314 F.3d at 1358 ("[Tjhere must be some 
threshold showing of intent . . we will not find inequitable conduct on an evidentiary record 
that is completely devoid of evidence of the patentee's intent to deceive the PTO."); Abbott Labs, 
v. TorPharm, Inc., 300 F.3d 1367, 1380 (Fed. Cir. 2002) (finding no inequitable conduct where 
the defendant failed to "explain how a fact finder could find the requisite intent to deceive the 
Patent Office, simply asserting in its reply brief that the intent to deceive may be inferred from 
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the omission alone"). 9 To the contrary, the evidence shows that Mr. Raffle acted in good faith by 
submitting the Roos '198 patent to die Patent Office where it was duly considered and formed 
the basis for an initial rejection of the claims of the pending application. (DX 301 , A-29-A-39; 
Tr. 1531.) 

2. Mr. Raffle's disclosure of Judge Orrick's opinion to the Patent Office 
cannot constitute inequitable conduct. 

Smith & Nephew also argues that Mr. Raffle committed inequitable conduct during 
prosecution of the '592 patent by not submitting a copy of Judge Orrick's preliminary injunction 
opinion to the Patent Office. (D.l. 442 at 3, 15.) This argument also is unsupported. 

Firsts Judge Orrick's opinion was not withheld from the Patent Office. Mr. Raffle 
disclosed the existence of the opinion to the Patent Office by including it in a list of materials 
from the Ethicon litigation, thus putting the Patent Office on notice of the reference. 10 (DX 300, 
A-3-A-12). See Akron Polymer, 148 F.3d at 1383-84 (reversing a finding of inequitable conduct 
because the applicant did "disclose the existence of the reference in question and "thus put the 
PTO on notice" of the disputed reference); Doyco, 329 F.3d at 1366 (applying an "inform (the 
Examiner] of the existence of the [reference]" standard). Mr. Raffle identified Judge Orrick's 
opinion in a list of documents that he described as reflecting the parties' primary validity and 



Smith & Nephew claims that Mr. Raffle admitted that he "knew about the disclosure of 
electrically conducting fluid, i.e,, 'liquid to provide electrical conductance, 1 in claim I of 
the Roos '198 patent, but did not tell the Examiner about what he knew." (D.I. 447 w 
14.) Mr. Raffle did not admit he knew that claim 1 disclosed "electrically condti. ting 
fluid," but only that he knew that claim 1 said "liquid to provide electrical conducts^ e 
(Tr. at 1517.) 

To the extent that Smith & Nephew's statement that "Mr. Raffle simply listed the opi'mon 
as the 40th in a list of 80 items" is suggesting that Mr. Raffle attempted to hide the 
opinion from the examiner, the suggestion is baseless. The reason the interlock? r 
opinion is listed 40th is because Mr. Raffle listed the materials from the Ethicon !iti. v • - 
in chronological order. 
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enforceability arguments, and offered to provide the Examiner with a copy of any or all of those 
- documents. (DTX 300, A-3-A-12.)' 1 

Second, Smith Sc Nephew has not shown that Judge Orrick's opinion is material. Nor 
could it, because the Patent Office has made clear that Judge Orrick's preliminary, non-binding 
decision about the Roos '198 patent is not relevant to patentability. During the '536 
reexamination, Mr. Raffle provided Judge Orrick's opinion to the Patent Office and disclosed 
Smith & Nephew's allegation that ArthroCare had committed inequitable conduct by not 
submitting that opinion to the Patent Office during prosecution of the '592 patent (PX 7 at 83, 
229.) Notwithstanding Judge Orrick's opinion and Smith & Nephew's allegations, a board of 
patent examiners found that the Roos '198 patent did not disclose the use of electrically 
conductive fluid. (PX 7 at 214-20.). • - 

Moreover, Judge Orrick's opinion - which is not even in evidence — was a preliminary 

opinion not based on a complete record and simply found that the Roos l 198 patent raised a 

substantial question of validity sufficient to deny a preliminary injunction. This Court previously 

has observed that the opinion is of little, if any, relevance: 

But [Judge Orrick's opinion is] not relevant unless 1 in fact agree with the 
Judge, is it? If I think his determination of invalidity is off the wall, then it's 
not [relevant] - I just am not confident that a preh'minary determination by a 
judge and a party's reaction to it has any relevance to good faith or bad faith in 
bringing a patent case, because it is not binding. I just don't understand how it 
has any relevance. 

(D.L 49 at 38). When Smith & Nephew sought to use that opinion to seek discovery of 
ArthroCare' s good faith basis for bringing this action (D.I. 47), the Court dented that request, 

11 By indicating uiat the listed materials reflected the parties' primary validity and 
enforceability arguments, Mr. Raffle provided the Examiner with enough information to 
allow him to evaluate the need to ask for the listed materials pursuant to M.P.E.P. 
2001.06(c). 



noting that "the relevance, if any, of a judge's preliminary review of validity issues in the context 

- of a preliminary injunction motion" was "far outweighed'* by other considerations. (DX 53). 

Smith & Nephew moved for reargument on the ground that Judge Orrick's opinion was "highly 

relevant" to ArthroCare's good faith basis for bringing this lawsuit. (D.L 62). This Court denied 

that motion as well, stating: 

Given that the issue of validity will be tried in this court, and given the 
preliminary findings in unrelated litigation have no preclusive effect in the 
litigation at bar, the court finds defendants' assertion [that Judge Orrick's 
Opinion was relevant] to be, at best, hopelessly confusing to a jury and, at 
most, futile as unsupported by either the facts or the law. 

(D.L 141.) Indeed, the Court precluded Judge Orrick's opinion from being used before the jury 

in this case. (D.I. 367 at H 5.) 12 

27iird, the record again lacks any evidence of intent to deceive the Patent Office, but 

instead demonstrates Mir. Raffle's good faith. Mr. Raffle identified Judge Orrick's opinion for 

the examiner, described it as a document that reflected the parties' primary arguments, and 

offered to. provide a copy to the examiner. 13 See Dayco, 329 FJd at 1366 (stating that the 



The cases upon which Smith & Nephew relies on page 17 of its Opening Brief are 
inapposite. In Newell Window Furnishings, Inc. v. Springs Window Fashions Div, , Inr. . 
53 U.S-P.Q.2d (BNA) 1302 (NT). 111. Oct 7, 1999), affd in part, rev'd in part, 200 < >W 
744460 (Fed. Cir. Jul. 2, 2001), and Golden Valley Microwave Foods, Inc. v. mover 
Popcorn Co., Inc., 837 F. Supp. 1444 (NT). Ind. 1992), the patentees did not disclose 
even the existence of the litigation. In Marlow Indus., Inc. v. Igloo Prods. Corp , 20f. 
WL 485698 (N.D. Tex. Mar. 28, 2002), affd. 2003 WL 21212626 (Fed Cir. 2003), ftc 
patentee disclosed no information regarding the disputed claim construction opinion. In 
contrast, ArthroCare did disclose the existence of the Ethicon litigation and of Judge 
Orrick's opinion. 

Smith & Nephew's assertion that Mr. Raffle did not disclose Judge Orrick's opinion to 
the Patent Office in technical conformance with the MJP.E.P. is irrelevant. Set- 
Hoffmann-La Roche, 323 F3d at 1377 (noting that failure to follow the M.P.E.P. os 
"negligence alone, even gross negligence, does not establish inequitable conduct"), LNF 
Eng'g Plastics, Inc. v. Miller Waste Mills. Inc., 2000 WL 33341185 (D. Del. Aug. 8 3 
2000) (finding no inequitable conduct despite applicant's failure to disclose a rete^ » t 
that formed the basis of foreign rejection as required by M.P.E.P. § 2001.06(a)) aff 'd 
275 FJd 1347 (Fed. Cir. 2001); Duty of Disclosure, 57 Fed. Reg. 2021, 2024 (Jar. T 7 
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requisite intent could not be inferred" because the applicant disclosed the reference); Akron 
Polymer, 148 F.3d at 1384 (disclosure of a reference "points away from an intent to deceiver- 
Smith & Nephew also contends that Mr. Raffle committed inequitable conduct by not 
telling the Examiner that Judge Orrick had previously rejected ArthroCare's arguments 
concerning the Roos '667 patent (D.L 442 at 16.) As discussed above, however, the opinion 
was adequately disclosed to the Patent Office, the Court has already observed that Judge Oracle's 
opinion is of little, if any, relevance, Judge Orricic's opinion was deemed not relevant by a board 
of examiners during the '536 reexamination, and there is only evidence of good faith given that 
Mr. Raffle disclosed both the Roos *198 and '667 patents to the Patent Office.' 4 

3. Mr. Raffle's submission of the Roos article cannot constitute inequitable 
conduct — 

Even though Mr. Raffle disclosed the Roos article to the Patent Office, Smith & Nephew 

argues that Mr. Raffle committed inequitable conduct during prosecution of the '592 patent by 

failing to disclose that the Roos article described the use of one of the devices described in the 

Roos '198 patent in 32 successful surgeries or that the Roos article allegedly described the 

irrigation liquid as facilitating the passage of electrical current (D.L 442 at 16.) Again, the 

record does not support Smith & Nephew's allegations. 



1992) (the Patent Office "rules do not define fraud or inequitable conduct which have 
elements both of materiality and intent"). 

Smith & Nephew also argues that Mr. Raffle knew that the Roos article was more 
relevant to the Roos e 198 patent than the Roos '667 patent. (D.I. 442 at 16.) There is no 
evidence that Mr. Raffle thought the Roos article was more relevant than the Roos '667 
patent, and the evidence at trial shows that the Roos '667 patent was more relevant than 
the Roos article to the issue of whether the Roos '198 patent disclosed the use of 
electrically conductive fluid. (Tr. at 1359-69.) In any event, Mr. Raffle submitted all of 
these references to the Patent Office and the Examiner was free to draw his own 
conclusions. (DTX 301, A-29-A-44.) 
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First, Mr. Raffle disclosed the Roos article to the Patent Office, and he was under no 
-obligation to point out any particular parts of that reference. See Scripps, 927 F.2d at 1582 
(rejecting the argument that the applicant's failure to point out the abstract of prior art before the 
examiner was inequitable conduct); Fishers, 221 K3d at 1327 ("[Tjhe earlier PTO requirement 
that the applicant explain the relevance of the references listed was removed in 1992."). 

Second, Ihe fact that the device was successful in surgery does not mean that it used 
electrically conducting fluid. In fact, many prior art devices worked by using electrically non- 
conducting fluid. Dr. Taylor admitted at trial that glycine, an electrically non-conducting fluid, 
had been the conventional fluid used with devices such as that described in the Roos article. (Tr. 
at 1339-40.)' 5 

Third, there is no evidence of any intent on the part of Mr. Raffle to deceive the Patent 
Office - only evidence of good faith. Mr. Raffle disclosed the Roos article to the Patent Office, 
Examiner Cohen indicated that he considered the article, 16 and he was free to draw whatever 
conclusions he wanted to from it. Smith & Nephew's attempt to infer culpable intent, without 
probative evidence thereof, must fail. See Multiform Desiccants, Inc. v. Medzam Ltd., 133 FJd 
1473, 1482 (Fed. Cir. 1998) ("[Inference without any probative evidence is insufficient to show 
culpable intent."). 



The alleged materiality of the Roos article is further undercut by the fact that Smith & 
Nephew did not even argue the Roos article rendered the '592 patent invalid at trial. (Tr. 
1728.) 

Examiner Cohen put his initials next to the Roos article listed on Applicants' Form PI "O- 
1449, demonstrating that he considered the reference. (DTX 301, A-29). 
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C. There is No Evidence That Mr. Raffle Committed 
Inequitable Conduct During The Reexamination Of 
The '536 Patent ; 

A third party filed a Request for Reexamination of the '536 patent on December 23, 
1999. (PX 7 at 5-19)- That Request sought reexamination of the '536 patent based solely on the 
Roos ' 198 patent, and contained a detailed claim chart comparing claims of the 1 536 patent to the 
disclosure of the Roos '198 patent - including a quotation of that portion of claim 1 of the Roos 
patent upon which Smith & Nephew so heavily relies. (PX 7 at 25). The Request was assigned 
to Examiner Mendez, who granted it on February 2, 2000. (PX 7 at 64-65). 

On October 12, 200 1 } Mr. Raffle submitted an Information Disclosure Statement, which 
disclosed the Ethicon litigation, the references (including the Roos article) principally relied 
upon by the defendants in Ethicon, and a list of materials from Ethicon that reflected the parties' 
primary invalidity and enforceability arguments. (PX 7 at 76-95). That Statement also disclosed . 
this action, Smith & Nephew's allegation that during the '592 prosecution, ArthroCare should 
have pointed out Judge Orrick's opinion, and a list of the documents that included Smith & 
Nephew's primary invalidity and unenforceability arguments. (PX-7 at 83-84.) On June 6, 
2002, Mr. Sanjay Bagade (another ArthroCare patent attorney) submitted a second Information 
Disclosure Statement disclosing Smith & Nephew's June 3, 2002 invalidity contentions (in the 
form of Smith & Nephew's responses to ArthroCare's contention interrogatories) and additional 
references. (PX 7 at 97-146.) Smith & Nephew's contentions included 36 pages of claim charts 
(PX 7 at 111-146) and specifically pointed out that portion of claim 1 of the Roos '198 patent 
upon which Smith & Nephew relies ("col 7, lines 59-62") (PX 7 at 117). 

On November 15, 2002, Examiner Mendez issued an Office Action which concluded that 
the Roos '198 patent did not render the '536 patent unpatentable. (PX 7 at 211-26.) 
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Specifically, Examiner Mendez stated that "[tjhe arguments presented by the Request concerning 
- the Roos '198 were addressed in a final decision hy the examiner of record and reviewed by a 
board of primary examiners that convened to analyze the decision and make a final 
determination." (PX 7 at 213.) Examiner Mendez and the board concluded that "[ajfter carefulQ 
consideration and review of" Roos '198, it is hereby found that Roos '198 does not anticipate or 
render obvious any of the independent claims of record" because the Roos patent never describes 
the use of "electrically conductive fluid." (PX 7 at 214-20.) At the same time, however, the 
Examiner rejected claims of the '536 patent based on other references identified in Smith & 
Nephew's invalidity contentions. {PX 7 at 220-26.) 

On December 19, 2002, Mr. Bagade submitted a Response to the First Office Action, in 
which he argued that none of the references rendered claims of the '536 unpatentable. (PX 7" at 
231-54.) At the same time, he submitted a third Information Disclosure Statement, attaching 
Smith & Nephew's September 10, 2002 invalidity contentions, Smith & Nephew's October 9, 
2002 invalidity contentions, the file history of the Roos '198 patent, and additional references. 
(PX 7 at 290-562.) Those invalidity contentions contained another 37 pages of claim charts 
concerning the '536 patent (PX 7 at 296-306, 308-09, 313-34, 336-37.) Mr. Bagade also 
submitted a Written Statement Per 37 C.F.R § 1.560(b). (PX 7 at 228-230.) That Statement 
described various communications between the Patent Office and Messrs. Raffle and Bagade, 
and indicated that Mr. Raffle had provided a copy of Judge Orrick's opinion to the Examiner. 
(Id) Examiner Mendez never submitted any document correcting or supplementing the contents 
of the Statement. 17 

17 See M.P.E.P. § 713.04: Substance of Interview Must Be Made of Record ("It is the 
examiner's responsibility to see that such a record is made and to correct mak:rki{ 
inaccuracies which bear directly on the question of patentability."). 
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On March 14, 2003, Examiner Mendez, Supervisory Patent Examiner Brian Casler, and 

.Supervisory Patent Examiner Angela Sykes issued a Notice of Intent to Issue Ex Parte 

Reexamination Certificate. (PX 7 at 563-65.) That Notice states: "The examiner of record 

concurs with the arguments presented by the patent owner on paper number 15. Accordingly, it 

is concluded that claims 1-64 are allowable over the prior art of record." (PX 7 at 565.) 

1. Failure to disclose Smith & Nephew's immaterial and cumulative 
arguments regarding validity cannot constitute inequitable conduct. 

Even though Messrs. Raffle and Bagade disclosed to the Patent Office three sets of Smith 

& Nephew's invalidity contentions and ail of the references upon which Smith & Nephew relied, 

Smith & Nephew argues that ArthroCare committed inequitable conduct by failing to disclose 

Smith & Nephew's invalidity summary judgment briefs and Dr. Taylor's expert report on 

invalidity, none of which is of record, (D.L 442 at 3, 21.) This allegation is totally lacking in 

substance. 

First, Smith & Nephew's briefs and Dr. Taylor's report were not material because £hey 
were cumulative to the references therein and to Smith & Nephew's invalidity contentions that 
were already before the Patent Office. See 37 CJF.R. § 1 .56 (stating that "information is material 
to patentability when it is not cumulative to information already of record or being made of 
record in the application . . ."). Smith & Nephew has not identified anything that its briefs or Dr. 
Taylor's report would have added to what was already disclosed in its invalidity contentions and 
references. See Dayco, 329 FJd at 1367 ("Whether [a particular reference] meets the threshold 
level of materiality would require a detailed factual analysis of the relevance of the teachings of 
that reference both with respect to the claims of the patents-in-suit and with respect to the other 
prior art references that were before the exarrriner.''); Halliburton Co. v. Schlionberger Tech. 
Corp., 925 F.2d 1435, 1439-40 (Fed. Cir. 1991) (holding that the failure to disclose cumulative 



references that were not more material than those that were cited to the examiner was not 
- inequitable conduct). 

Smith & Nephew's briefs and expert report were simply its arguments - not prior art, 
facts, or material information upon which the Patent Office properly bases its examination of 
patent applications. See Aptix Corp. v. QuicfOum Design Sys. Inc., 269 F.3d 1369, L376 (Fed, 
Cir. 2001) (stating that the process creating the patent right "demands that all facts relevant to 
[patentability] ... be submitted formally or informally to the Patent Office, which can then pass 
upon the sufficiency of the evidence") (emphasis added); MP.E.P. §§ 706 and 200 1 . 

Moreover, the arguments in the briefs and report have been soundly rejected - the Court 
denied Smith & Nephew's summary judgment motions (D.I 352, 354), and the jury rejected 
Smith & Nephews invalidity arguments (DX 405 at 7). 

Second, the evidence demonstrates only good faith, not intent to deceive. During the 
reexamination, Messrs. Raffle and Bagade disclosed to the Patent Office the existence of this 
litigation, Smith & Nephew's inequitable conduct allegation that during the '592 prosecution 
ArthroCare should have pointed out Judge Orrick's opinion, a list of documents containing the 
parties' primary validity and enforceability arguments, three sets of Smith & Nephew's 
invalidity contentions, the references upon which Smith & Nephew relied, and the file history of 
the Roos U98 patent (PX 7 at 83-84, 97X46, 290-562.) See Amgen, 314 F.3d at 1357-58 
(affirming finding of no inequitable conduct based on failure to disclose even the existence of 
pending litigation because there was no evidence of intent to deceive). 18 

18 Smith & Nephew's citation of Boehringer Ingelheim Vetmedica, Inc. v, Schering-Plough 
Corp., 68 F. Supp. 2d 508 (D.NX 1999), in support of its assertion that ArthroCare's 
"limited disclosure" of materials from this litigation demonstrates an intent to deceive is 
unavailing. (D.I. 442 at 28.) In that case, the patentee failed "to disclose to the USPO 
anything about the '778 Patent litigation except its mere existence and the fact that some 
of the prior art came from that litigation." 68 F. Supp. 2d at 551. 
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Aeroquip Corp., 733 F.2d 881, 888-89 (Fed. Cir. 1984) (inventor testimony may not be used to 

. elaborate on the actual disclosure of a prior art reference); Transciean Corp. v. Bridewaod Servs., 

Inc., 290 F.3d 1364, 1372 (Fed- Cir. 2002} (same). In addition, the Roos Declaration is 

conclusory, unreliable hearsay. There is no indication, for example, of what definition of 

"electrically conducting fluid" Mr. Roos was using when he described the washing liquid as 

"electrically conducting," or what the washing liquid was. To the extent he used the construction 

of that phrase proposed by Smith & Nephew, "any fluid that allows the passage of electrical 

current, such as blood and saline" (DX 270 at 1 1-12), it would not meet the Court's definition of 

"electrically conducting fluid" on which the jury was instructed. Given its unreliability and lack 

of relevance, the Court excluded the Roos Declaration from use at trial. (D.I. 367 % 9.) 21 

Second, as for intent to deceive, there is no evidence that Messrs. Raffle or Bagade had 

possession of the Roos Declaration during the '536 reexamination. See FMC Corp., 835 F.2d at 

1415. Smith & Nephew's arguments to the contrary are not evidence. 

3. Smith & Nephew's accusations of improper conduct by Examiner 
Mendez, a board of examiners and Mr. Raffle are baseless. 

Smith & Nephew's final inequitable conduct argument with respect to the *536 

reexamination is that "Mr. Raffle may have convinced the Examiner to simply parrot back 

arguments that Mr. Raffle had previously made with respect to the Roos '198 patent during 

prosecution of the '592 patent without performing any independent analysis." (D.I. 442 at 3^1, 

21-22.) This argument is absurd. 



Smith & Nephew's reliance on M.P.E.P. §2258(I)(E) concerning affidavits and 
declarations is misplaced. (D.I. 442 at 24.) First, such affidavits are permitted, not 
required, to be submitted. Second, the M.P.E.P. makes clear that it is the reference, not 
the affidavit, that must form the basis for any rejection. See MJ?.E.P. § 2258(Tj(E) (The 
rejection . . . cannot be based upon the affidavits or declarations as such, but mm< m 
based on the prior art or printed publications."). ; 



First, patent examiners are presumed to iiave performed their duties. See Amge.ii, 314 
. F.3d at 1327 ("We must presume the examiner did his job . . . ."); Northern Telecom, Inc. v. 
Datapoint Corp:, 90S F.2d 931, 939 (Fed. Cin), cert, denied, 498 U.S. 920 (1990) ("It is 
assumed that public officials do their assigned jobs."). With regard to the '536 reexamination in 
particular, Examiner Mendez must have reviewed the Roos '198 patent - the art that formed the 
sole basis of the request for reexamination - to determine whether it raised a substantial new 
question of patentability. See 37 C.F.R. § 1.515(a) ("[A]n examiner will consider the request and 
determine whether or not a substantial new question of patentability ... is raised by . . . the prior 
art cited therein . . . ."); Moliiis, 48 F.3d at 11 84 (assuming, absent proof to the contrary, that 
examiner considered reference submitted in reexamination that examiner had initialed). 

Second, there is absolutely no evidence to support Smith & Nephew's innuendo that Mr. 

Raffle somehow convinced Examiner Mendez to disregard his obligation to do an independent 

analysis of the Roos patent Instead, all of the evidence is to the contrary: 

• Because the Roos '198 patent was the sole basis of the reex animation 
request, the Examiner must have considered it in detenmning initially that 
it raised a substantial new question of patentability. (PX 7 at 5-26, 64-65.) 

On January 20, 2002, Examiner Mendez placed his initials next to the 
Roos '198 patent listed on the reexamination requestor's Form PTO-1449, 
indicating that he had considered the patent. (PX 7 at 66.) 

In the November 1 5, 2002 Office Action, Examiner Mendez confirmed 
that he had indeed done "a complete review of the merits of the Request." 
(PX 7 at 213.) He even stated that he had engaged in "carefulf] 
consideration and review of Roos ' 198." (PX 7 at 214.) 

hi his analysis of the Roos '198 patent, the Examiner added a citation to 
the Roos '667 patent, which demonstrates that he reviewed the documents 
underlying Mr. Raffle's arguments distinguishing the Roos '198 patent 
(Compare DTX 301, A-27 with PX 7 at 219). 

In any event, an examiner's agreement with, and acceptance of, a patentee's position does oat 
constitute inequitable conduct. 
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Tiiird, the November 15, 2002 Office Action states that "[t]he arguments presented in the 
-Request concerning Roos '198 were addressed in a final decision by the examiner of record and 
reviewed by a board of primary examiners tJtat convened to analyze (he decision and make a 
final determination" (PX 7 at 213 (emphasis supplied).) Thus, Smith & Nephew's argument is 
based on the unsupported assumption that Mr. Raffle somehow convinced not only Examiner 
Mendez, but the entire board of examiners, to disregard their responsibilities. 

Fotcrth, there is no evidence that Mr. Raffle intended to deceive Examiner Mendez. At 
trial, Smith & Nephew failed to examine Mr. Raffle regarding its "parroting back" theory. Thus, 
it bases its allegations entirely upon conjecture. See In re Hayes Microcomputer Prods., 982 
F.2d at 1546 ("Conjecture alone is not sufficient to show an intent to deceive to support the 
defense of inequitable conduct"). 22 

In a final attempt to find support for its assertion that Mr. Raffle convinced Examiner 
Mendez to ignore his duties and "parrot back" the '592 file history, Smith & Nephew renews its 
request for leave to take Examiner Mendez's deposition. Such a deposition would be a waste of 
the parties' and the Patent Office's time and resources. Smith & Nephew's ostensible reason for 
deposing Examiner Mendez is to determine what was said in the "offthe-record" conversations 



Smith & Nephew claims that Mr. Raffle had numerous "off-the-record" conversations 
with Examiner Mendez prior to the first office action on the merits in violation of 37 
CF-R. § 1.560(a) and MJ.E.P. 2281. (D.L 442 at 26.) Smith & Nephew also claims 
those discussions were not summarized as required by 37 CFJL § 1.560(b) and 
MJP-E.P. 2281. {Id.) There is no evidence in the record of alleged off-the-record 
conversations. In addition, Mr. Bagade submitted a Written Statement Per 37 C.FJL 
§ 1.560(b) that summarized various communications between the Patent Office and 
Messrs. Raffle and Bagade (PX 7 at 228-230), and there is no evidence that this summary 
is incomplete or inaccurate in any way. In any event, technical violations of Patent 
Office rules do not constitute inequitable conduct. See Nintendo of Am. Inc. vMagnavox 
Co., 707 F. Supp. 717, 729-30 (S.D.N.Y. 1989) (rejecting allegation of inequitable 
conduct based on patentee's interview with examiner before first office action in reissue 
and failure to submit a summary of that interview because "these violations in and of 
themselves do not amount to inequitable conduct sufficient to render the patent invalid*'). 
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between the Examiner and Mr. Raffle. (D.I.-442 at 26.) But there is no evidence of any "off-the- 
. record conversations." On December 16, 2002, Mr. Bagade submitted a Written Statement Per 
37 CJJK- § 1.560(b) that summarized various communications between the Patent Office and 
Messrs. Raffle and Bagade (PX 7 at 228-30), and Examiner Mendez never corrected or 
supplemented the contents of that Statement See M.P.E.P. § 713.04. 

Moreover, given the topics that Smith & Nephew wants to cover during the proposed 
deposition, the questioning will cover areas that are forbidden under M.P.E.P. § 1701.01 and the 
relevant case law. Any inquiry into why Examiner Mendez used the words that he did in 
allowing the claims over the Roos '198 patent, or what facts and arguments formed the basis for 
his decision, would be improper. Those areas necessarily entail investigation into Mr. Mendez's 
understanding of the prior art, reliance on particular facts or arguments, mental processes, 
analyses, or conclusions, each of which is specifically forbidden. See MJP.E.P. § 1701.01. Any 
attempt by Smith & Nephew to disguise such forbidden inquiry into these topics as mere 
investigation of factual matters should be rejected. See Western Elec. Co., Inc. v. Piezo Tech., 
Inc., 860 F.2d 428, 432 (Fed. Cir. 1988) (reversing, as an abuse of discretion, a district court's 
order requiring an examiner to answer questions, including those directed at supporting 
inequitable conduct: "While the questions posed to [the examiner] may in form be deemed to 
satisfy the first portion of the above test, i.e., they are limited to factual matters, we are satisfied 
they fail the second portion, which prohibits inquiry into hypothetical areas or matters relevant to 
the examiner's thought process in arriving at a decision.")- In any event, the trial record is closed 
and the Court has rejected Smith & Nephew's request to re-open it. 
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D. There Is No Evidence That The '882 Patent Was 
Procured Through Inequitable Conduct 

During prosecution of the '882 patent, Mr. Raffle filed a Supplemental Amendment on 

March 25, 1997, that sought to make two changes to the claims of the application - the first to 

change "active electrode" to "electrode terminal" and the second to change "electrically 

conducting liquid" to "electrically conducting fluid." (DTX 306, C-2-C-12). Unfortunately, Mr, 

Raffle made some mistakes in attempting to do so. In application claim 23 (which ultimately 

issued as claim 1), Mr. Raffle changed "active electrode" to "electrode terminal" in three places, 

but mistakenly failed to change it in a fourth place. {Id. at C-3). Also, while Mr. Raffle changed 

"liquid" to "fluid" in one place, he mistakenly changed "liquid" to "terminal" in another. {Id). 

Mr. Raffle made a similar mistake in- application claim 52, changing "active electrode" to 

"electrode terminal" in two places, but mistakenly failing to change it in a third place. {Id, at C- 

6-C-7). 

Mr. Raffle realized that he had made the mistakes in issued claim 1 when he reviewed the 
'882 patent on the day it issued. (Tr. at 1526-27.) The very next day, Mr. Raffle sought to 
correct his mistakes in issued claim 1 by filing a Request for Certificate of Correction. (Tr. at 
1527; DTX 306, C-13-C-15). In that Request, Mr. Raffle explained that when he filed the 
March 25, 1997 Supplemental Amendment, he mistakenly forgot to replace the term "active 
electrode" with "electrode terminal" in one place in application claim 23, and pointed out that 
that failure created a possible antecedent basis problem. (DTX 306, C-13). Mr. Raffle further 
explained that, in application claim 23, he had also mistakenly replaced "liquid" with "terminal'' 
instead of "fluid" as in the rest of claim 23 and in the other claims. {Id. at C-14). 

On review of the Request the Supervisor of Art Unit 3306 (the unit that had examined 
the '882 patent) determined that the changes requested would not constitute new matter, would 
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not require reexamination, and would not materially affect the scope or meaning of the claims 

- allowed by the examiner. (DTX 306, C-16). As a result, the Patent Office issued the Certificate 

of Correction. (DTX 306, C-17). 

At trial, Smith & Nephew argued that the Certificate of Correction was invalid because it 

did not correct a clerical or typographical error. (Tr. at 1651.) At the close of the evidence, the 

jury was instructed that: 

When the patent applicant is the one who — like ArthroCare — made the error, it 
can use a certificate of correction only to correct errors of a clerical or 
typographical nature. An error is clerical or typographical if one of skill in the art 
can tell just from looking at the patent and the prosecution history that there was 
an error and also how that error should be corrected A certificate of correction 
for any other errors is not valid and can be challenged in court. 

(Tr. at 1734.) On May 12, 2003, the jury rendered its verdict, finding that the certificate of 

correction was not invalid. (D.L 405 at 3.) 

Smith & Nephew now argues for the first time that, in obtaining the Certificate of 

Correction, Mr. Raffle committed inequitable conduct by making two affirmative 

misrepresentations and by failing to explain how the so-calied "correction" would broaden the 

claim. (D.I 442 at 4, 28-35.) All of those allegations are premised on Smith & Nephew's 

contention that the "broadening" of claim 1 was improper because the Certificate of Correction 

did not correct clerical or typographical errors. But the jury rejected that contention. In reaching 

its verdict, the jury determined that the Certificate of Correction corrected clerical or 

typographical errors. That finding is binding on the Court See Beacon Tfieatres, Inc. v. 

Westover, 359 U.S. 500, 506-11 (1959) (holding that, pursuant to the Seventh Amendment, a 

court is bound by a jury's prior determination on overlapping issues). For this reason alone, 

Smith & Nephew's inequitable conduct allegations concerning the '882 patent should be 

rejected. 
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Smith & Nephew's first allegation with respect to the £ 882 patent is that Mr. Raffle 
- committed inequitable conduct by falsely asserting, in support of his argument that the changes 
he was seeking in the Request for Certificate of Correction involved only correction of 
typographical errors, that "[applicant amended all of the claims to replace the term 'active 
electrode 1 with 'electrode terminal "' (D.I. 442 at 29.) Mr. Raffle testified at trial that, in the 
March 25, 1997 Supplemental Amendment, he "wanted to replace active electrode with electrode 
terminal in all the claims." (Tr. at 1524.) Indeed, Mr. Raffle replaced "active electrode" with 
"electrode terminal" 17 of the 19 times that term appeared in the pending claims, including three 
times in application claim 23 and twice in application claim 52. (DTX 306, C-2-C-12). That he 
inadvertently failed to replace "active electrode" once in each of application claims 23 and 52 
was a simple mistake - not wrongful conduct that can form the basts for a charge of inequitable 
conduct (DTX 306, C-3, C-6-C-7). 23 Moreover, changing "active electrode" to "electrode 
terminal" cannot be material because the '882 patent, the Court's claim construction, the 
testimony at trial, and the jury instructions demonstrate that the terms are used interchangeably - 
"electrode terminal means one or more active electrodes." (D.L 353 at 3; Tr. at 1 1 12-13; Tr. at 
1719.) 

In addition, there is no evidence of intent to deceive. As the Request and trial testimony 
make clear, Mr. Raffle was simply trying to correct typographical errors made in the 
Supplemental Amendment: "It must have been a typo or an error that happened. It was a 
mistake. I just missed it." (Tr. at 1525; DTX 306, C-13). Smith & Nephew's assertion that Mr. 

13 Smith & Nephew's citation to General Electro Music Corp, v. Samick Music Corp., 19 
F.3d 1405 (Fed. Cir. 1994), is inapposite. (DX 442 at 36.) The false statement in that 
case was in support of a petition to make special, which requires a "sworn statement that 
the applicant has made a careful and thorough search" of all the prior art. Moreover, the 
jury found that the applicant's statement was "material and intentionally false." Id. at 
141 1, 1408. In contrast, the jury here found a clerical or typographical error. 
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is presumed valid - the Patent Office reviewed the Request and determined that the changes 
- would not constitute new matter, would not require reexamination, and would not materially 
affect the scope or meaning of the claims allowed by the examiner. (DTX 306, C- 16). Smith & 
Nephew's theory must he rejected because it presumes its conclusion - that the Certificate is 
invalid 

There is no evidence whatsoever that Mr. Raffle acted with intent to deceive. Mr. Raffle 

admitted that he made the minor mistakes that Smith & Nephew now alleges constitute 

inequitable conduct (Tr. at 1525-26.) But those typos, errors, and mistakes demonstrate, at 

worst, sloppiness, not inequitable conduct. The requirement that intent to deceive be proved by 

clear and convincing evidence exists, at least in part, to prevent the distortion by infringers of 

routine prosecution mistakes - like Mr. Raffle's - into inequitable conduct See Northern 

Telecom, 908 F.2d at 939 ("Given the ease with which a relatively routine act of patent 

prosecution can be portrayed as intended to mislead or deceive, clear and convincing evidence oi 

conduct sufficient to support an inference of culpable intent is required."). 

HI. SMITH & NEPHEW'S ALLEGATIONS OF INFECTIOUS 
UNENFORCEABILITY ARE LEGALLY AND FACTUALLY 
B ASELESS. 

Smith & Nephew asserts - for the first time after trial - that the alleged ineqtiiabk 
conduct in each of the patents-in-suit renders the others unenforceable through the doctrine of 
infectious unenforceability. (D.I. 442 at 36-40.) 

While charges of inequitable conduct are disfavored by this Court, "charges of 'infectious 
inequitable conduct 5 [are disfavored] even more so." Eaton, 2003 WL 179992, at *l. As an 
initial matter, an accused infringer asserting infectious unenforceability must prove "ineqi>' : v 
conduct sufficient to hold at least one patent unenforceable before [the court will] cons'nWt} 



whether to hold an entire group of related patents unenforceable." Speedplay, Inc. v. Bebop 7hc. 5 
211 F3d 1245, 1259 (Fed. Cir. 2000) (rejecting infectious unenforceability claim). If that 
threshold is met, "the moving party must [then] demonstrate an 'immediate and necessary 
relation' between the alleged inequitable conduct and enforcement of the related patents." 
Ronald A Katz Tech. Licensing, L.P. v. Verizon Communications Inc., Civ. A. No. 01-5627, 
2002 WL 1565483, at *2 (EJ3. Pa. July 16, 2002). Under that standard, Smith & Nephew's 
infectious unenforceability arguments must fail as a matter of law. 

". Smith & Nephew has not established an "immediate and necessary relation" between the 
alleged inequitable conduct with respect to any patent and enforcement of any other patent. 
Smith & Nephew's assertion that because the patents are related, have the same inventors, relate 
to the same technology, have been licensed together, were asserted in this litigation, have similar 
prior art references, and share common claim terras they should be unenforceable (D.I. 442 at 
37) is without support See Semiconductor Energy Lab Co., Ltd. v. Samsung Elecs. Co., 4 F. 
Supp. 2d 477, 493 (E.D. Va. 1998) (observing that "no Federal Circuit decision has applied the 
infectious unenforceability doctrine based solely upon" the facts that the patents "have a 
common inventor, common owner, similar prior art references, and similar subject matter"), 
ajjTd, 204 F.3d 1368 (Fed. Cir. 2000); Baxter Int't, Inc. v. McGaw, Inc., 149 F.3d 1321, 1332 
(Fed. Cir. 1998) (reversing a finding of infectious unenforceability even though patents in 
question issued from a common application); Ronald A. Katz, 2002 WL 1565483, at *2 ("mere 
relatedness of subject matter" is insufficient to establish the relationship necessary to prove 
infectious unenforceability). 24 

24 The only case upon which Smith & Nephew relies, Consolidated Aluminum Corp. v. 
Foseco Intt Ltd., 910 F.2d 804 (Fed. Cir. 1990) (DJ. 442 at 36-37), is readily 
distinguishable. There, the patentee intentionally withheld the best mode of practicing the 
invention claimed in one of the patents-m-suit, instead disclosing a fictitious, inoperable 
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In addition, Smith & Nephew's allegations of inequitable conduct do not rise to the level 

of unconscionability. In Ristvedt-Johnsan, Inc. v. Brandt, Inc., 805 F- Supp. 549, 556 (N.D. 111. 

1992), the court stated that "acts warranting application of the [infectious unenforceability] 

defense must rise to the level of unconscionability," and noted that in three cases where 

infectious unenforceability had been found, the patentees had obtained the respective patents 

through "brib[ing] a witness to suppress evidence, cornrnirtjrag] a perjurious act, and deliberately 

disclosing] a fictitious inoperable mode to practice a patent in suit" None of the alleged 

inequitable conduct of which ArthroCare is accused rises to the level of unconscionability. Id 

("[The accused infringer's] allegations - garden-variety inequitable conduct without blatant 

willful fraud - do not rise to the level of unconscionability that calls into question the integrity of 

the court. Thus, even assuming the truth of [the accused irdtinger's] allegations about the 

[various] patents, [the patentee's] alleged conduct would not support an unclean hands defense 

against [the relevant] patents."). 

A. ArthroCare's Alleged Conduct During The '592 
Prosecution Cauuot Render The '882 Or '536 Patents 
Unenforceable. 



Smith & Nephew's first argument is that ArthroCare's alleged inequitable conduct with 
respect to the '592 patent renders the '882 and '536 patents unenforceable because the alleged 



mode. Id. at 807-09. The patentee then filed other applications (which ultimately issued 
as the other patents-in-suit) that disclosed the previously withheld best mode, and relied 
on the disclosure of that best mode to establish the patentability of those later 
applications. Id. at 811-12. Because the patentee's failure to disclose the best mode in 
the earlier patent formed the basis for its successful arguments in prosecuting the later 
patents, the Federal Circuit found that the patentee's conduct "permeated the prosecution 
of the patents-in-suit" and established the "immediate and necessary relation" required to 
find infectious unenforceability. Id. at 812. Here, by contrast, Smith & Nephew has not 
even alleged such a relation between the alleged inequitable conduct and the sought after 
enforcement of the other patents-in-suiL For example, Smith & Nephew does not even 
try to explain - because it cannot - how the alleged failure to disclose its 2003 summary 
judgment briefs during the '536 reexamination could have any effect on the '882 patent 
that issued more than five years before the briefs were written. 



irrelevant to the '592 and '882 patents because those patents were not the subject of that 



- reexamination. 

C- ArthroCare's Alleged Conduct During The ( 882 
Prosecution Cannot Reader The '592 Or '536 Patents 
Unenforceable. , 

Smith & Nephew's final argument is that ArthroCare's conduct with respect to the s 882 

certificate of correction infects the '592 and '536 patents because all three patents use the terms 

"active electrode" and "electrode terminal" (D.I. 442 at 39.) That argument makes no sense. 

Smith & Nephew has cited no authority to support its assertion that patents can fae held 

infectiously unenforceable merely because they use common claim terms. Moreover, there is ao 

basis whatsoever to allege that conduct with respect to a certificate of correction for one patent 

infects any other patent 



There is no evidence - much less clear and convincing evidence — to support Smith & 
Nephew's inequitable conduct claims. Accordingly, ArthroCare respectfully requests thai the 
Court enter judgment of no inequitable conduct. 



CONCLUSION 
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Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

The references cited on attached form PTO-144 9 are being 
called to the attention of the Examiner. Copies of articles and 
foreign patents and applications are enclosed herewith. Copies of t'he 
U.S. patents can be found in parent Application No. 08/795 , 686 filed 
February 5, 1997. 

Applicant also brings the following information and list of 
materials to the attention of the Examiner. On February 13, 1998 , 
ArthroCare Corporation filed a lawsuit in the United States District 
Caurt for the Northern District of California against defendants 
Ethicon, Inc., Mitek Surgical Products, Inc., and Gynecare, Inc. 
alleging infringement of U.S. Patent Nos. 5,697,909, 5,697,536, 
5,697,281, and 5,697,882 {the "patents-in-suit") . The case was 
assigned Case No, C98-00609 WHO. The litigation terminated in June 
1S99, with the defendants taking a license from ArthroCare under the 
patents-in-suit. The defendants have paid ArthroCare a license fee, 
and will pay ongoing royalties on sales in the United States of 
certain arthroscopy and gynecology products covered by these patents . 
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Very recently, and after the litigation terminated, 
applicants were apprised by a third party of section 2001.06 (d at the 
Manual of Patent Examining Procedure ("MPEP") with respect to the 
prosecution of applications for patents other than those at issue in 
the litigation and that were pending before the litigation was 
commenced, namely, U.S. Application Nos. 06/807,111 (now U.S. Patent 
No. 5,831,095}, 08/766,382 (now U.S. Patent No. 5,663,199), and 
08/760,766 (now U.S. Patent No.. 5,766,153). 

Having considered MPEP section 2001.06(c) following receipt 
of the correspondence from the third party. Applicant does not believe 
that MPEP section 2001.06(c) requires the disclosure of the above- 
described litigation or any materials related to that litigation lis 
the present application. Applicant further does not believe that ^PEP 
section 2001.06(c) required such disclosure in connection with any 
other applications that were pending after the -litigation commenced. 
Among other things, the subject matter (i.e. the inventions recited in 
the claims) of this application and the other pending applications was 
not at issue in the litigation. 

Nevertheless, applicant did bring the above-described 
litigation to the attention of Examiner Mendez during the prosecution 
of at least U.S. Application Nos. 08/807,111 (now U.S. Patent No. 
5,891,095), 08/766,382 (now U.S. Patent No. 5,688,198), and 
08/795,686 (now U.S. Patent No. 5,871,469), during a telephone - 
conference relating to those applications. Applicant also submitted 
the prior art that was principally relied on by the defendants in the 
litigation to Examiner Mendez during the prosecution of U.S. 
Application Nos. 08/807,111 (now U.S. Patent No. 5,891,095), 
08/766,382 (now U.S. Patent No. 5,868,198), and 06/795, 666 (now V. S 
Patent No. 5,871,469) - Indeed, Applicant withdrew one of thone 
pending applications, U.S. Application No. 08/807, 111 from allowance 
to provide Examiner Mendez with the opportunity to consider those 
references. Applicant has already submitted that prior art in 
connection with the present application for the Examiner's 
consideration. 

In addition. Applicant provides the following list of 
materials from the litigation that reflect, defendants' and 
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ArthroCare's primary arguments relating to issues of validity and 
. enforceability. 

1. ArthroCare's Complaint For Patent Infringement Of U.S. Letters 
Patent Nos. 5,697,909; 5,697,281,- 5,697,88,2; and 5, 697, 536 filed 
February 13, 1998; ^ 

2. Plaintiff ArthroCare's Motion For Preliminary Injunction Against 
Defendant Ethicon and Mitek, filed March 10, 1998. 

3. Answer and Counterclaim Of Defendants Ethicon, Inc., Mitek Surgical 
Products, Inc., and Gynecare, Inc., filed April 6, 1998; 

4. Plaintiff ArthroCare's Motion To Strike Affirmative Defenses And To 
Strike Defendants' Counterclaim In Part Or, In The Alternative, For 
a More Definite Statement, filed April 17, 1998; 

■ 5. Defendants' Opposition To ArthroCare's Motion To Strike Affirmative 
Defenses And To Strike Defendants' Counterclaim In Part Or, In The 
Alternative For A More Definite Statement And Points And 
Authorities In Support Of Conditional Motion To File An Amended 
Answer and Counterclaim, filed May 7, 1998; 

6. ArthroCare's Reply In Support: of Motion To Strike Affirmative 
Defenses And To Strike Defendants' Counterclaim In Part Or, In The 
Alternative, For A More Definite Statement, filed May 14, 1998; 

7. Memorandum Decision : And Order Regarding ArthroCare's Motion To 
Strike And Defendants' Motion For Leave To File An Amended Answer" 
And Counterclaim, issued June 5, 1998; 

3. Amended Answer And Counterclaim of Defendants Ethicon, Inc., Mitek 
Surgical Products, Inc., and Gynecare, Inc., filed June 22, 1998; 

9 . ArthroCare's Reply to Defendants* Amended Counterclaim, filed July 
6, 1998; 

10 . ArthroCare's Initial Disclosure Of Asserted Claims Pursuant To 
Local Rule 16-7, served March 30, 1998; 

11. Defendants' Initial Disclosure of Prior Art Pursuant To Local Rule" 
16-7, served May 26, 1998; 

12. Plaintiff ArthroCare's Corporation's Opening Claim Construction 
Brief, filed May 11, 1998; 

13. Ethicon, Inc ; 's Claim Construction Brief, filed May 22, 1998; 

14. Joint Claim Construction Statement Pursuant To' Civil Local Rule 16- 
11(b) (1) For Claim Construction Hearing, filed May 29, 199B; 
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15 . Plaintiff ArthroCare's Corporation's Reply To Defendants' Claim 
Construction Brief, filed Hay 29, 1998; 

16 . Memorandum Decision And Order Regarding Claim Construction, issued 
July 6, 1998; 

17 . Defendants' Petition For Permission To Appeal Pursuant To 28 U.S.C. 

§ 1292(b) filed with the U.S. Court, of Appeals for the Federal 
Circuit on July 16, 1998; 

18. Plaintiff 'a Answer To Defendants' petition For Permission To Appeal 
Pursuant "To 28 U.S.C. § 1292(b) , filed July 23, 1998,- 

19. Federal Circuit's Order On Petition For Permission To Appeal, 
issued August 20, 1998; 

20. Summary Of Defendant Ethicon's Opposition To Plaintiff ArthroCare's 
Motion For Preliminary Injunction, filed July 23, 199S; 

21. Ethicon's Opposition To Plaintiff ArthfoCare's Motion For 
Preliminary Injunction, filed July 23, 1998; 

2 2. Declaration Of John R. LaCourse In Opposition To ArthroCare's 
Motion For Preliminary Injunction, filed July 23, 1998; 

23. Declaration Of Robert D. Tucker Piled In Support Of Ethicon's 
Opposition To ArthroCare's Motion For Preliminary Injunction, filed 
July 23, 1998; 

24 . Declaration Of Robert A. Armitage,' Esq., Filed In Support Of 
Ethicon's Opposition To ArthroCare's Motion For Preliminary 
Injunction , filed July 23, 1998; 

25 . Supplemental Declaration Of Robert-A. Armitage, Esq., In Support of 
Ethicon's Opposition To Plaintiff ArthroCare's Motion For 
Preliminary Injunction, filed August- A, 1998; 

2 6. ArthroCare's Reply Memorandum In Support Of Motion For. Preliminary 
Injunction, filed August 6, 1998; 

27. Declaration Of James Doss In Support Of ArthroCare's Motion For 
Preliminary Injunction, filed August 6," 1998; 

2 a. Reply Declaration Of Philip E. Eggers In Support Of ArthroCare's 
Motion For Preliminary Injunction, filed August 6, 1998; 

29. Reply Declaration Of John T. Raffle In Support Of ArthroCare's 
Motion For Preliminary Injunction, filed August 6, 1998; 

30. Ethicon's Supplemental Opposition To Plaintiff ArthroCare's Motion 
For Preliminary Injunction, filed September 3, 1998. 
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31 -Supplemental Declaration Of Robert D. Tucker, Ph.D. M.D., Filed In 

Support Of Ethicon' s Opposition To ArthroCare's Motion For 

Preliminary Injunction, filed September 3, 1998; 
32 .Supplemental Declaration Of John R. LaCourse, Ph.D., Filed In V 

Support Of Ethicon' s Opposition To ArthroCare's Motion For 

Preliminary Injunction, filed September 3, 1998; 

33 . Direct Examination Of Robert D. Tucker, Ph.D., M.D., Filed In 
Support Of Ethicon' s "Opposition To ArthroCare's Motion For 
Preliminary Injunction; filed September 3, 1998; 

34. Direct Examination of Robert A. Arraitage, Esq., Filed In Support Of 
Ethicon' s Opposition To ArthroCare's Motion For Preliminary 
Injunction, filed. September 3, 1998; 

35. Direct Examination of John R. LaCourse, Ph.D., Filed In Support *of 
Ethicon' s Opposition To ArthroCare's Motion For Preliminary 
Injunction, filed September 3, 1998; 

3 6. ArthroCare's Supplemental Memorandum In Response To The 

. Supplemental Declaration Of Robert A. . Armitage, filed September 3, 
1998; ■ . 

37. Direct Testimony Of John T. Raffle In Support Of ArthroCare's 
Motion For Preliminary Injunction, filed September 3, 1998; 

38. Direct Testimony Of Philip E. Eggers In Support Of ArthroCare's 
Motion For Preliminary Injunction, filed September 3, 1998; 

39 -Joint Statement Regarding Differences Between The Two Translations 
Of The Elsasser And Roas Article Proffered By Defendants, filed 
September 22, 1998,- 

40. Memorandum Decision And Order Regarding Preliminary Injunction 
Motion, issued December 2, 1998; 

41. Ethicon' s Response To ArthroCare's First Set of Interrogatories To 
Defendant Ethicon, served November 6, 199B; 

42. Plaintiff ArthroCare's Response To Defendant Gynecare, Inc.'s First 
Set Of Interrogatories, served November 10, 1998; 

43. Plaintiff ArthroCare's Response To Mitek's First Set Of 
Interrogatories, served November 10, 1998; 

44. Plaintiff ArthroCare's Response To Defendant Ethicon, Inc.'s First 
Set of Interrogatories, served November 10, 1998? 

4 5. Plaintiff ArthroCare's Objections And Responses To Defendants' 
First Set Of Requests For Admissions, served January 4, 1999; 
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46. Plaintiff ArthroCare's Objections and Responses To Defendant 
Gynecare, Inc.'s Second Set Of Interrogatories, served January 4, 
1999; ' ■ 

47. plaintiff ArthroCare's Supplemental Objections and Responses to 
Defendants' Request For Admission No. 36, served January 5, 1999; 

48 -Expert Witness Report of John R. LaCourae, served January 8, 1999, 

4 9. - Expert Witness Report of Robert D. Tucker, served January 8, 1999; 

50. Expert Witness Report of David J. Paring, served January 8, 1999; 

51. Expert Witness Report of Robert A. Arm! t age, Esq., served January 
8, 1999; , 

52. Expert Witness Report of Massoud Motamedi, Ph.D., served January 8,, 
• 1399.- - . _ . ... 

53. Expert Witness Report of Ashley J. Welch, Ph.D., served January ?, 
1999; 

54 . Responsive Expert Report of Leslie A. Geddes, Ph.D., served January 
29, 1999; 

55. Responsive Expert Report of Donald W. Banner served January 29, 
1999; . . 

55 .Supplemental Expert Report of David J- Parins served February 9, 
• 19S9; 

57. Ethicon's Motion For Summary Judgment Of Invalidity For Failure To 
Satisfy The Requirements of 35 U.S.C. S§ 102-103, filed March 5, 
1999; 

58. Joint Statement Of Uncontested Facts In Support Of Ethicon's Motion 
For Partial Summary Judgment Of Invalidity Under 35 U.S.C, §§ 102 
and 103, filed March 5, 1999; 

59. Plaintiff ArthroCare's Opposition To Defendants' Motion For Summary 
Judgment Of Invalidity Under 35 U.S.C. SS 102-103, filed March 18. 
1999; 

60. Ethicon's Reply Memorandum In Support Of Motion Far Summary 
Judgment Of Invalidity Under 35 U.S.C. §5 102 and 103, filed March 
25, 1999; 

61. Ethicon's Motion For Partial Summary Judgment Of Invalidity For 
Failure To Satisfy The Requirements of 35 U.S.C. § 112, filed Ma.^ch 
5, 1999; 
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62. Joint Statement Of Uncontested Facta In Support of Ethicon's Motion 
Far Partial Summary Judgment For Invalidity For Failure To Satisfy 
The Requirements Of 35 U.S.C. S 112, filed March 5, 1999; 

63. Plaintiff ArthroCare' s' Opposition To Defendants' Motion Far Partial 
Summary Judgment Of Invalidity For Failure To Satisfy The 
Requirements Of 35 U.S.C. S 112, filed March 18, 1999; 

64. Ethicon's Reply Memorandum In Support Of Motion For Partial Summary 
Judgment Of Invalidity For Failure To Satisfy The Requirements Of 
35 U.S.C. § 112 . filed March 25, 1999; - 

S5 -Declaration af Leslie A. Geddes, Ph.D., In Support of ArthroCare's 
Oppositions To Defendants Motions For Partial Summary Judgment, 
filed March 18, 1999; 

66. Plaintiff ArthroCare's Motion For Partial Summary Judgment That. 
Claims Are Not Anticipated Or Rendered Obvious By Certain 
References, filed March 5, 1999; 

67. Ethicon's Opposition To ArthroCare's Motion For Partial Summary 
Judgment That Claims Are Not Anticipated Or Rendered Obvious By 

, Certain References, filed March IB, 1999; 

68. ArthroCare's Reply Brief ■ In Support Of ArthroCare's Motion For 
Partial Summary Judgment That Claims Are Not Anticipated Or 
Rendered Obvious By Certain References, filed March 25, 1999; 

69. Plaintiff ArthroCare's Motion For Partial Summary Judgment Of No 
Inequitable Conduct Or, Alternatively, For Bifurcation, filed March 
S, 1999; 

70. Joint Statement Of Undisputed Facts In Support Of ArthroCare's 
Motion ; For Partial Summary Judgment Of No Inequitable Conduct Or, 
Alternatively, For Bifurcation, filed March 5, 1999; 

71. Ethicon's Opposition Of Plaintiff ArthroCare's Motion For Partial 
- Summary Judgment Of No Inequitable Conduct Or Alternatively For 

Bifurcation, filed March 18, 1999; 

72. Declaration of Robert A. Armitage, Esq., In Support Of Defendant 
Ethicon, Inc. 'a Opposition To ArthroCare's Motion For Summary 
Judgment, filed March 18 , 1999; 

73. Plaintiff ArthroCare's Reply Brief In Support Of Its Motion For 
Partial Summary Judgment Of No Inequitable Conduct Or, 
Alternatively, For Bifurcation, filed March 25, 1999; 
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74. Plaintiff ArthroCare's Motion For Partial Summary Judgment That 
Defendants Cannot Prevail On Their Enablement And Written 
Description Defenses As To Certain Claims, filed March 5, 1.999; 

75. Joint Statement Of Undisputed Facts In Support Of ArthroCare's 
Motion For Partial Summary Judgment That Defendants Cannot Prevail 
Under Enablement And Written Description Defenses As To Certain 
Claims, filed March S, 1999; 

76. Ethicon's Opposition To ArthroCare's Motion For Partial Summary 
Judgment That Defendants Cannot Prevail On Their Enablement And 
Written Description Defenses As To Certain Claims, filed March 18, 
1999; 

77 . ArthroCare's Reply Brief In Support of ArthroCare' s -Motion Far 
Partial Summary Judgment That Defendants Cannot Prevail On Theit 
Enablement And Written Description Defenses As To Certain Claims, 
filed March 25,. 1999; 

78. Defendants' Trial Brief On The Issues Of. Unenforceability And 
Invalidity Under 35 U.S.C. SS 102, 103, and 112, filed March 29, 
1999; • - • 

79. Plaintiff ArthroCare's Trial Brief Re; Validity and Enforceability 
Of The Patents~In-Suit, filed April 7, 1999; 

80. Defendants' Notice Of Prior Art Pursuant To 35 U.S.C. § 282, filed 
April 9, 1999; . 

81. April 26, 1999 Letter From Defendants To The Court Regarding 
Additional Claim Construction Issues; 

82. Joint Proposed Jury Instructions For Claims 46, SS, 5B, 59, 61, and 
62 of U.S. Patent No. 5,697.536; 

83. April 30, 1999 Letter From ArthroCare To The Court Regarding 
Additional Claim Construction Issues; 

84. Expedited Motion Of Plaintiff ArthroCare Corporation Regarding 
Joint Jury Instructions, filed May 13, 1999; 

In addition to the above-listed materials, there are 
numerous other papers that were filed with the Court .in connection 
with the above -referenced litigation. Furthermore, depositions were 
taken of numerous witnesses regarding validity and anforceabilitv 
issues. If the Examiner desires, Applicant will submit any or ail of. 
the listed material, the other papers filed with the court, and/ur 
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transcripts of depositions to the Examiner for consideration. 
Applicant will also provide any additional information that the 
Examiner desires about the litigation or the materials described 
herein. 

Applicant respectfully requests that the Examiner advise 
Applicant in writing whether he wishes any additional information 
about the litigation or any of the litigation-related materials 
described herein or wishes Applicant to submit any materials to the 
Examiner, for consideration. 

The following is a list of co-pending applications, 
including this application, relating to the technology covered by this 
application: ' 



Applic. ft 
08/7S1, 096 
08/562,332 
08/942,580 
08/942,579 
08/970,239 
08/970,242 
08/874,173 
09/026,852 
09/041,934 
09/258, 516 
09/098,205 
09/134,542 
09/177,861 
09/2S2,281 
09/314,247 
09/273,612 
09/360,075 
09/010,382 
09/197,013 
09/330,275 
09/372,454 
09/089,012 
09/313,955 
09/162,117 
09/293,231 
09/083,526 
09/074,020 
09/268,616 
09/181,936 
09/345,665 
09/026,698 
09/316,472 



Filing Pate 


Applic- # 


Filing Date 


12/05/96 


09/183,838 


10/30/98 


11/22/95 


09/002,254 - 


. 12/31/97 


10/02/97 


69/054,660 


. 04/03/98 


10/02/97 • 


09/338,842 ' 


06/23/99 


11/14/97 


09/347,390 


07/06/99. 


11/14/97 


09/062,869 


04/20/98 


06/13/97 


09/354,335 


07/16/99 


02/20/98 


09/002,315 


01/02/98 


03/13/98 


09/083,533 


05/22/98 


02/26/99 


09/109,219 


06/30/98 


07/27/96 


09/058,571 


04/10/98 


08/13/98 


09/357,774 


07/21/99 


10/23/98 


09/357,778 


07/21/99 


03/04/S9 


09/032,375 


02/27/98 


05/18/99 


09/058,336 


04/10/98 


03/22/99 


09/248,763 


02/12/99 


07/23/99 


09/314,611 


05/19/99 


01/21/98 


OS/361,674 


07/27/99 


11/20/98 


08/977,845 


11/25/97 


06/11/99 


09/313^956 


OS/18/99 


08/11/99 


08/978,340 


11/25/97 


06/02/98 


09/313,957 


05/18/99 


05/18/99 


09/162,110 


09/28/9B 


09/28/98 


09/205,640 


12/03/98 


04/16/99 


08/990.374 


12/15/97 


05/22/98 


09/054,323 


04/02/98 


05/06/98 


09/136,079 


08/18/98 


03/15/99 


09/295,687 


04/21/99 


10/28/98 


09/026,851 


02/20/98 


06/30/99 


09/345,400 


07/01/99 


02/20/38 


09/130,804 


08/07/96 


05/21/99 
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It is respect fully requested that the cited information be 
expressly considered during the prosecution of this application, and 
the references be made of 'record therein and appear among the 
"references cited" on any patent to issue therefrom. 

Applicant believes that no fee is required for submission of 
this statement, since it is being submitted prior to the first Office 
Action. 

Respectfully submitted, 

John T. | Raffle / / 
Reg. No! 38,5851 y 
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Office Action Summary 



Mil! 



gj Responsive to communicationfsl filed on Jan 31. 2000 ■ . 

□ This action is FINAL. 

Q Since this application is in condition for allowance except tor formal matters, prosecution as to the merits b closed 

in accordance with the practice under Be parte Gcray/e. 1935 CD. 1 1: 453 0:6. 213. 
A shortened statutory period (or response to this action is set to expire 3 rnomh(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period tor response will cause the 
application to become abandoned. (3S U.S.C. 5 133|. Extensions of time may be obtained under the provisions of 
37CFHT.136IaJ. 

Disposition of Claims . 

Kl CJatmlsJ 80. 81, and 8 3-153 . is/arc pending in the application. 

Of the above, dalm|s] 103-137 is/are withdrawn from consideration. 

□ Claim(s| ; is/are allowed. 

D3 Claimlsl 80, 81. 83-85. 87-W2,aod 138-153 is/are rejected. 

IS Claim Is) 36 Is/are objected to. 

O Claims ._ are subject to restriction or election requirement. 

Application Papers . ' 

O See the attached Notice of Oraftspetson's Patent Drawing Review. PTQ-948. 
O The.drawirigfsl filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on ' is Qpproved disapproved. 

□ The specification is objected to by the Examiner. 

O The oath or declaration is objected to by the Examiner. 

Prioiiiy under 35 U.S.C. 5 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C 5 1 19|a)-|dj. 

□ All O Some* ONone of the CERTIFIED copies of the priority documents have been 
- □ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau IPCT Role 17.2l.al}. 

"Certified copies not received: . . . 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. 5 I19lej- 

Artaclimends} 

O Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1 449. Paper Nofsl. i 
G Interview Summary. PTO-413 

□ Notice of Draftsperson's Patent Orawing Review, PTO-948 

□ Nolice ol Informal Patent Application, PTO-1 52 



- S££ OfFiCE ACTION ON TH£ FOLLOWING PAGES — - 
PT 0-326 [Reu. 9-3S] C Office Action Summary Part of Paper No. TO 
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Claims 103-137 stand withdrawn from further consideration by the examiner, 37 
CFR J.H2(b) as being drawn to a non-elected invention. Election was made without traverse in 
Paper "No. 6. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims partir.ulaily pointing out and 
distinctly claiming the subject matter u<hieh the applicant regards as his invention. 

Claims 90-92, 102, and 138-1 59 are rejected under 35 U.S.C. 1 12. second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject mailer which 
applicant regards as the invention. Claim 90 - "ihe probe" in tine. 3 lacks antecedent basis. Claim 
102 -"the electrically conducting fluid" lades antecedent basis. Claim 138 - "the electrode, 
terminal" in lines 7 and 8 lacks antecedent basis. Claims MI. 143, 144, 146-148, 150-152, and 
157-159 - "the electrode terminal" lacks antecedent basis. Claim 159 -the probe and its recited 
elements lack antecedent basis. 

The fallowing is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

0>) the invention was patented or described in o printed publication in (bis or a foreign country or in public ttsc or 
oo sale in this country, more than one year prior la die date of application for patent in the United Stales. 

(e) the invention was described in i potent granted on an application for patent by another filed in the United 
Slates before the imcrtliort Ihereorby ibc applicant for patent, or on an intemauonal application by Mother who 
has fulfilled Ihe requirements of paragraphs (t). CO. *nd (4) of section 37IOof litis title before the 'invention 
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Claims 80, 81, 83-85. 89, 90, 92, 98-100, 138-143, 148. ISO. and 1 56- 158 are rejected • 
under 35 U.S.C. 102(b) as being clearly anticipated by Roos {4, 1 16,198). The device includes a 
spaced return electrode as shown by Figure I. A washing fluid passes through the axial lumen of 
the device. Since the return electrode is removed from the body structure, a conductive fluid must 
complete the current flow pa(h. 

Claims 80, 81, 83-85, 87, 89, 90, 92, 94-96, 98-102, 138-143, 145, 147. 148, 150, 
152-154, and 156-159 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by Muiier 
et al (5,609.151). Applicant's attention is directed to embodiment disclosed in Figures 3 and 4 as 
detailed at column 6, lines 1 7-59. Electrodes 202 and 216-may be used in conjunction with one 
another which would space the ring electrode 216 from the electrode terminal 202. 

- The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically diadosed or described as set forth in 
section 102 of this lille. if the differences between the subject matter sought to be patented and the prior art are 
such thai the subject matter us 3 whole would hove been obvious al the time the invention was mnde to a person 
having ordinary skill in the art to whicb said subject matter pertains. Patentabuity shall not be negatived by the 
manner in which the invention was made. 

Claims 87 and 145 are rejected under 35 U.S.C. 103(a) as being unpatentable Roos in 
view of Muiier el al (5,609.151). The particular fluid for similar methodology is taught by Muiier 
el al. Accordingly, it would have been within the level of skill of the artisan to select isotonic 
saline to optimize performing the treatment. 

Claims 88; 93, 146, and 15] are rejected under 35 U.S.C. 103(a) as being unpatentable 
Hoos/Mutier et al in view of Baker (5,5 14. 130). Controlling current flow based upon impedance 
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Of temperature is taught by Bakef. Accordingly, it would have been within the level of skill of the 
artisan to control the current to optimize performing the treatment in light of this teaching. 

Claims 9] and 149 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roos 
or Mulier et at. The particular voltage would have been within the level of skill of the artisan to 
select to optimize performing the treatment. 

Claims 97 and 155 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roos 
or Mulier et al. The particular material would have been within the level of skill of Ibe artisan to 
select to optimize performing the treatment 

Claim 86 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independentform including all of the limitations of the base claim and any 
intervening claims. 

Claim 144 would be allowable if rewritten to overcome the rejections) under 35 
U.S.C. 1 12, 2 Ki paragraph, set forth in this Office action and to include all of the limitations of the 
base claim and any intervening claims. 

Any inquiry concerning this communication should be directed to Lee S. Cohen at 
telephone number (703) 308-2998. 




Lee Cohen 
Primary Examiner 
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Attorney Docket No. A-2-2 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re application of: 

PHIUP E_ EGGERS et al., ) Examiner: L. Cohen 

Application No.: 09/098.205 ) Art Unit: 3739 

Filed: July 27, 1998 



For SYSTEMS AND METHODS FOR 
ELECTROSURGICAL TISSUE 
TREATMENT IN CONDUCTIVE FLUID 



AMENDMENT 



Assistant Commissioner for Patents 
Washington, D.C. '20231 



In response to the Office Action mailed February 29, 2000, please amend the 
above-identified application as follows. 



IN T HE CLA IMS: 
■ / 

Please cancel claim 159 and amend claims 90, 102, 138, 141, 143, 144, 
146-148, 150-152, 157 and 158 as follows: 

— 5££ : 

<- 90. (Twice Amended) The method of claim 80, wherein the active return 

electrode is located on a distal end of an instrument shaft, further comprising an insulating 
matrix on the [prdbe] in strument shaft between the return electrode and the active electrode 
[terminal], the insulating matrix comprising an inorganic material. 
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Jj^1y2. (Twice Amended) The method of claim 99 wherein the return 
electrode is an outer luhutar member defining an axial passage between the outer surface of the 
^ probe and the inneV surface of the outer tubular member, the delivering step including directing 
the electrically [conttoaing] conductive fluid through the axial passage to the distal end of the 
probe over the acu*ve\ elearode (terminal}. 



■ JPj/™- ' (Amended) A Method for applying electrical energy to a target site oh a 
body structure on or wiihip a patient's body, the method comprising: 

contacting an active electrode with the body structure in the presence of an 
f ^ electrically conductive fluid; 

spacing a return electrode away from the body structure in the presence of the 
electrically conductive fluid; and 

applying a high frequency voltage difference between the active electrode 
[terminal] and the return electrode such that an electrical current flows from the active 
electrode [terminal], through the electrically conductive fluid, and to the return elect rode. 



v ^f/L-M^- (Amended) The method of claim iSfffuriher comprising immersing the 

target site within a volume of the electrically conductive fluid and positioning the return 
electrode within the volume of electrically conductive fluid to generate a current flow path 
between the active electrode [terminal] and the return electrode. 



~ y) — 

JtfS. (Amended) The method of claim 138 wherein the active electrode 
[terminal] comprises a single active electrode disposed near the distal end of an instrument 

shaft. , : - 

444. (Amended) The method of claim m wherein the active electrode 
[terminal] includes an array of electrically isolated electrode terminals disposed near the distal 
end of an instrument shaft_ 



"4 
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(Amended) The method of claim \2& including independently controlling 
current flow to the active electrode [terminal} based on electrical impedance between the active 
electrode [terminal] and the return electrode. 



t 



(Amended) The method of claim 1>8 wherein the return electrode is 
spaced from the active electrode [terminal] such that when the active electrode [terminal] is 
brought adjacent a tissue structure immersed in. electrically conductive fluid, the return 
electrode is spaced from the tissue structure and the electrically conductive fluid completes a 
conduction path between the active electrode [terminal] and the return electrode. 

14$. (Amended) The method of claim lpfl, .wherein the return electrode is 
located on a distal end of a probe, further comprising an insulating matrix at the distal tip of 
the probe between the return electrode and the active electrode [terminal], the insulating matrix 
comprising an inorganic material. . 



*j : ^3 = : : 

% jpCC (Amended) The method of claim pSTurther comprising applying a" 
sufficient voltage difference between the return electrode and the active electrode [terminal] to 
effect the electrical breakdown of tissue in the immediate vicinity of the active electrode 
[terminal]. 

¥ 2? 

Ipi. (Amended) The method of claim pSiurther comprising measuring the 
temperature at the target site and limiting power delivery to the active electrode [terminal] if 
the measured temperature exceeds a threshold value. 

f. V 

i^2. (Amended) The method of claim \]& further comprising applying a 
sufficient high frequency voltage difference to vaporize the electrically conductive fluid in a 
thin layer over at least a portion of the active electrode [terminal] and to induce the discharge 
__of energy to the target site in contact with the vapor layer. 
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(Amended) The method of claim 138 wherein the active electrode 
(lenninal] is located on ihe distal end of a probe, and wherein the delivering step comprises 
supplying the electrically conductive fluid to a proximal end of an axial lumeu within the probe 
and directing the fliid through a distal end of the axial lumen to the active electrode [terminal!. 

158. (Amended) The method of claim 138 further including positioning a distal 
end of a fluid supply shaft adjacent the active electrode [terminal], ihe delivering step 
comprising directing Ute electrically conductive fluid through an inner lumen in (he fluid 
supply shaft that is electrically connected to the return electrode and discharging the fluid 
through an open distal eild of ihe supply shaft towards the active electrode [terminal]. 



REMARKS 

Claims 80, 81 and 83--158 are pending. Applicant has canceled claim 159 and 
amended claims 90, 102, 138, 141. 143, 144, 146-148; 150452, 157 and 158 to address the 
Examiner' s U2 rejections on page 3 of the Office Action. 

The majority of the claims stand rejected as being anticipated by Roos and 
Mulier. Applicant disagrees with these rejections- The instant application discloses and 
claims, in part, novel methods for performing, and systems used to perform, electrosurgery in 
the presence of electrically conductive fluid. For example, in perforating electrosurgery 
according to the method of claim 80, the active and return electrodes of the instrument are both 
positioned near a tissue site in the presence of electrically conductive fluid, such as isotonic 
saline or Ringer's lactate. The return electrode is spaced away from the tissue such that 
electric current flows from the active electrode, through the conductive fluid, to the return 
electrode. 

Independent claims 80 and 138 each require that the return electrode be spaced 
from the tissue. Mulier does not disclose or suggest this feature. Mulier discloses a 
monopolar electrosurgery device that requires a return pad attached to the patient' s skin- 
Thus, the return electrode is always in contact with the tissue. Both electrodes 202 and 216 of 
the Mulier device are active electrodes that provide lesions in the tissue. Return electrodes ate 
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not used to create lesions in tissue. Electrical current does not flow from electrode 202 to 216. 
Rather, the current flows from either, or both, electrodefs) 202, 216 to a return pad electrode 
(not shown). 

Moreover, Mulier does not disciose that the conductive fluid creates a 
conductive path between the active and return electrodes. As discussed above, the return 
electrode in the Mulier device is a dispersive return pad placed on the outer surface of the 
patient" s skin. The conductive fluid in Mulier is used to expand the size of the lesion by 
spreading the effective area of the electrical current across a wider area (col. 2, lines 10-12). 
With acdve electrode 202, the conductive fluid helps create a helical ablation zone because it 
spreads the current density from the tip of the active electrode 202 to a wider zone. This 
ablation zone would not be created in such a fashion if electrode 216 were acting as a return 
elecrrode. Likewise, with active electrode 216. the conductive fluid creates a conductive path 
to the tissue, and helps create a conical ablation zone. Again, this conical ablation zone would 
not be "created if the current were (lowing from electrode 216 to electrode 202. 

' In light of the above, applicant requests that the Examiner withdraw the. 
rejections over the Mulier reference. . - 

Turning to Roos, independent claims SO and 13S each require that both the 
active and return electrodes be operated in the presence of "electrically conductive fluid" 
during electrosurgery. Because the Roos '198 Patent does not disclose the use of electrically 
conductive fluid with any devices disclosed therein, it cannot anticipate any of the claims of 
this application. 

The Roos '198 Patent never describes the use of "electrically conductive fluid" 
during electrosurgery. The Roos '198 Patent only discloses the use of an unspecified "washing 
liquid" that flows through the endoscope that houses the treatment and neutral electrodes. See 
Roos '198 Patent at 4:51-57, Fig. 1. The Roos *198 Patent does not state thai the "washing 
liquid' that is supplied to the region of the surgical site is electrically conductive fluid. This 
omission is significant, because numerous non-conductive washing liquids, such as distilled 
water, glycine, sorbitol, and the like, have been used in electrosurgery and are still in use 
today. See, ej^., U.S. Patent No. 4,936,301 to Rexroth. ei al. at 1:62-64 and 2:4-7. 
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In fact, the Roos * 19& specification makes clear that tire "washing liquid" 
delivered to the surgicat site in the Roos ' 198 Patent is not electrically conductive. The Roos 
" 198 Patent states at column 6, lines 51-53 that "the neutral electrode 1 1 in the form of a steel 
band rests on the tissue in large area form, so that good electrical contact is ensured. * If the 
"washing liquid" were electrically conductive, there would be no need for the neutral electrode 
to rest on the tissue in large area form to ensure good electrical contact: electrical contact 
between the neutral electrode and the cutting electrode would be ensured by the "washing 
liquid" itself. The statement in the Roos '198 Patent that tissue contact with the neutral 
electrode is needed io ensure electrical contact plainly shows that the "washing liquid" 
described in the Roos '198 Patent couid not have been electrically conductive. - 

A later-issued patent to die same named inventor, U.S. Patent No. 4,706,667 
("the Roos '667 Patent") to Roos. demonstrates unequivocally that the "washing liquid" 
disclosed ia the Roos '198 Patent was not electrically conductive. Applicant has enclosed a 
copy of the Roos '667 patent for the convenience of the Examiner. The Roos '198 Patent 
claims priority.to German Patent Application No. 2521719 ("German Patent Application"), 
The Roos '667 Patent explains at column i lines 14-29 that the device described in the Get man 
Patent Application (and thus in the Roos '198 Patent) did not work to cut tissue because fhz 
medium in contact with the electrodes was not electrically conductive; 

In a known elcctto-surgicaf high frequency cutting instrument of this kind (DE- 
OS No. 2521 719) the neutral electrode is admittedly arranged in the immediate 
vicinity of the cutting electrode, it is however so separated from the tissue by a 
plastic cover, or by its arrangement in an endoscope, that it can only enter into 
electrical contact with the c uttin g electrode electrolytica l ly via the secretion 
which is present during the cutting process . As a result, it is difficult to 
maintain the current 'in t ensity required for trouble free cutting in a required 
precisely defined manner at the cutting electrode . Thas, if the power setting at 
the r.f. generator is too high, burns can result or, if the power setting is loo 
low. then a poor cut or indeed injury occurs because the tissue to be cut sticks 
to the cutting electrode as a result of coagulation processes. 
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According to the Roos '667 Patent, the device disclosed in (he parent application to the Roos 
'198 Patent {and thus in the Roos ' 198 Patent iiseJf) did not work because there was • 
insufficient electrical contact between the neutral and cutting electrodes to cut tissue, even 
though the electrodes were in the "immediate vicinity" of one another. If the Roos '198 Patent 
had delivered electrically conducting fluid to the tissue site, such as isotonic saline, then the 
Roos '667 Patent surely would not have stated, as it did, that the cuniiag and neuiral electrodes 
"only enter into electrical contact" with each other "via the secretion which is present during 
the cutting process." If Roos '198 had delivered electrically conducting fluid to the tissue site, 
there would have been an electrical connection between the cutting and neutral electrodes by 
virtue of the electrically conducting fluid itself, regardless of whether bodily secretions were 
present. Plainly, Roos * 198 used non-conducting "washing liquid" and attempted to rely on 
bodily secretions from the cutting process to make the non-conductive hashing liquid" more 
conductive. According to the Roos '667 Patent, these secretions did not make the non- 
conductive "washing liquid" electrically conductive. . 

Significantly, the Roos '667 Patent did not solve the electrical contact problem 
described in the Roos '198 Patent by introducing electrically conducting fluid to the tissue site. 
Rather, the Roos '667 Patent solved the problem of poor conductivity by disclosing a device 
in which both the cutting and neutral electrodes were in physical contact with the tissue so that 
current could flow from the cutting electrode, through the tissue, and to the return electrode, 
not through electrically conducting fluid: 

The instrument is first of all placed in accordance with FIG. 1 onto the tissue 16 
which is to be separated by means of a cut, with a concave ring-like contact 
surface 14 being formed between the tissue 16 and the neutral electrode 11 and 
with a very small funnel-like contact surface 15 being formed between the tip of 
the cutting electrode 12 and the tissue 16. If the r.f. generator is now switched 
on then an r.f. current indicated by the current lines 28 flows between the 
cutting electrode 12 and the neutral electrode 1 1. 
Because the Roos '198 Patent does not disclose or enable electrosurgical ablation in the 
presence of electrically conductive fluid, it cannot anticipate claims containing such an 
element. PPG Indus., Inc. v. Guardian Indus. Corp., 75 F.3d 1558, 1566 (Fed. Cir. 1996) 
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("To anticipate a claim, a reference must disclose every element of ihe challenged claim and 
enable one skilled in die an ta make the anticipating subject matter."}. 



Examiner has any questions or concerns regarding this matter, please call the undersigned at 



In light of the above, applicant requests that the Examiner withdraw the 



rejections over Roos. 



Applicant believes (hat all claims are in condition for allowance. If the 



. 408-736-0224. 
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{408) 736-0224. 
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1 2 

the en tin; loduige raresl a led off TO Use poinlt -where 
W-ECTRO - SUBCICAI. DEVICE the opentni h b contact wilt the endencupe IcuJing lo 

BACKGROUND OF THE OTVENTION • ] \ " tTJTrZ^^^^ ^ 
The invcntMD rdilct to u ckclja-juipcal device" 1 - Neutral electrode bolatkat from earth potential caa- 
with an inmiaied cable whkh etc be passed throuih an '■' Of* prevent the passage of the leakage current! to tbe 
cadoacope. to which eta be connected tbe pole'of ' operator. At tbe aetKral electrode acta at n opposite 
b'th frequency generator, uid pole being audited pole to tie cutting orcotjuiatSoa electrode berween tbe 
6ura earth potential sod tm *boat cid ftcing the bod J ' patient Kid the uflW Operating tible.it h cspacirivtly 
cjvity « pradtiod • timll-are, litMmeal tJectrode pro- 10 connected to cuth potcntat Thntjore, the cutting , 



Boded ft} the odker fxjie a/ Ac bifh frcqnercy le»cr»Iof operator Urjely 

whfch n rmflUted frmo earth potential a loci » wnj of tbe Wakxgr c=s 

that doe to the ttttji Carrot dena/ty b tbe tm o( Ac IS fa} thetneasares 
treatment dtxtradc, t gene ri boo of beat takes place 



e earthed Since, in ear ease, the 
rria the earth potential, the passage 
nt to the operator caannt be avoided 



BWfiF SUMMARY. OF THE INVENTION 




the: cerefhrs sad (he 

According to the invention. tbi» problem ia solved ki 
thai the large-area neotral electrode a anured in the 

us of 15 with the other pole of the high frequency generatw by 
raw of an maslated cable winch can aba be puacd 
through the e ndoacope. In tha way, poteattal eornpeo- 
satioo lde» place in ■ spatially very narrowly defined 
BMtkii ear mi a fed via an etribtd r>™trd electrtxio t>» Kxxv Both tha treatment electrode, preferably 
tbcowhatal and vbasparliag bait or catting taop well » structcd ai a earring loop and the aeutrd electrode 
ioR;l*cd idariro to tbe omei shaft of the endoscope oa capy wa potrnbal to earth. 1 ratsgr carmrt doc* not - 
fta other to tha opgrttrng.area fat eoagnlanon pmpoacs flow to the emto ac e ipa shaft either frtxn the high frc- 
in thecaae of hoatarhagei. Doc lo the rotative! y small qaency lead to the Utrtnient electrode or from the lead 
am «f the ccttiaj loop cctaparrd to the. area of the to the oeatnl etectiDOe. Due to the euatiat cap id- 
neutral electrode appfccd'erteraally to tfan p«taear*t 35 tance, leafage amenta only Bow bcWcm the leads, Inst 
body * very bi{h ennest dcaaity occur* n tbe area of tboe do sot have any eilrm a l eSecn. 
the cxtting loop which remltl b heat jcnerarioD m the Hawrver, dae to the snaJl-aro cotmroctioo nf the 
" acceili tbrovgh tr e a toroi electrode, a latb coneat dapaty U obtained 
ml of tile Ibot, which b adtqaate for oV 



a the neutrai electrode arranged in the - 



endoacope » to* la <n%s T "encj o coadactor aod ia kaulaaed tehtrive to the endoacope. 

cwiyait; lead and the rcniinhn tacial f*r» of ttx eodo- Thna, tbe two high firpqucocy leada for tbe treatitaart 
aoocv ixraUtd Oanefrota are aa aoadl cxpw^Un^ and oestra] electrode form i — ~ -■• - - • • -» 
of r mtf*n- H - «xe c»h* betweca tbeae costal part*. whuat taUna ap only a tr 
Tin, to « ccrtaia eotcal, tbe eodcacope Ibtia i crpaci- »Jr»ply paaaed throajh tbe 
tor via which put of the applied opacity fjr^away a. » optical and 




endoacope abaft. A father, attfl Urjcr pornea of the 
WW capadty flowi from the c*ttio« fcwp tbe mptod. 
w^bfaa w^c dhxedy to the exlal part, of the cn«k>- Acco . 
Knpe »i»rl leered ia the watbina walo flow and from 35 dactor of Uie coarial cable at the fiuat pmjeca aijave 
there to tbe CMfrtM* aKac - Thtn. rmxiatrollnble dec- the abadd ud ai thai point pawea imo the treatment 
trical iw&iom m the aieiirJ DM* raeapng with (be etectrodc. It ia tberebj particQUrff advantiarom tf the 
cadoacope and the aanfai dbJribotina of Io»xk*ati iludd b coortmoed at • rigid »kcvc and in a way 

" ~'- - " - thai the beattaaa electrode can be moved backward* 

m woi (brwarek rektfvc W tbe endoacope via the coand 
cable- Time, in thltembodbbeal, the coaiial Caile at the 
woe time fans die ttppocl and operattn $ axmbcr for 




The relatiVdy large neotnl tfcetrode ia advaat*. 

dor- 15 jcowlj directly Tiled to tbe coaot) cable lladd. In ihil 
be moantcd rcEjbly and 



ocr. IT tbe endoacope 
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AdvinUrcoiBly, die oeatrtj electrode b constructed Ikmrd tart the fllBmioilion, vision ind wishing opav 

js in tlongaled tncttl itcri tSghlly curved jbcut the lioiu rrt iwl impiircd by (be endoscope, 

txideecnpe ihrft ta4 extending an o tter ode over the Advrntrgroraiy, the lerdi rrc iodxxtruely ccwciled 

ccwul able. - to the high, frequency generator, whereby jdvajil*- 

Attnnfing to > farther adrtnotgroca embodiment. > torn***, » ciprcnor for frtcrjng am tow freqaiscy 

the endoKOpt hw • pUltk: ntecioo tltendinr: over » volUgc parri™ a preferrbly provided ia one ie*<t 

small portion only of is [icnpbcY, whereby ihe (reel- This. » rdvmureoui suoct ■voidj fmirdic dTcctt in 

mail dccJrodc cw V tnovod baclwinh »»i fawrti "he mnaiUr ryrlcra of the imiml. 

beserth the raid eitanrM. Ton ptrttic crtenrnr kM A crpraW u appropriately connected in parefte) So 

thejdvMUgcth.tttew.uhin Squid ca be ulk&ao- » the ootptd windier of ihe umimiuer wbieh with <Hc 

lily guided rnd which b not In be Uened cm be indortor of ^ UOtr fo ™ ^ "^B* 1 " 11 * circuit **** 
kepi »w»y from the In 



N OF THE DRAWINGS 
Other pod father object! of the proem taremku 



rrlilivr (o ihe caiotenfx ca the tmide of the ate 
Theneainlcfcctrodcbl Ihco prefcfmbly connect*: 
the high neouescy fornix by is tmabted 

Kcund in the eHtotcape, U tfci. erne, cmty the other *» ** W 1 ** 1 fan the fotlnwiet doenpuo. urni 

ouodbclar with ta Imulntion r»d tiemaent ekrtrode a " cf«mirdMnWnuedb« (he aocoopuying dn win|p 
Ulktlv mnrrblt 20 which, by vrry of jflattmioa show [referred ccobocS- 

Accord*.,, to . prrticuirdy preferred ernjnfirnent. »^*J k « P™ - inV ^ J ^i jHj^f 

- Other enbodhm* of the Uvcnaao embodying ibe 
' IS urn or tqinUent pdocipfcj ouy be ned end Kroc 
tl>«J chm|a K»y be if doiird by tbo»c sl;»Vxl n 

ran] ting from the biforcrtioo, whereby «t the » 



inop formal! the trabneat dectnxic. 
IT the tntont electrode it nod far 



, » PKJ. * « Khtmttfe. |.__. . , 
™" view of Ihe feat tad of u eadotoope cqoTpped wttfi 
the clcetTO«jrpcd device «ocofr£nfl to the bvcniixi 

fTO-Jmj^^i^vhrwof.fmrllwciil.^ 
the dectlOH»ir»icil device wDcnrt£> 4 to the inueti(i.>^ 
* < S2l J5 V^lfcradV)«x^iajiou«n^lhew>e. 

« of die dectro-mrpcjl 

ciwe'lt »b« i batrceled, b« It eitcnrfj oory tojurt m '" "" " " 

front of the oettnd electrode. _ _ PKX 4 * icbrautk CircmK dUfrna of the dcclm-» 




FIGS, 7 aad I m perspective view tod *a *wl K 
if •» fhedecreeof 4 i of« further •dv<ae*ceo«t enhodhocat 
I, r»y tk=irol fcmj of FKJ. 9 » jahemalic ekemi dkpia of » idioVwal. 



^dca^hjfcnn.oftheopcrifiiajione 

u »dvmitMeoo»ry irihwocrd If the qcjui»1 eSectroie » 

tmrLKirLct St A diftftaxrc froo die tod of [he shield. . Accordh^; to PIQ. 1, n eotfcacopc U ■ unj Pn»- 

Accordaj to • ftrtner adtruUfroa ewhodtnenl, Ycrta&a UmVtidxxai m«aci by I Bbte optial 1-nK 

the neutntl electrode cosjprwa two pertixJ efccUoda n, which fa ipKed id*aVc to the uda of the radf- 

k (ke cSrectka of th. k»p 4w»y 6w« the «pc U '» «ch • w,y thxt w«hkig bcjuiJ Cm p«v. 

. .»* .:_ _ a r kj u H . n-i <J . -» . i .i / . _ i ... -•• • 



tr^dooo.otewi^wtalroe.lhethiAfai.the |b» ibe aid werd« cl u eketrc^sujicJ trestatst 
locp. At the fowl ud ror wd» the iheet. prefenbry dcrioe. 

have rounded portjoxt Accardioj to Ihe Utrstioo, tba dcctro-*jrr>^ I 

A>ire^oftfKth<foJaea»»tiiJctkw, theOpoUor trettmeol device r nmorwe* » coeorJ able tt wilhc^ 
c« rrii»kry raid* the eakwropo by pi»cil» the iSdo (fj netrflk: tUeU M toi u inner ccodaelor 1* unit) 
H»x iW prujecaottt an Ibc ui then be ictooved- hnuuH totethcr with (he Hue optiol tr ncrj 17. ln-dc 
At it koowr. the endowope a opcrrtcct in «jch t wry ihe netrffic ihrfl of the ewiwcDpe U, (he iJield >'» 
tb^ tho Ccttilf loop M moved forwrr* relrirvc to the covered ia ncr rhcrwn memer with ea innbrlor 

■ Uw iod Jhea aktwly Ktnett**, H.ifaow. J> the cue of the cooxtrwdioa ofnOS.1 
■ renaved by the hr»lk: f at Ihe (I pad 1 



ncmill electrode ire ipproprirtrly » thrped *nd port- decrrotfc IX which in & 
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Lit fire visibility for the Operator Wi the fibre optical 7be cotntntctJon of FIG 3 ii particoltriy *>d] jtritol 

jyaieaa IT. to die arrangement of i reiilivdy Urge *ra neutral 

Tbeoppocile tlcctrak: for lie cuttig dcrturie U u efeetrode 11 which appropriately eitetdJ be! worn Ac 

formed by i uuml electrode 11 bed a decfricaSy shfctdj 14 of the iw bmd» of the bifurcaiioo 20, 

conductive manner to ikield 14 lad which a carved J befai tightly beat about the eadotmpe ifitft. A] the 

jittacwhst about the atdencope ihtft, hnvfag > rcctta- end. the nentraJ electrode 11 hu projectors 2J whiJt 

pd«r.efoa«ued form tboam fa FIG. L Inner coaiac- »rc xcartly placed around (he iMddj 14 for securing 

tor IS tod ihield U «re oxmecied, « Jxwm in PIG. * ncotraJ electrode* 11 and for Cttpplyfaf the nine with 

to the tTrcpolej erf ■ high heqiracy generator IS wbkh volute. The metal ibceting Conning tin: oeutril eie£- 

arc pot at eirth potential. - 10 Itode JumJuneooJly cautractioaaay jtiiforeo the 

At the front etwt of the mettl ilu/l cf the eadatcope bi/Wtion 24, » that the jindince af the treatment 

a i faeit * pUflic eueyiua IS, wfci± n ewunded and efceonde U by the operator k aided. Ai h known, lie 

eateadj in the manner ibawn it Hfl. 1, ml m >ot to movement of the dectro-nspod device In the 

impair ttocnioa. for ample isto the uethn. As the <t*eaian trf the doubtc trrow/l*ia place by opcr.Ui j 

pUni: alcmi«. I* a mi i*»Utin S bod,, the iKgt-urai " « pitoWii: handle on eidcaaopc 13, not jhnwn m (he 



vniK^Kriieizxafcded PIO. 3 wbert the neutral electrode > hnjlcn 

■CB-ridearvktheihield I* 0 * 1 Wh. which fa the icpre- 

2> tested mumer are aoldera] or welded lo the thlelda 1* 
»a*»»rBa|iolhefa- i» «■* * way that the partial tfcetroder extend fa ihe 
ventk*. » high freoneoc* field » cmly fanned between *~!^^r^ & ^^ tt ^T^ poIt ^ 24 
shield 14 tod caaer conda&ar 14, at wet] At between « piwded «t holh eodc. The panul dtctnodet 11a. 
_B«tra] electrode 11 «*» tr=«a«rt eleeaode » - » „ I "'^ 1 ^ ,h,,J ^ 1^ ^ ^ 

V r^^t^euaeateoDduefioo throt^he tk^e fltdTl ^^^^^^t^^^ 
mad tfcroe iBdC a trae resfaxor B U alao owceiwhle 1 "^^d-Tha pot oaly aaa * tduble jniiWe af 

Ibc wpt^y to cnatrxl scar.J ekrfrodc 11 ind the X ^^t^^LZ^T """ ,rc 
^^e^r^^J^^'bfa^eT: ^^-« - farther .dw*^ et.b^, 

patEMMaadl(a R plva<>a a diyl«a> M fiaa>canA Meowed fteTh^Tfrern^^eDe^S^t^gk 
^Tel'ik^ K c^^t in te«t 1. i. a^. f,. fi>,„ the e^Stacoye. A* the front end .aceo.ivdy ^_ 

ooo^eted M . Jtrel t»nd_Tht c^ttiai loop 13 a eke- 
u»ik dfcctj m the *iaoiUr fynera the p-acot A n tridfly omdatiivdy cozBcrtei »ih the Wr eood*-, 
lor It, (nt at the other end ■ ooh/ filed to the oaeluna 
nrroondiMt the condoctcr 14. Coovendy, the Med 
Uad 1Z. w»c»e ibapt it dinihr Uj the cnVUi loop (2, a 




With the fajaer eoodc 

ed lo the btoltlioiof 
It Sbicc, aecordi&t to the hnca- 



ietia» the loop C ia the dfccrricjn of arrow 



At a iwsbof tha autracboa acoordioj to the fa- 

vraboo. the ktfcace cwraet only tknr betvren Sacs , . 

H If and therefore do not reach the netat than of Vjop. 

t»io»rrjf- LJ. TJw, Krjcr crtnejt eWitiej tocii »> »n* M fa. 

ocoauy fo. ckaoe tepuaikat at coeffcaioo ooiy (icao removed bj the loop. The arutjil deMrode U ia 

oecar tattaVk the ctdcacopc in the" operati»« area. tVe f «m of lU HwJ t«»d rt»t. oo tbc ibrae b Urj^ 

Thorcfbra, the daoarr of heads, ouaade thededred .„„ ton*. » that (ood eketrkal contact a oaarcd. 

mi, at wdl M borta to the operator it reS»brjr avoidocL HQ. i ihowt re oriboeSiacal which b rahcaiitUlly 

HQ- 3 »»owt i paricahuiy ttruUjaw raborS- 35 the unve «■ FIG. 5. whereby however, a baWattd 

ttm of <tx Aactrt>*avnl device aeeswdmi tithe oauUcaMe, Jaoalar toFIGS.3 and3*a»W. The »ne 

iavaitjao in -arfjKh Vxi lie atoer OTodaclor 1* *»d the ioao 12 a oooc tglia Hxcd to the biaer ooodwaurl Id, 

2*. I. the awae way. the whihu tbe aetdral coodoetor tlkhaadfomis raxW 

cr the lUcSl 14 U hifttrcatecL icely »ecwrd to rnte^aio.i If eloaiiaOty eo^r^tod 

. UifurenicE b advDt^oxpJy « w.lJi tbe rtdckt 14. 

ootained by a wdded join at poo* 31 indicated by a to the cavhodameat accords* lo FIOS. 7 and t. the 



Af t nnaJt of lk btfttrcatwn *bavm ia FKJ- 3, a tiu. tUachcd thrrtto at the from b cocscrucled m tin 

.catfiog loop O can be arraared fa the thtnra mancr neutral dectrade 11 To that cad. the font portion a 

fcctweea the Iw taper pjadncaoo 1< cinrnann g at the C3 eltelricaly batairted relative to Ok tat portion or the 

t:«L [f (V iroraient efcetrode * *) be l»ed fi» cfmguav- fixjat-fjrtod coanectioo &om eadcacope U by la iaecr- 

tiaa. a rotgnlirjoa aparting Ifcaate provided on tteallateiy noerted htndatinr rint 3t The aitt^g ioop 

loop 12. Br " ' "' ■ ■ - 
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7 8 

11 in ooe of the ihavr-daaibel mmwu. In thr. pjctat 3. The cnmbirotion iccordint to cUim X wherein 

etnootfimoit. two lexh H pirn oitirirds frcta line cy- uid ilueldm; mora m ctmrtracied u t rigid jlceve in 

Endriol ncutrtl electrode It, which U 2} Me coinbited which stk) tre»tme*t tlectrtttlc h tdmpttd In be moved 

to fcratitogk cable, Wing W the tei/ cudofenda- b*ei wtd forth fdwfve ta «W endmcope body through 
■arope 11 The ncolrj clecUode 11 u n cmneel cd vii 5 ukj comdJ cable meant 

further mwJilcd ahlc 14 to the bitfilnqoaxy gaxn- 4. The cotnboMtb* trardint; to ebon 2. ^Ektoii 

tor 13 not shown b FIGS. 7 wd t. ' uVl ocuutl tkctnjie i filed direttiy tu 

It a alia ioipotunt in the a , - L 1 '■ ~ r - 

FTGS.7 •* 




- FIG. J thavn. u tMmtmtl device 3J, by wm of 
which * caaveouant high (ircqsency rorgjexj »pp»ntm 
15* with to arrival batpm lomlftil to be tn*de noble 
for the paipata of the inventkra. The •ddkiorj] device 



cted to ibc high fmjuoncr, wppntm Ulmit 15 . . 

I transformer 33 wilt pwxOeUxwoeaerf a- j~Sdb ™ „ 
14 (or tout| to the re**** Iretn^tffte 



ft w»y thrf the 

^vda^tcf 

Via I c*p*dtoc3t, tie otttpflt winding of tmofonoer 
25 a tfpfod to the two ootpm* tennmut of tfet •ddj- 
tfcoddence U. where the le*d»H 




» dtbn I, . w h erein 
and ncotral electrode to tud 
it a tnaabtcd p 

h not Sauted to Ibc exabodtraerUi do- 40 I 1 ^ cmbtnttia. acrjon&r (0 dttul 2, wherein 
:_i ..it h« • Wmxuwinn >] lHj! Old of 
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Claims 103- 137 stand withdrawn from farther consideration by the examiner, 37 
CFR 1.142(b) as being drawn to a non-elected invention. Election" was made without traverse m 
Paper No. 6. These daims should be cancelled. 

The fallowing is a quotatioo of the second paragraph of 35 U.S.C. 1 12: 




Claim 90-92, 102, and 156-153 are rejected under 35 U.S.C. 112, second paragraph, 43 
being indefinite for failing to particularly point out and distinctly claim the subject matter whicb 
applicant regards as die invention. Claim 90 - "the active return electrode" in fines 1-2 and "the 
active electrode" in line 3 lade antecedent basis. Claim 1 02 - "the active electrode" laefcs 
antecedent basis. Claim 156 - "the electrode terminal" lacks antecedent basis. Claims 1 57 and 1 58 
- "the delivering step" fades antecedent hasis. Claim 159 -the probe and its recited elements lack 
antecedent basis. 

Claims 80, U, 83-89, 93-101, and 138-155 are allowed. 

Claims 90-92, 102, and 156-158 would be allowable tf rewritten or amended to overcame 
the rejecrioofs) under 35 U.S.C- 112, V* paragraph, set forth in this Office action. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
poGcy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period far reply to this final action is set to expire THREE 
MONTHS from the miffing date of this actioa In the event a first reply is Hed within TWO 
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MONTHS of the maifing date of this final action and the advisory action is not mailed until after 

the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 

will expire on the date the advisory action is mailed, and any extension fee pursuant la 37 

CFR 1.136(a) will be calculated from (he maffing dale of the advisory action. In no event, 

however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 

of this final action. , ( 

Any inquiry concerning this communication should be directed to Lee S. Cohen at 

telephone number (703) 308-2998. * ^^^J^^^J^^^^ 

DwCohan 
Primary Ewmirter 
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STATEMENT OF NEW QUESTION OF PATENTABILITY 
I- Patent: and Claims for whi ch Re examination is Requested 

Reexamination under 35 U.S.C. §§302-307 and 37 CFR §1.510 is 
requested of ELS. Patent No. 5,697,536 which issued on December 
16, 1997 to Eggers et al'., and is assigned to Arthracare 
Corporation /hereinafter "the Eggers l 536 Patent") . Reexamination 
is requested of claims 1-3, 14, 16, 22, 27, 30, 33, 38, 41-48, 
55, 57, 60 S 63, in view-of U.S. Patent Ho. 4,116,198 to Roos 
(hereinafter "the Roos '198 Patent") . It is noted that the Roos 
'198 Patent was nit before the Examiner during the prosecution of 

& £ the Eggers "536 Patent. ' ;. 

^ ---- II. Statement of Substantial New Question of Patentability - 
l r A. ' Overview 

~ £ The Eggers *53 6. Patent is direpted to devices employing high 

!* N * . 

* , frequency voltage to cut and. ablate tissue. {Eggers *536 1:19- 
" K ' 

n U- ' - 

™ £~ The Eggers r 536 Patent discloses and claims electrosurgical 

- ,.- f devices that are designed and intended to be used in conductive 

fluids such as isotonic saline. The electrosurgical device 

generally includes a current supplying radio frequency generator; 

an active electrode, or an electrode terminal, mounted near the 

tip of a surgical probe; a return electrode positioned rearward 

of and in a spaced apart condition from said active electrode; an 

insulator separating the active and return electrodes; and, an 



t 



electrically conducting fluid path in electrical contact with the 
active and return electrodes. 

B. Subject Hatter of Claims 1-3, 14, 16, 22, 27, 30, 33^ 

38, 41-4Q, 55, 57, 6Q & 63 
The independent claims are claims 1, 45 and 63. 
Each of the independent claims is directed to an 
"electrosurgical system." The statement of intended purpose in 
the preamble of claim 1 is one of "use, " namely "for use with a 
high frequency power supply and" an electrically conducting fluid 
supply" (Id., 15:6-7)/ whereas the statement of intended- purpose 
g l ^ in both claims 45 and 63 include the following functional 
£j gl language: "for applying electrical energy to a target site _an a 
« structure within or on a patient's body" (Id-, 18:13-15, 20:8- 
^ 10} l . With respect to the preambles, it' is further noted that 



j.j Reexam requestor respectfully- asserts- that the preamble language at: 

!ii f- ^ J - aijM 1* 45 and M is » ot limiting. The Court of Customs • and Patent Appeals, 

.*. predecessor to the Court of Appeals for the Federal Circuit, In Kropa v. 
^ Rohie , 187 F.2d 150, 88 USPQ 478 (CCPA 1951) reviewed 37 of its own prior 
w ^- decisions, 27 of which held that the preamble was not a limitation. -The CCPA 
i3 W distilled the following synthesis from the cases; 

W [Tlhe preamble has been denied ibe effect of a limitation where the 

Claim or count was drawn to a structure and the portion of the claim 
following the preamble was s self-contained description of the stroctoee 
not depending for completeness upon the Introductory clause; or where 
the claim or count was drawn to a product and the introductory clause 
merely recited a property inherent in the old composition defined by the 
remaining part of the claim. In those cases, the claim or count apart 
from the introductory clause completely defined the subject matter, and 
the "preamble merely -stated a purpose or intended use of that subject 

(Id. at 152). 

The CAFC provide a' noteworthy analysis in C.R. Bard inc. 



Inc. <Sfl USFQ 1225,-1230 (Fed.Clr. 19981,. one directly applicable to claim 1 of 
the Eggers *536 Patent, wherein the preamble of claim 21 of the Bard *056 
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electrode is adapted for said purpose. The fluid delivery element 
defines a fluid path which, is in electrical contact with the 
. . return electrode and the electrode terminal. The fluid path has 
an inlet adapted to be fluidly coupled to the fluid supply for 
directing fluid along the fluid path to generate a current flow 
path between the return electrode and electrode terminal (i.e.,. 
conductively link the passive and active electrodes using a 
conductive fluid] . * 
The recited elements of the claim 45 * system" for applying 
electrical energy include a high frequency power supply, an - 

^ -.. electrosurgical probe, a return electrode, and an electrically 

O -p m ........ 

*3 « conducting fluid supply for directing fluid so as to generate a 

f° current flow path between the return electrode and the electrode 
* r * )j ' ' ' " 

*3 1'. terminal. In contradistinction to claim 1, claim 45 positively 

** f: ' - 

f t recites the power and fluid supplies in the body of the claim as 

[ij f w opposed to in the preamble as noted hereinabove. Both the probe 

and the return electrode are as recited in claim' 1, with the 

q -i ■ 

' ^ functional terms "for" and "adapted to" eliminated, " as the power 
supply -is positively recited in claim 45. 

The first eleven (11) .lines of claim 63 read verbatim as 
claim 45. Thereafter, claim 63, as claim 45, requires an ■ 
electrically conducting fluid supply, however claim 63 further 
requires a fluid delivery element. The fluid delivery element 
defines a fluid path electrically coupled to the electrode 
terminal for directing "electrically conductive fluid to a target 
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*3 



site and the electrode terminal. 

Claims 2, 3, 14, 16, 22", 27, 30, 33, 38, and 41-44 of the? 
Eggers *536 Patent, directly or indirectly depend from. claim 1. 
Each will be taken, up seriatim. 

Claim 2 of the Eggers '536 Patent depends from claim 1, and 
requires that the passive or return electrode form a portion of 
the shaft of the probe. 

Claim 3 of the Eggers *536 Patent depends from- claim 2, and 
requires that the ""electrosurgical system" further include an 
insulating raember circumscribing the. passive electrode, the 
passive electrode being spaced from the electrode terminal so to 
minimize. direct contact between the passive electrode and a- body 



Hi |^ structure when the electrode terminal is positioned for - 
jj. electrosurgery. 

\~ Claim 14 of the Eggers *536 Patent depends from claim 'I, and 

^ p requires that the electrode terminal- comprise a single active 
*p ^ electrode disposed near the distal end of the probe shaft. 
• •fc- Claim 16 of the Eggers *536 Patent depends from claim 1, and 

requires that the "e'lectrosurgical system" further include a 
current limiting element for controlling, current flaw thro ugh the 
electrode terminal to inhibit power dissipation into. the medium 
surrounding the target site. . . '..-_*- 

Claim 22 of the Eggers x 536 Patent depends from claim- 16, 
and requires that the current limiting element be a. passive 
current limiting element selected from. the group consisting 



essentially of inductors, capacitors, resistors and combinations 
thereon. 

Claim 27 of the Eggers" '536 Patent depends from claim 1, and 

requires that the "electrosurgical system" further include means 

for controlling power to the electrode terminal based on the 

electrical impedance between the electrode terminal and the 

return electrode. 

Claim 30 of the Eggers '536 Patent depends from claim 1, and 

requires that the electrode terminal and the return electrode be 

configured to affect the electrical break down of tissue in the 

■_5j ^- immediate vicinity of the electrode terminal when high frequency - 

^ l"j voltage is applied between the electrode terminal and the return 

ffl e -'- eci:xo£ ^ e ^ n the presence of electrically conducting -fluid. 
hi* 

r; Claim 33 of the Eggers ^536 Patent depends from claim 1, and 

, Jj- . 

^ . requires that the electrode terminal have a distal portion, 
f"! f. : configured for generating high electric field intensities 



'J, at the target site. 

Claim 38 of the Eggers *536 Patent depends from claim 1, and" 
requires that the electrode, terminal- be configured for the 
cutting of tissue. 

Claim 41 of the Eggers v 536 Patent depends from claim 1, and' 
requires that the electrode terminal and the return- electrode be" 
configured to affect the ablation of tissue adjacent the 
electrode terminal, upon the application of , sufficient voltage 
-6- 
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• therebetween, such that a portion of such tissue is 
volumetrically removed. 

Claim 42 of. the Eggers '536 Patent depends from' claim 1, and 
requires that the electrode terminal be disposed at the distal 
tip of the electrosurgical probe. 

Claims 46-48, 55, 57, & 60 of the Eggers ^536 Patent, 
directly or indirectly depend from claim 45. Each will be taken 
up sexiatlm. 

Claim 43 of the Eggers *536 Patent depends from claim 42, 
and requires that 'the return electrode be disposed proximally of 
jj* „ the electrode terminal on the electrosurgical probe. 
9 )l Claim 44 of the Eggers x 536 Patent depends from claim 1, and' 

^} requires- that the electrode terminal be- flexible, be disposed at 
£j the distal tip of the probe; and be' extendable relative thereto. 
.* ^ . Claims 46 and 47 of the Eggers *S36 Patent each depend from 
claim 45 and recite limitations identical to or similar to those 

&' . 

\t of claims 2 & 3 respectively. . 

*J Km . 

H **z Claim 48 of the Eggers '536 Patent depends from claim 45, 

and requires tha.t the return electrode be an .inner tubular member 
defining an axial .lumen within the return electrode,- the axial 
lumen having an inlet' in- communication with the electrically ■". 
conducting fluid supply and an. outlet in fluid communication with 
the electrode terminal . ■ ' 

" Claims 55, 57 and 60 of the Eggers 53 6 -Patent, each" depend. 
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from claim 45 and recite limitations identical to or similar to 

those of claims 42, 16 & 21 respectively. 

C. Basis for Substantial Wew Question of Patentability 

It is submitted that claims 1-3, 14, 16, 22, 27, 30, 33, 38, 

41-48, 55, 57, 60 & 63 of the Eggers ^536 Patent are anticipated 

by the Roos M98 Patent under 35 U.S.C. 5102(b), and should be 

rejected. 

The Roos *198 Patent discloses a bipolar radio frequency 
el ectrosurgical -probe for removing tissue. The device, includes 
active and return electrodes at the distal end of a probe shaft 
£f ^ (endoscope) coupled to a radio frequency generator by connectors- 

vi & 

*X C a t the proximal end. Inductors, capacitors and resistors are 



^* further disclosed by Boos for controlling the current flow 
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m _ 

P through the active electrode, so as to- inhibit -power .dissipation 
* *~ into the area surrounding the target site, and a variable tap is 



provided for controlling the power to the active electrode. 



. *5 The active electrode projects from the distal end of the 

* w probe shaft to engage a- target site,, with the return electrode 

being adjacent thereto. The return electrode is spaced back from 
the active electrode and. positioned on, within or integral to the 
probe shaft, such that the return electrode, cannot contact tissue 
when the device is removing .or otherwise treating tissue. 

The Roos bipolar device is intended to-be used- in - 
electrically conductive fluid, with the electrical current " 
flawing between the active and return electrodes through the 
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fluid. A fluid delivery element defines a fluid path for fluid 
flow from a fluid supply when the Roos device is used as a 
"system," as is contemplated. The electrically conductive flnirf 
provides" a low impedance path between the active and return 
electrodes. 

An electrically insulating memher substantially surrounds 
the proximal portion of the active electrode, insulating the 
proximai portion of the electrode from the electrically 
conductive fluid while housing and supporting the active 
electrode. The small loop construction of the active electrode, 
which, is inherently flexible and is disclosed as being extendable 
relative to the distal tip of the probe, provides a high current 
density which is known to effect sought-after tissue removal. 

D. Application of Prior Art References to Claims • 
In accordance with the requirements .set forth in 35 TF.S.C. 
§302, the" cited prior art is applied to claims 1-3, 14, 16,-22, 
27, 30, 33, 38, 41-<J8, 55, 57, 60 & 63 of the Eggers '536 Patent - 
on an element by. element basis as follows: 



Element . 






Element ' 







-9- 
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Element 








for use with a high frequency 
power supply and an 
electrically conducting fluid 
supply, the system 
comprising: 


elements, i.e., a system, (e.g., 
FIG. 4} for use with a high 
frequency power supply and an 
electrically conducting fluid supply 
as evidenced by the electrically 
conducting fluid (i.e., wash water) 
passage shown, and disclosed by Roes 
(e.g., FIG. 1, reference numeral 29 
and 4:51-54) . 


B 


an electrosurgical probe 
comprising a shaft having. a 
proximal end and a distal 
end, an electrode terminal 
disposed near- the diatal end, 
and a connector near the 
proximal end of the shaft for 
electrically coupling the 
electrode terminal to the 
electrosurgical power supply; 


Rooa M99 generally shows an 
electrosurgical probe (FIGl 1) 
comprising a shaft 13 having 
proximal and distal ends. An 
electrode terminal 12 is disposed 
near the -diatal end of shaft 13, 
with connectors, as schematically 
shown in FIGS. 4-6 i 9, near the 
proximal end of the shaft 13 for 
electrically coupling the electrode 
terminal 12 to the electrosurgical 
power supply 15, 


C 


a return electrode adapted to 
be electrically coupled to 
the el ect r 03 ttxgical- power 
supply; and 


Rods '198 shows a return electrode 
11 adapted to ,be electrically 
coupled to the electrosurgical power 
supply 15,. specifically via rigid 
metallic shield 14 (FIG. 1). 


D. 


a fluid delivery element 
defining a- fluid path in 
electrical contact with the 
return electrode and the 
electrode terminal, the fluid 
path having an inlet adapted 
to be fluidly coupled to the 
electrically conducting fluid 
supply far directing fluid 
along the fluid path to 
generate a current flow path 
between the return electrode 
and the electrode terminal. 


Hods »198 shows a fluid delivery 
element (FIG. 1), namely the annular 
space bounded by the interior of 
shaft wall 13 and the. exterior of 
the fiber optical system 17 (4:51- 
57), which defines .fluid path 29 
(FIG. 1) , for fluid flow from a fluid 
supply, not shown but inherently 
present. .The fluid path 29 is - in 
electrical contact wifch_ return 
electrode 11 and the electrode- 
terminal 12. The' fluid path 29 
inherently has an inlet, adapted to 
be fluidly coupled to a supply . of 
fluid for directing fluid along the 
fluid "path 29/ which by its nature 
will generate a current flow path 
between the return electrode 11 and 
the electrode terminal 12, 
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Claim/ 
Element 






(Claim 2/ 
Element 






A 


2. An electrosurgical system 
as in claim. 1, wherein the 
return forms a portion of the 
shaft of the electrosurgical 
probe . 


Boos '198 shows in FIGS. 1 E 8, a 
return electrode 11 that forms a 
portion of the shaft 13 o£ the 
electrosurgical probe. 


Claim 3/ 
Elcu>ent 






A 


3. An electrosurgical system 
as in claim 2, further 
Id eluding an insulating 
member circumscribing the 
return electrode. 


Boos »198 shows in FJG5. 7 fi 8 
insulating rambers 35 4- 36 
circuntscrihing return electrode 
11. Note, T-n-20. 




the return electrode being 
sufficiently spaced from the 
electrode - terminal to 
minimize diract contact 
between the 'return electrode 
and a body structure at the . 
target. site when Che. 
electrode terminal is* 
positioned in close .proximity 
or in partial contact with 
the body structure. 


Boos 198 shows in FIGS. 7 t 6, a 
return electrode 11 sufficiently 
spaced from electrode terminal 12 
to jniniaiie direct contact between 
return electrode 11 and a body 
structure at the target site when 
electrode terminal. 12 is 
positioned in close proximity or 
in partial contact with the body 
structure. 


ci*i» 14/ 

Element 






A 


14- ' The . electrosurgical 
system of claim 1 wherein the 
electrode terminal comprises 
a single active electrode 
disposed near the distal end 
of the shaft. 


Boos '138 shows in FIGS. 1, 2, 3 fi 
7, a single active electrode 12 
disposed near the distal end of 
shaft 13. 


Claim 16/ 






A 


16. The electrosurgical 
system of claim 1 further 
comprising a current limiting 
element for controlling 
current - flow through ' the 
electrode terminal to inhibit 
power dissipation into the 
medium surrounding the target 
site. 


Boos "198 shows in FIG. 4, 
multiple current limiting elements 
(i,e., inductor 25. capacitors 
26, 28 etc., and resistor "R') for 
controlling current. flow through 
electrode terminal 12 to" inhibit 
power dissipation- into the jaedium ' 
surrounding the' target site. Hote, 
5r26-29, 31-34, and 38-45. 



-li- 



IS 




claim/ 
. Element 






Claim 22/ 
Element 


22- The . el ecrtro surgical 
system of ciaim 16 wherein 
the current limiting element 
is a passive current limiting 
element selected from, the 
group consisting essentially 
of inductors, capacitors", 
resistors and combinations 
thereof. . 


Roos '198 shows in FIG. 4, 
inductor 25, capacitors 26, 28 
etc., and resistor "R". Note, 
5:38-45. 


Claim 27/ 






A 


27. The electrosurgieal 

comprising" means -foe 
controlling power to the 
electrode terminal based on 
the electrical iapedance 
between the electrode 
terminal and the return 
electrode. 


Roos '198 shows in FIG. 4, 

is regulatable by variable tap 30, 
for controlling the power to i 
electrode terminal 12 based upon 
impedance' between it and return 
electrode 11- Note, 5:30-34. 


Claim 30/ 
Element 






A 


30- The electrosurgieal 
system of claim 1 wherein the 
electrode terminal and the 
return electrode a re- 
configured to affect the 
electrical break down of 
tissue in the immediate 
vicinity of the electrode 
terminal when high frequency 
voltage is applied between 
the electrode terminal and 
the return electrode in the 
presence of ' electrically. 


Rqos '198 shows in FIG, i, and 
generally, discloses, electrode 
terminal- 12 and return electrode 

11 configured for use in an 
electrically conductive fluid that 
affect the electrical break. dowa 
of tissue in the immediate 
vicinity of electrode terminal 12 
when high frequency voltage is 
applied between electrode terminal 

12 and return electrode 11 in the 
presence of electrically 
conducting fluid, iiluatrated by 


Claim 33/ 
Element 


33. The electrosurgieal 
system of claim 1 wherein the 
electrode terminal has a 
distal portion configured for. 
generating high electric 
field intensities sufficient 
to cause molecular 
disintegration of a body 
structure at the target site. 


Jtoos sbowa and discloses 
electrode terminal 12 which has a 
distal portion configured for' 
generating high electric field, 
intensities sufficient to cause 
molecular disintegration of a body 
structure at the target slt«. 
Kate, 2: 37-42. 


Claix 38/ 
Element 
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1S 



Element 






A 


3B. The system of claim £ 
wherein the electrode 
terminal is configured for 
the cutting of tissue. 


Eoos '193 shows and discloses 
electrode terminal 12 configured 
for the cutting of tissue. Note, 
2: 29-31. 


Claim 41/ 






A. 


41. The system of claim- 1 
wherein the electrode 
terminal - and the return 
electrode are configured, 
upon the application of 
sufficient voltage 
therebetween, to affect the 
ablation of tissue adjacent 
the electrode terminal such 
that a portion of such tissue 
is . volumetrically removed. 


Rocs '19B shows and discloses 
electrode terminal 12 configured 
with respect to return electrode 
11, such chat upon the application 
of a voltage therebetween, tissue 
adjacent electrode terminal 12 is 
ablated such chat a portion of 
same is volusnetrically removed. 
Note, 2:37-42 (tissue removal), 
5:50-52 (tissue removal) and 6:27-- 
23 {tissue removal to a 
predetermined depth) . 


Claim 42/ 
Elemefit 






A ' ! 


42. The system of claim 1 
wherein the electrode 
terminal is disposed at the' 
distal tip.' of the 
electxosurgical probe. 


Roos *19B shows electrode terminal 
..12 being disposed at the distal 
tip of the probe. Note, 4 t 66-5; 2, 
and 6:37-38. 


CI*im 43/ 






A 


43. The system of claim 42 
wherein the return electrode 
is disposed proximally of the 
electrode terminal on' the 
electrosurgical probe. - 


Hoos l 198 shows. return electrode 
11 being disposed proximally of 
the electrode terminal 12 on the 
probe. Note, 5:3-7. 


Claim 44/ 
Element 






A 


44. The system of claim- 1 
wherein the . electrode 
terminal: is." a flexible 
electrode terminal disposed 
at " the ' distal tip of the 
probe, 


poos >19B shows and discloses 
electrode terminal 12 that is both, 
flexible, and disposed at the 
distal tip of the probe. Note, - 
4:66-5:2. 



Claim/ 
Element 






B - 


the flexible electrode 
terminal being extendable 
relative the distal tip of 
the probe- 


Roos '198 shows for instance in 
FIG. X. and discloses, . flexible 
electrode terminal 12 as being 
extendable relative the distal tip 
of the probe, Hote e.g., 6:12-16. 


Claim 45/ 

Element 






A 


rs. An electrosurgical system 
for applying electrical 
energy to a target site on a 
structure within ox on a 
patient's body, the system 
conprisingi 


ttoos " *198 shows and discloses a 
combination of structures and 
elements, i.e., a system, (e.g., 
FIG. '4 J. for applying electrical 
energy in the form of high frequency 
generator 15 for use' in 
electrosurgical operations Ce.g., 
electro resection, as in the case of 
bladder tumors and prostate glands, 
etc., l;18-2). 


B 


a high frequency power 
supply; 


Hoos '198 shows the use of high _ 
frequency generator IS and 
discloses use of same fe.g., 5t9}. 


C 


an electraaurgical probe 
comprising a shaft having -a 
proximal end and a ' distal 
end, an electrode 'terminal 
disposed near the distal end 
and a connector near . the 
proximal end of the .shaft 
electrically coupling • the 
electrode terminal to the 
electrosurgical power supply; 


ftoos '198 • generally shows an 
electrosurgical probe (FIG. Z) 
coopriaing shaft 13 having proximal 
and distal ends. Electrode terminal 
12 is disposed near" the distal' end 
of shaft . 13, with connectors 
schematically shown (FIGS. 4-6 S 9} 
near the proximal end of shaft 13' 
for electrically .coupling electrode 
terminal 12 to electrosurgical power 
supply 15." . ■ 


D 


a return electrode 
electrically coupled to > the- 
electrosurgical power supply; 


Rods- *19B shows return electrode - 
11 electrically coupled to 
electrosurgical power supply -15 - 
(e.g., FIGS. 4-6), and discloses 
same at 5:3-10- 



electrically conducting 
fluid supply for directing 
electrically conducting fluid 
to the target site such that 
the electrically conducting 
fluid generates a current 
flow path between the return 
electrode and the electrode 
terminal. 



Hooa l 19B shows a fluid delivery 
clement (FIG. 11, namely the 
annular space bounded by the 
interior of shaft wall 13 and the 
exterior of fiber optical system 
17 (4:51-57), which defines fluid 
path 29 (FIG. 1} for fluid flow 
from a fluid supply. The fluid 
path 29 is in. "electrical contact 
with return electrode 11 and the 
electrode terminal 12; which by 
its nature vill generate a current 
flow path between return electrode 
11 and electrode terminal 12, 



• 

• 




Element 






■ Claim, 16/ 
Element 






A 


46. An electrosurgical system 
as in claim 45,' wherein the 
return electrode forms a 
portion of the shaft of the 
electrosurgical probe. 


Roos ^198 shows in FIGS. 1 i 8, 
return electrode 11 that forms a 
portion of the shaft 13 of the 
electrosurgical probe. 


Claim 41/ 






A 


47. An electrosurgical system 
as in claim 46 further 
including an insulating 
member" circuits cribing the 
return electrode. 


Roos l 198 shows in. FIGS. 7 t fl. 
Insulating members 35. C 36 
circumscribing return electrode 
11- Hote, 7:17-20. 


■ 


the return electrode being 
-sufficiently spaced from the 
electrode. terminal to 
minimize direct contract 
between the return electrode 


Roos '198 shows in FIGS. 7. t 8, 
return electrode 11 sufficiently 
spaced from electrode terminal 12 ' 
to "minimize direct contact between 
return electrode 11 and the 
patient's tissue. 


Claim At/ 
Eleaeet 






A 


48. An electrosurgical system 
as in claim 46, 'wherein the 
return electrode is an inner 
tubular member defining an 
axial lumen within the. return 
electrode. 


Roos U98-' shows in FIGS. 7 S 8, 
return electrode 11 as being an 
Inner tubular member defining an 
axial lumen within the return 
electrode 11. 


B 


the axial lumen having an 
inlet In communication with 
the electrically conducting 
fluid supply and an outlet in 
fluid communication with the 
electrode terminal. 


Roos "138 shows an axial lumen 
having an inlet in communication 
with the inherent electrically j 
conducting fluid supply -, and an. 
outlet in fluid communication with 
electrode terminal 12. 


Claia 55/ 
Kleaent 






A 


55. The electrosurgical 
system of claim 45 wherein 
the . electrode terminal 
comprises a single active 
electrode disposed near the 
distal end of the shaft- 


Roos '198 shows electrode terminal 
12 being a single active electrode 
disposed near the distal end o>£ 
the shaft 13. Note, 4-.66-5;2,. and 
G:37-3B. 



1 Claim/ 
Element 






Claim 5,7/ 
Element 






A 


57- The electrosurgical 
system of. claim 45 further 
comprising-a current limiting 
el ement for controlling 
current flovi "though the 
electrode terminal to inhibit 
power • dissipation into the 
medium surrounding the target 
site. 


Boos *198 shows in FIG. 4, 
multiple current limiting elements 
(i.e.,. inductor 2S, capacitors 
2fi, 2B etc., and resistor *R") for 
controlling current flow through 
electrode terminal 12 to inhibit 
power dissipation into the medium 
surrounding the target site. Note, 
5:26-29, 31-34, and 36-45. 


Claim 60/ 
Element 








60 . . The electrosurgical 
system of p claim 4S further 
comprising means ' for 
controlling power to the 
electrode terminal based on 
the electric Impedance 
Between the electrode 
terminal and the return 
electrode. 


Boos X 19B shows in FIG. 4, 
inductor 25, whose input voltage 
is regnlatable by variable tap 30, 
for controlling the power to 
electrode terminal 12 based upon 1 
impedance between it and return 
electrode 11. Note, 5:30^-34. 


Claim 63/ 
Bleaent 






X 


63. An electrosurgical systea 
for - applying electrical 
energy to a target site on a 
structure within or on a 
patient's hody, the system 
comprising: 


Robs '198 shows an electrosurgical' 
system ■ (FIG. 4) for applying 
electrical energy via high' frequency 
generator IS' to a target site on a 
structure within or on a patient's 
body (i.e., a bladder or prostate as- 
disclosed, for instance at 1:20} . 


B 


a high frequency power 
supply; 


Roos *198 'shows the use of high 
frequency generator 15 and discloses 
use of same throughout {e.g.,. 5:5 J- 


C- 


an electrosurgical probe 
comprising a shaft having a 
proximal end" and a distal 
end, an ' electrode terminal 
disposed near the distal end,- 
and a connector near the 
proximal . end of the shaft 
electrically coupling the 
electrode terminal to the 
electrosurgical power supply; 


•Boos '*198 generally shows an 
electrosurgical prob« (FIG. •• 1) 
comprising shaft: 13 having proximal 
and distal ends. Electrode terminal 
12 is disposed near the distal- end 
of shaft 13, with connectors 
schematically shown (FIGS. 4-6 C S) 
near the proximal- end of the shaft 
for electrically coupling electrode 
terminal 12 to the electrosurgical 
power supply 15. 



24 
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1 rl Jim/ 
| Element. 






D 


a return electrode 
electrically coupled to the 
electrosuxgical power supply; 


Boos '198 shows -return electrode 11 
electrically coupled to 
electiosurgical power supply 15 
(e.g., FIGS- 4-6), and discloses 
same at 5:3-10. 


E ' 


an electrically conducting 
fluid supply: 


Raos *198 shows a fluid delivery 
element (FIG- 1), namely the annular 
space bounded ' by the interior of 
shaft' wall 13 and the exterior of 
fiber optical system 17 (4:51-57), 
which defines fluid path 29 {FIG. 1) 
for fluid flow from a fluid, -supply. 


F 


a fluid delivery element 
defining a fluid path 
electrically coupled to the 
electrode terminal for 
directing " electrically 
conducting fluid to the 
target site and the electrode 
terminal to . substantially 
surround . the electrode 
terminal with electrically 
conducting fluid and to 
locate ' electrically 
conducting fluid between the 
electrode terminal and the 
target site. 


Hoos ^198 shows a .fluid delivery 
element (FIG*. "11 , naaiely the annular 
space bounded by the interior of 
shaft wall 13 and the exterior of 
fiber 'optical system 17 (4:51-57), 
which defines fluid path 29 (FIG. 1) 
for fluid flow from a fluid supply. 
Fluid path' 23 is in electrical 
contact with return electrode 11 and 
electrode terminal 12, which by its 
nature will generate a current flow 
path between return electrode 11 and 
electrode terminal 16 (see also, 
claiiu 1, 7", t59 et seq.« "a apace 
being formed between 'said' treatment 
electrode and said neutral electrode 
which is adapted to be filled with 
liquid to provide electrical 
conductress between said 
electrodes. D . 



£ C 111 " £SQ£lusion 

As shown above, this Request raises a substantial new 
question of patentability .of claims 1-3, 14, 16, 22, 27, 30, 33, 
38, 41-48, S5, 57, 60 4 63 of the Eggers '536 Patent. 

A certificate of Service attesting that a copy of this 
Request was served on the attorney of record of the patentee is 
submitted herewith. Also submitted herewith is a check in the 
amount of $2,520.00 in compliance with 37 CFR 1.20(c). 
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December 23, '1999 



Respectfully submitted-, 



" William C. Fuess 
FOBSS £ DAVIDENAS 
10951 Sorrento Valley Road 
Suite II^G 

San* Diego, 'CA 92l21-l6i3' 
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| COWT3 QL J.UMBEH - , FltiHG DATE ... PATENT UnbeH : aEEXAWIIHAT10M L_J__ A IIS^I_ 00CKiET WO -~l ' 

9Cf/OOS,60"f ■£2SOO/~99 S697S36 ' ' 



- - ' QM31/0202 : — 1 ' J 

JAMES M HESLIN • ' - ' - . MENDEZ .M 

TOWNSEND AND TOWNSEND AND CREW , j ap t una _ p*fe b humbeh "T 
- 20 TH FLOOR STEUART STREET TWR ' . 

ONE MARKET PLAZA 3763 

SAN FRANCISCO CA 9dlOS-ldv2 d* 7E haiUo- n ' 

ORDER GRANTING/DENYING REQUEST FOR REEXAMINATION 

The request for reexamination has been considered. Identification of the claims, the references ■ 
relied on, and the rationale supporting the determination are attached. 

Atechment{sj: □ PTO-892, 1%1 PTO-1449. IH Other: '_ 

C • . 

q> - • . • • 

1 vEj The request for reexamination is GRANTED. 
D ' - 

O RESPONSE TIMES ARE SET TO EXPIRE AS FOLLOWS: 

For Patent Owner's Statement (opiional): TWO MONTHS from the mailing date hereof. -37 CFR 1330(b). 
EXTENSIONS OF -TIME ARE GOVERNED BY 37 CFR 1.550(c). 

For Requester's reply {optional): TWO MONTHS Irom Ihe dale ot service of any patent owners statement 
37 CFR 1.535. NO EXTENSION OF TIME IS PERMITTED. If patent owner does not file a timely 
. "« statement under -37 C.F.R. 1 530(b). no reply .by requester Is permitted. 

The request for reexamination »s DENIED. 

This decision is not appealable. 35 U.S.C. 303(c). Requester may seek review by petition to the 
Commissioner waWn ONE MONTH from the mailing dale hereof. 37 CFR 1.5l5{c}. EXTENSIONS OF 
TIME ONLY UNDER 37 CFR 1.183. 

In due course, a refund under 37 CFR 1.26(c) will be made to requester (listed below if nol patent owner) 

i I by Treasury check, Q by credit to Deposit Account No. : 

unless notified otherwise. 35 U.S.C. 303(c). - ^, - " 

(ihiid pmy.iKtucJter'i catropondcacc 
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Reexam Control No.: 90/005,601 
Art Unit 3763 



A substantial new question of patentability affecting at least claims 1-3, 14, 16, 22, 27, 
30, 33, 38, 4 1-48, 55, 57, 60 and 63 of US- Patent No. 5,697,536 to Eggers et al. is 
raised by ihe request. 

The request indicates that the requester considers at least claims 1-3, 14, 16, 22, 27, 30, , 
33, 38, 41-48, 55, 57, 60 and 63 of Eggers et al. as being anticipated by US. Patent No. 
4,1 16,198 to Koos under 35 US.C. 102. 

rj3t is agreed that a reasonable examiner would consider UJS. Patent No. 4,1 16,198 to Roos 



Vflo be important prior art which would clearly be material in the examination of the claims 
Igas pointed out in detail in the request 



fa 



ie reference is therefore considered to raise a substantial question of patentability. 
^Accordingly, reexamination of all the patent claims is deemed proper. 



krthroCare Corporation 
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i CCIin SOL rtl-JBLfi ?lL>t:CDATE 



*TL«T UKtiLR peex^a^oicr. 



ORDER GRANTING/DENYING REQUEST FOR REEXAMINATION 

The request for reexamination has been -considered. Identification of the cfafms, the references 
reeled on, and the rationale supporting the determination are attached. 

lachmenUs): □ PTG-fi92. 0 PTO-1449. Q Other ; - r 

6 • 

The reqaest for reexamination is GRANTED. . 

£ RESPONSE TIMES ARE SET TO EXPIRE AS FOLLOWS: ■' 

M . - 

t For Patent Owners Statement (optional): TWO MONTHS from the mailing dale hereof. 37 CFR iStfBlb). 

^ EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(0]. 

P"! For Requesters reply (optional]: TWO MONTHS from {tie date of service of any patent owner's statement : 
37 CFR 1.S35. NO EXTENSION OF TIME IS PERMITTED. It patent owner does not file a tlmety 
statement under 37 C.F.R. 1 530(b). no reply by requesler Is permitted. 



a 

2p Q The request for reexamination is" DENIED. 

This decision is not appealable. 35 U.S.C. 303(c). Requesler may seek review by petition to the - 
Commissioner wlrhfn ONE MONTH from ihc mamng {fate hereof. 37 CFR 1.515(c). EXTENSIONS OF 
TIME ONLY UNDER 37 CFR 1.1 B3. 

In due course, a refund under 37 CFR U6(c) will be made to requesler (fisted below if not patent owner} 

(l by Treasury check, Q by credit to Deposit Account -No. ; 

unless notified otherwbe. 3S U.S.C. 303(c). 



lan„3I QJ Il;25a ArthraCare Corporation Ab-53Q-3H3 

RECEIVED 

Reexam Control No.: 90/005,601 . 

Ait Unit 3763 iWK'^'l-2fl8ft 



A substantial new question of patentability affecting- at least claims 1-3, 14, 16, 22, 27, 
30, 33, 38, 41-48, 55. 57, 60 and 63 of U.S. Patent No. 5,697.536 to Eggers el aJ. is 
raised by the request. 

The request indicates that the requester considers at least claims 1-3, 14, 1 6, 22, 27, 30, 
33, 38, 41-48, 55, 57, 60 and 63 of Eggers et al. as being anticipated by U.S.. Patent No. 
4.116.198 to Roos under 35 U.S.C. 102. 

. rj ■- - . . - 

S It is agreed that a reasonable examiner would consider U.S. PaientNo. 4,116,198 to Roos 

a ' ■ • "' 

Ul to be important prior art which would clearly be material in the examination of the claims 



as pointed out in detail in the request. 



H 1 " ' . ■ 

The reference is therefore considered to raise a substantial question of patentability. 

O Accordingly, reexamination of all the patent claims is deemed proper. 




Manuel Antonio Men 
January 25, 2000 
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•i 1 Pf ^f 

j hereby eerily that this enmspontfence is being utapoflj^glkite Uniled PATENT "j V IfZ2_ f — <_ S> 

States Postal Service as Eistdassrnnah^eivpio^AifEsSll^K " ' 

/ 9\ Attorney Docket No.: 16238-000610 ' 

Ass'siartf Commissioner for Patents, / nn i C -ren \ /V" 1 ~2 --^ 

Washington, D.C. 20231 MTuJ , _ ^ V— -J £j?t 



Kafe2arzana - " - 0?jA~ Q f 



. IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Patent of: 



) 
) 

PHILIP E. EGGERS et al. > Examiner: M Mendez 

Application No. 90/005,601 j Art Unit: 3739 

Reexamination of Patent No, " 5,697,536 > jjflFORM ATION DISCLOSURE 

r at} l i i qqt ) STATEMENT UNDER 

|sued:Decembe r i6,1997 J 37 CFR §1.97 and §1.98 



S>n SYSTEM AND METHOD FOR { 
S-ECTROSURGICAL CUTTING AND ' 
. gBLATION 

a : : : ■ 

jubilant Commissioner for Patents ■ 
iSyashington, D.C. 20231 

SSr. " 

S The references cited on attached form PTO-1449 are being called to the attention of the 

jgecaminer. A copy of each is enclosed. . 

~ The Owner, AnhroCare Corporation, also brings the following information and list of 

materials to the attention of the Examiner. On February 13, 1998, AxthroCare Corporation filed a 
lawsuit in the United States District Court for the Northern District of California against defendants 
Ethicon, Inc., Miiek Surgical Products, Inc., and Gynecare, Inc., alleging infringement of U.S. Patent 
Nos. 5,697,909, 5,697,536, 5,697,281, and 5,697,882 (the "patents-in-suit"). The case was assigned 
Case No. C98-Q0609 WHO {the "Ethicon litigation"). The Ethicon litigation terminated in June 1999, 
with the defendants taking a license from AnhroCare under the patents-in-suit. • The defendants have paid 
ArthroCare a license fee, and will pay ongoing royalties on sales in the United States of certain 
arthroscopy and gynecology products covered by these patents. . 

After the Ethicon litigation terminated, Owner was apprised by a third party of section 
2001.06(c) of the Manual of Patent Examining Procedure {"MPEP") with respect to the prosecution of 
applications for patents other than those at issue in the Ethicon litigation and lhat were pending, before the 
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^Eihican litigation was commenced, namely; U.S. Application Nos. 08/807,111 (now U.S. Patent No. 
5',mj09S), 08/766,382 (now U-S : .Patent No. 5,888,198), and 08/760,768 (now U.S. Patent No. 
5,766,jl53). 

i Although not required to do so, Owner did bring the Eihlcon litigation to the attention of 

Examiner Mendez during the prosecution of at least U.S. Application Nos. 08/807,111 (now U.S. Patent 
No. 5 891.095), 08/766,382 (now U.S. Patent No. 5,888,198), and 08/795,686 (now U.S. Patent No. 
5,87 1.M69), during a telephone conference relating to those applications. Owner also submitted the prior 
art that was principally relied on" by the defendants in the Ethicon litigation to Examiner Mendez during 
the prosecution of U.S. Application Nos. 08/807,111 (now U.S. Patent No. 5,891,095), 08/766,382 
(now U.S. Patent No. 5,888,198), and 08/795,686 (now U.S. Patent No. 5,871,469). Indeed, Owner 
githdrew one of those pending applications, namely, U.S. Application No.08/807, 1 11 (now U.S. Patent 

$|o. 5,891,095), from allowance to provide Examiner Mendez with the opportunity to consider those 

Q ■ ' ' 

References. . 

j Accompanying this statement is a form listing references for the Examiner's consideration 

0 i . - ■ . ' 

jua connection with the present reexamination, including references principally relied on by the defendants 

■jin ihc.phtcon litigation. * 

S- : In addition. Owner provides the following list of materials from the Elhicon litigation to 

^ ; - 

aajflecf the defendants* and ArthroCare's primary arguments relating to issues of validity and 
piforceaoiliry: 

1 . ArthroCare's Complaint For Patent Infringement Of U.S. Letters Patent Nos. 5,697,909; 5,697,28 ) ; 
5,697,882; and 5,697,536 filed February 13, 1998; . ■ v 

2. Plaintiff ArthroCare's Motion For frelirninary Injunction Against Defendant Ethicon and Mitex, filed . 
March 10 r 1998. ... . 

3. Answer and Counterclaim . Of Defendants Ethicon, Inc., Mitek Surgical Products, Inc., and 
Gynecare, Inc., filed April 6; 1998; . '" • 

4. Planiiff ArthroCare's Motion To Strike Affirmative Defenses And To Strike Defendants* 
Counterclaim In Part Or, In The Alternative, For a More Definite Statement, filed April 17, 1998; 

5. De'fendants' Opposition To ArthroCare's Motion To Strike Affirmative Defenses And To Strike 
Defendants* Counterclaim In Part Or, In The Alternative For A More Definite Statement And Points 
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And Authorities In Support Of Conditional Motion To File An Amended Answer and Counterclaim, 
- filed May 7, 1998; 

6. ArthroCare's Reply In Support of Motion To Strike Affirmative Defenses And To Strike Defendants' 
Counterclaim In Part Or, In The Alternative, For A More Definite Statement, filed May 14, 1998; 

7. Memorandum Decision And Order Regarding AnhroCare's Motion To Strike And Defendants' 
Motion For Leave To File An Amended Answer And Counterclaim, issued June 5, 1998; 

8. Amended Answer And Counterclaim of Defendants Ethicon, Inc., Mitek Surgical Products, Inc., and 
Gynecare, Inc., filed June 22, 1998; 

9. ArthroCare's Reply to Defendants' Amended Counterclaim, filed July 6, 1998; 

10. ArthroCare's Initial Disclosure Of Assened Claims Pursuant To Local Rule 16-7, served March 30, 
£1998; 

^.Defendants* Initial Disclosure of Prior Art Pursuant To Local Rule 16-7, served May 26, 1998; 

Plaintiff ArthroCare's Corporation's Opening Claim Construction Brief, filed May 11, 1998; 
03. Ethicon, Inc!'s Claim Construction Brief, filed May 22, 1998; 

pi. Joint Claim Construction Statement Pursuant To Civil Local Rule 16-11 (b)(1) For Claim 
^ Construction Hearing, filed May 29, 1998; 

25. Plaintiff ArthroCare's Corporation's Reply To Defendants* Claim Construction Brief, filed May 29, 

§6. Memorandum Decision And Order Regarding Claim Construction, issued July 6, 1998; 

17. Defendants' Petition For Permission To Appeal Pursuant To 28 U.S.C. § 1292(b) filed with the U.S. 
Court of Appeals for the Federal Circuit on July 16, 1998; 

1 8. Plaintiff s Answer To Defendants' petition For Permission To Appeal Pursuant To 28 ILSX. 
§1 292(b), filed July 23, 1998; ..." 

19. Federal Circuit's Order On Petition For Permission To Appeal, issued August 20, 1998; 

20. Summary Of Defendant Elhicon's Opposition To Plaintiff ArthroCare's Motion For Preliminary 
Injunction, filed July 23, 1998; 

21. Ethlcon's Opposition To Plaintiff ArthroCare's Motion For Preliminary Injunction, filed July 23, 
1998; . "• 
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22. Declaration Of John R. LaCourse In Opposition To ArthroCare's. Motion For Preliminary Injunction, 
filed July 23, 1998; 

23. Declaration Of Robert D. Tucker Filed In Support Of Ethicon's Opposition To AnhroCare's Motion 
For Preliminary Injunction, filed July 23, 1998; -■ ' 

24. Declaration Of Robert A. Annitage, Esq., Filed In Support Of Ethicon's Opposition To AnhroCare's 
Motion For Preliminary injunction , fded July 23, 1998; 

25. Supplemental Declaration Of Robert A. Annitage, Esq., In Support of Ethicon's Opposition To 
' Plaintiff ArthroCare's Motion For Preliminary Injunction, filed August 4, 1998; 

26. AnhroCare's Reply Memorandum In Support Of Motion For Preliminary Injunction, filed August 6, 
1998; 

^.Declaration Of James Doss In Support Of AnhroCare's Motion For frelhninary Injunction, filed 

n - - - •- - ■- - - - 

q August 6, J 998; ' - . 

gS. Reply Declaration Of Philip E. Eggers In Support Of AnhroCare's Motion For Preliminary 
CH Injunction, filed August 6, 1998; 

pb. Reply Declaration Of John T. Raffle In Support Of ArthioCare's Motion For Preliminary Injunction, 
^ 'filed August .6,. 1998; 

gp. Ethicon's Supplemental Opposition Ta Plaintiff AithxoCarc's Motion For Preliminary Injunction, 
^ filed September 3, 1998. 

^.Supplemental Declaration Of Roben D. Tucker, Ph.D. M.D., Filed In Support Of Ethicon's 
Opposition To AnhroCare's Motion For Preliminary Injunction, filed September 3, 1998; 

32. Supplemental Declaration Of John R. LaCourse, PbJ)., Filed In .Support Of Ethicon's Opposition To 
ArthroCare's Motion For Preliminary Injunction, filed September 3, 1998; 

33. Direct Fjcaminatibn Of Robert D. Tucker, PhJQ.. M.D., Filed In Support Of Ethicon's Opposition 
To ArthroCare's Motion For Preliminary Injunction; .filed September 3, .1998; 

34. Direct Fjcamination of Robert A. Armiiage, Esq.; Filed In Support Of Ethicon's Opposition To 
ArthroCare's Motion For pTeriminary Injunction, filed September 3, 1998; 

35- Direct Exammntion of John R. LaCourse, Ph.D., Filed In Support of Ethicon's Opposition To 
ArthroCare's Motion For Preliminary Injunction, filed September 3, 1998; 
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36. ArdiToCare , s Supplemental Memorandum In Response To The Supplemental Declaration Of Robert 
.A. Armltage, filed September 3, 1998; 

37. Direct Testimony Of John T. Raffle In Support Of ArthroCare's Motion For Preliminary Injunction, 
filed September 3, 1998; 

38. Direct Testimony Of Philip E. Eggers In Support Of ArihroCare's Motion For Preliminary 
Injunction, filed September 3. 1998; 

39. Joint Statement Regarding Differences Between The Two Translations Of The Elsasser And Roos 
Article Proffered By Defendants, filed September 22, 1998; 

40. Memorandum Decision And Order Regarding Preliminary Injunction Motion, issued December 2, 
1998; 

Cl.Ethicoa's Response To ArihroCare's First Set of Interrogatories To Defendant Ethicon, served 
q Novembers, 1998; 

Plaintiff ArthroCare's Response To Defendant Gynecare, Inc.'s First Set Of Interrogatories, served 
h November 10, 1998; 

pi. Plaintiff ArthroCare's Response To Mitek's First Set Of Interrogatories, served November 10, 1998; ' 
34. Plaintiff AnhrnCare's Response To Defendant Ethicon, Trie's First Set of Interrogatories, served 
□ November 10, 1998; 

^jts. Plaintiff ArthroCare's Objections And Responses To Defendants* First Set Of Requests For 
O Admissions, served January 4, 1999; 

46. Plaintiff ArthroCare's Objections and Responses To Defendant Gynecare, Inc.'s Second Set Of 
Interrogatories, served January 4, 1999; ■ 

47. Plaintiff ArthroCare's Supplemental Objections and Responses to Defendants' Request For Admission 
No. 36, served January 5, 1999; ' ' 

4 8. Expert Witness Report of John R. LaCourse, served January 8, 1 999 ; 

49. Expert Witness Report of Robert D. Tucker, served January 8, 1999; '• 

50. Expert Witness Report of David J. Parins, served January 8, 1999; 

51. Expert Witness Report of Robert A. Armitage,.Esq., served January 8, 1999; 

52. Expert Witness Report of Massoud Motarnedi, Ph.D., served January 8, 1999; 

53. Expert Witness Report of Ashley J. Welch, Ph.D., served January 8, 1999; . 
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54. Responsive Expert Report of Leslie A, Geddes L Ph.D., served January 29, 1999; 

55. Responsive Expert Report of Donald W. Banner served January 29, 1999; 

56. Supplemental Expert Report of David J. Parins served February 9, 1999; 

57. Ethicon's Motion For Summary Judgment Of Invalidity For Failure To Satisfy The Requirements of 
35 U.S.C. §§102-103, filed March 5, 1999; 

58. Joint Statement Of Uncontested Facts In Support Of Ethicon's Motion For Partial Summary Judgment 
Of Invalidity Under 35 U.S.C. §§102 and 103. fried March 5, 1 999; 

59. Plaintiff AnhroCare's Opposition To Defendants' Motion For Summary Judgment Of Invalidity 
Under 35 U.S.C. §§102-103, filed March 18, 1999; 

60. Ethicon's Reply Memorandum In Support Of Motion For Summary Judgment Of Invalidity Under 35 
^ . U.S.C. §§102 and 103, iiled March 25, 1999; 

^.Ethicon.'s Motion For Partial Summary Judgment Of Invalidity For Failure To Satisfy The 
O Requirements of 35 U.S.C. §112, filed March 5. 1999; ■ ■ 

Joint Statement Of Uncontested Facts In Support of Ethicon's Motion For Partial Surnmary Judgment 
P For Invalidity For Failure To Satisfy The Requirements Of 35 U.S.C. §112, filed March 5, 1999; 
<63. Plaintiff AnhroCare's Opposition To -Defendants' Motion For Partial ' Surnmary Judgment Of 
q Invalidity For Failure To Satisfy The Requirements Of 35 U.S.C. §112, filed March 18, 1999; 
^.Ethicon's Reply Memorandum In Support Of Motion For Panial Summary Judgment Of Invalidity 
O For Failure To Satisfy The Requirements Of 35 U.S.C. §112, filed March 25, 1999; 

65. Declaration of Leslie A. Geddes, Ph.D., In Support of AnhroCare's Oppositions To Defendants 
Motions For Panial Summary Judgment, filed March 18, 1999; 

66. Plaintiff ArlhroCare's Motion For Panial Summary Judgment That Claims Arc Not Anticipated Or , 
. Rendered Dbvious By Certain References, filed March 5, 1 1999; - - 

67. Ethicon's Opposition To AnhroCare's Motion For Partial Summary Judgment That Claims Are Not 
Anticipated Or Rendered Obvious By Certain References, filed March 18, 1999; 

68. AnhroCare's Reply Brief In Support Of AnhroCare's Motion For Partial Surnmary Judgment That 
Claims Are Not Anticipated Or Rendered Obvious By Certain References, filed March 25, 1999; 

69. Plaintiff AnhroCare's Motion For Partial Surnmary Judgment Of No Inequitable Conduct Or, 
Alternatively, For Bifurcation, filed March 5, 1999; 
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70. Joint Statement Of Undisputed Facts In Support Of ArthroCare's Motion For Partial Summary 
Judgment Of No Inequitable Conduct Or, Alternatively, For Bifurcation, filed March 5, 1999; 

71. Ethicon's Opposition Of Plaintiff ArthroCare's Motion For Partial Summary Judgment Of No 
Inequitable Conduct Or Alternatively For Bifurcation, filed March 18, 1999; 

72. Declaration of Robert A. Arrrutage, Esq., In Support Of Defendant Ethicon, Inc.'s Opposition To 
ArthroCare's Motion For Summary Judgment, filed March 18, 1999; 

73. Plaintiff ArthroCare's Reply Brief In Support Of lis Motion For Partial Summary Judgment Of No 
Inequitable Conduct Or, Alternatively; For Bifurcation, filed March 25, 1999; 

74. Plaintiff ArthroCare's Motion For Partial Summary Judgment That Defendants Cannot Prevail On 
Their Enablement And Written Description Defenses As To Certain Claims, filed March 5, 1999; 

(S, Joint Statement Of Undisputed Facts In Support Of ArthroCare's Motion For PartiaJ Summary 

0 

q Judgment That Defendants Cannot Prevail Under Enablement And Written Description Defenses As 

5 To Certain Claims, filed March 5, 1999; 

fi 

EjB.Ethicon's Opposition To ArthroCare's Motion For Partial. Summary- Judgment That Defendants 

P 

jj. Cannot Prevail On Their Enablement And Written Description Defenses As To Certain Claims^ filed 

• March 18, 1999; • 
r* .* 

C. ArthroCare's Reply Brief In Support Of ArthroCare's Motion For Partial Summary Judgment That 

u ■ 

g\ Defendants Cannot Prevail On Their Enablement And Written Description Defenses As To Certain 

6 Claims, filed March 25, 1999; * . 

78. Defendants' Trial Brief On The Issues Of Unenforceability And Invalidity Under 35 U-S.C. §jjl02, 
103, and 112, filed March 29. 1999; 

79. Plaintiff ArthroCare's Trial Brief Re: Validity and Enforceability Of The Parents-In-Stiit, filed April 



7, 1999; . 

80. Defendants' Notice Of Prior Art Pursuant To 35 U.S.C. §282_, filed April 9, 1 999; 

81. April 26, 1999 Letter From Defendants To The Court Regarding Additional .Claim Construction 
Issues; ■ . 

82. Joint Proposed Jury Instructions For Claims 46. 55, 58, 59, 61, and 62 of U.S. Patent No. 



5,697,536; 



7 
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83. April 30, 1999 Letter From ArthroCare To The Court Regarding Additional Claim Construction 
Issues; ' 

84. Expedited Motion Of Plaintiff ArthroCare Corporation Regarding Joint Jury Instructions, .filed May 
13,i999' t ' • - 

Id addition to the above-listed materials, there are numerous other papers that were filed 
with the Court in connection with the Ethicon litigation. Furthermore, depositions were taken of 
numerous witnesses regarding validity and enforceability issues. If the: Examiner desires, Owner will 
submit any or all of the listed material, the other papers filed with the court, and/or transcripts, of 
depositions lo the Examiner for consideration. Owner will also provide any additional information (hat 
the Examiner desires about the Ethicon litigation or the materials described herein. . 
iJD In addition to the Ethicon litigation, on July 25, 2001, Owner corninenced an action in the 

Qistrict of Delaware against Smith & Nephew, Inc. ("Smith & Nephew") for infringement of U.S. Patent 
gos. 5.697436 ("the '536 Patent"), 5,697.882 ("the "882 Patent") and 6,224,592 ("the '592 Patent"). That 
@tiion was assigned Civil Action No. 01-504-SLR. -In response. Smith '&. Nephew filed a mirror image 
piclaratory judgment action in the Northern District of California against Owner on August 31, 2001. The 
. California action was assigned Case No. CV-^I-OSSSI BZ lo Magistrate Judge Zimmerman, but was later 
^assigned Case No. CV-01 -03331 MHP .to District Court Judge Pate! (the Delaware and California cases 



iljecuvely arc referred to herein as the "Smith & Nephew litigation"). In these actions, Smith & Nephew 
Sserls that the "536 Patent, the '882 Patent and the '592 Patent arc invalid and not infringed. In addition, 
Wraith & Nephew contends that .the "592 Patent is unenforceable for inequitable conduce Specifically, 
Smith & Nephew argues that during prosecution of the '592 patent, Owner and ils attorneys should have 
but did not explicitly point out to the Examiner a ruling in the Court's denial of a preliminary injunction 
motion {see the document listed as Item No. 40 above) from the Ethicon litigation that the sc^called Rgos 
'198 patent (IXS. Patent No. 4,116, 198) disclosed the use of conductive fluid. Smith & Nephew further 
argues that the Court's finding in denying the preliminary injunction motion was inconsistent with a 
position taken by Owner during prosecution of the '592 patent, namely, that the Roos '198 patent does not 
disclose conductive fluid. Smith & Nephew's. inequitable conduct allegations are set form or referred So in 
Item Nos. 86, 88, 89, 90, 91 and 92 below. 
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The Smith & Nephew litigation is still pending before the District of Delaware. However, . 
Smith & Nephew has agreed to dismiss the California litigation. Below is a list of materials from the Smith 
Nephew litigation which include Smith & Nephew's primary arguments relating to validity and 
enforceability: 

85. ArlhroCare's Complaint For Patent Infringement Of U.S. Patent Nos. 5.697,53d, 5,697,882 and 
6,224,592 {including exhibits A-C), filed July 25, 2001; 

86. Answer and Counterclaims of Smith & Nephew, filed September 13, 2001; 

87. Plaintiffs ArlhroCare Corporation's Motion to Enjoin Second-Fried, Duplicative Uligation; Plaintiffs 
Opening Brief in Support of its Motion to Enjoin Second-Filed, Duplicative Dtigation (including 
exhibits A— F). filed September 10, 2001; 

^.Defendant's Answer To Plaintiffs Opening Brief In Support Of Its Motion To Enjoin Second Filed 

O 

p . Action (including exhibits A-C), filed September 24, 2001; - . 

Motion Of Defendant Smith & Nephew, Inc. To Transfer Venue Pursuant To 28 U.S.C. §]404{a) 
@*, Cuicludmg cthibits A-B), September 13,2001; . .. 

p). Smith & Nephew's Complaint For Declaratory Judgment Of Patent Invalidity, Unenforceability And 

* _ Non-Infringement (including exhibits A-tQ, filed August 3 1 , 2001; ■ 

@. Smith & Nephew's Notice Of Related Case (including exhibits A— E), filed August 31 , 2001; 

^. Smith & Nephew's Notice Of Pendency Of Other Action Pursuant To Civil Local Rule 3-13 

D (including exhibit A), filed August 31, 2001. 

93. ArlhroCare's Statement In Opposition To "Smith & Nephew's Notice Of Related Case (including 
exhibits A-B), filed September 14, 2001; 

94. ArlhroCare's Statement In Opposition To Notice Of Pendency Of Other Action (including exhibits A- 
-€), filed September 14, 2001. , 

Finally, the following is a list of co-pending applications relating to the technology 
covered by the '536 Patent: ... 
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Application No* 


FQiiigDale 


OB/761,096 


05-Dcc- 1996 


09/026,852 


20-Feti4998 


09/04 1 .934 


33-Msr-1998 


09/258,516 


26-Ftb-1999 




30-Maf-2O0O 


09/7 09,033 


08-Nov-2000 


09/758,403 


1 O-Jan-2001 


" 09/766.J6S 


1 9-Jan-20Ql 


09/836,940 


17-Aur-20Q1 


09/134.542 


I3-Aug-1998' 


09/262.281 - • 


(W-Mar-1999 


09/314.247 


lK-May-1999 


09/438,592 


12-Nov-I999 - 


09/484,087 


18-]an-2000 


09/504,530 


15-Feb-2000 


■6&/273.612 


22-Mar-1999 


- 05/360,075 


23-Jul-1999 


39/197,013 


20-Nqv-1998 


tiS/629,25 1 


27-Jul-200O 


ti?/372.'!54 


1 1-Aur-1999 


£19/845.034 


27-Apr-2G0( • 


09/570,394 


12-May-20O0 


09/501327 . ■ 


09-Fcb-200Q 


(Wrn t nan 


^"""^TrT 


660 


03-Apr-1998 


09/338,842 


23-Jun-1999 


09/3^7,390 




09/062.869 


20-Apr-1998 


09/735.426 


J2-Dcc-2000 


09/354,835 


16-JuM999 


09/507J66" 


J8-Feb-2OQ0 


09/109,219 


30-Jun-1998 


03/477.832 


05-Jan-2000 


6O/299.094 


lS-Jun-2001 


• 09/357.774 


21-JuM999 


09/032,375 


27-F=M998 


09/457,201 - 


06-DCC-I999- 


- 09/586,295 


02-Jun-2flOQ- 


09/314,611 


19-May-1999 


09/361,674 


27-Jul-7999 


O9/79U04 


22-Fcb-200! 


09/293.231 


16-ApM999 


09/313.956 


18-May4999 


09/715,160 


20-NDV-2000 


09/313.957 


I8-May-1999 


60/276.863 


I6-Mar-2001 



04 ppliootianjNc" - 


fihae Dale ' 


• 09/162.110 


28-Sep-I998 


09/562.650 


01-Mayo?G0O ■ 


09/774.448 


30-Jan-2001 


09/482.141 


12-Jan-2000 


09/480,880 


10-Jan-2000 


09/074,020 


uu-rway-i>yfl 


09/562 496 


Ol-May-2000 


09/603 833 


26Juti-2000 


09/776 799 


05-Feb-2Q01 




20-Apr-200l 


09/780,745 . 


09-Feb-2D0] 


60/304.297 


O9Jul-2001 


09/57J443 


16-May-200O 


09/412.103 


G4-OcM999 


09/860.662 


i8-May-2001 


09/026.698 


20-Ftb-1998 ■ 


09/512.742 


• 24-Feb-2QOO 


09/478,729 ■ 


' 06-Jaiv-2000 


09/848,843 


03-May-200I - 


09/665.441 . 


19-Scp-2O0O 


09/765.832 


19-J»n-200I 


09/708562 


OS-Nov-2000 


09/689.264 H-Oct-2000 


09/676.194 


28-Scp~2000 


09/747.311 


2O-Dcc-2000 


09/679,394 - 


03-Oct-2000 


60/299.082 


18-Jun-2001 • 


60/299.095 


18Jun-200I 


09/796.094 


28-Fcb-2001 
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ArthroCare Corporation 
595 N. Pastoria Avenue 
Sunnyvale, CA 94086 
(408) 736-0224 
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CERTIFICATE OF SERVICE 

I hereby certify that on this 12** day of October, 2001. a true and correct copy 
af the document listed below was caused to be served on the attorneys of record at the 
following addresses as indicated: 

i . Information Disclosure Statement and Form PTCM449 



BY U.S . POSTAL SERVICE 
FIRST CLAS S MAIL 



n C. Fuess 
FUESS & DAVIDENAS ' 
10951 Sorrento Valley Road, Suite II-G 
San Diego, CA 92121-1613 : 



Q • 

q Execuled on October 12, 2001 at Sunnyvale, California. 



G 
W 



Katie Zarzaia '»• 
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Eggera et al. _____ 
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4, B05, 61G- 


02/21/89 


~ — ~ — 1 




■' 




■H- 




0S/23/89 




lis - 


'l66 7 








4,320,978 


05/01/90 


Colvin ; 


128 ' 


784 • 








4,936,281 


06/26/S0 


Staaz 


128 


660.03 




■ 




4,966,597 


10/30/90 


Gasman 


606 


50 


- 






5,009,656 


04/23/91 


Keiwels 


606' 


48 








5,047,026 


09/10/91 


Rydell 


606 


48 








5,047,027 " 


09/10/91 


Rydell 


606 


48 








5,084,044 


01/28/S2 '"- 


Quint 


606' 


27 








5,085,659 


02/04/92 


Rydell 


606 


47 








5,088,997 " 


02/18/92 


Delahuerga et al. 


606 


42 








S, 167, 659 


12/01/92 


Ohtotna et al. 


606.'. 


40 • 








5,171,311 


12/15/92 


Rydell et al.. : 


606 - • 


48 ' 








5,207,657 


05/04/93 




606 


40 








5;217,<59 


06/08/93 


Kamerling 


606 


<8. 








5,306,238. 


04/26/94 


Fleenor 


606 


42 








5,423,882 


06/13/95 


Jackntajt et al." 
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.127 . 








lyV03/95 


Janssen 


606 


41 
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Hoffusan ot al. . 
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*The Electrical 



j Biomedical Engineering; ■ *The Mechanism 



Picrcy H.D., J. R- A. t Gastroenterology V74, no. 3, pp. 527-534, 1978, 
"Electroaurglcal Treatment of Experiment al Bleeding Canine Gastric Ulce: 
Development and Testing oC a .Computer Control and a Better Electrode" 





Dennis, M. B-, Digestive Diseases auif Sciences, V24, no. 11, pp. B45-B4S, 
"Evolution Of Electroiulguratiou In Control of Bleeding ox Experimental 

Gastrin Kllcars" 




Barry, Kevin J., CRC Press, American Heart Journal, V117, pp. 332-341, **The 
effect of radiofrequency generated thermal energy on the mechanical and 
histologic characteristics of the arterial wall in vitd: Implications far 
radiafrequency angioplas-ty" 




Swain, CP, Gut V25, pp. 1424-1431, "Which Electrode?, A comparison of four: 
endnacopic methods of el eefcrocoa gelation in experimental bleeding ulcers" 




Tucier, Robert D. , Journal of Otology, VT.41 ppG62-6G5, "A Comparison of 
Drologic Application of Bipolar Versus Honopol&r Five French Electrosurgical 
Probes" ' • 




lee, Benjaadn I., JACC V13, no. 5, pp. -1157-1175, "Thennal Compression an 
Molding of Atherosclerotic Vascular Tissua with 0s« of Radiof reguency Energy; 
Implications for Radiofreguency Balloon Angioplasty" 


V 


Olsen MD, Bipolar Laparoscopic Cholecstectomy Lecture. (marXed confidential], 
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CONFIRMATION 



BY FAX AND MAIL- 

June 3, 2002- 

Perry Clark, Esquire 
Wed, Gorshal <fc Manges LLP 
201 Redwood Shores Parkwny 
Redwood Shores, CA 94<W5 



RECEIVED 

JUN 0 G 200Z 

Wa.G075HU4AUNGE5i[> 



S00 ArgueHo Street 
SwEfcn 

iw-«d cjc r .c--rj- grQ1 , 



Kx: 



AnhrocHrc Suit - Delaware 
USDC-D. DcL - CJL No. ul-504-SLR 



Dear Perry: - 

J have enclosed Smi<h<fc Nephew's supplemental invalidity responses for the 
independent claims asserted against (he Electrobladc and Saphyre products. These 
responses are subject to and made without waiving Smith & Nephew's previous 
objections to Anhro Care's discovery requests. ' We reserve the right to revise these 
responses as discovery proceeds. In particular, wc jescrve the right to revise these 
responses after we have received meaningful discovery on ArthroCarc's claim 
construction and infringement contentions, and after the Court has construed the . 
asserted claims. " • " " 
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Smith & Nephew's Second Supplemental Response He Invalidity 
. m addition lo lis previous ohjecrions, and without waiving any of those 
objections, Smith & Nephew also objects to providing its invalidity contentions at this 
time, since ArfhroCarc has refused lo provide any of its contentions with respect to 
construction of the claims of its patents. Accordingly, Smith & Nephew reserves the 
. right to supplement, amend, or otherwise modify lis invalidity contentions as the case 
proceeds, "fiad particularly aflcr ArthroCare provides its proposed claim - constructiott 
and/or after the Court construes the claims of ArthroCare's patents. 

Nevertheless, as of the present time, Smith A Nephew incorporates its previous 
responses by reference, and further responds as follows: 

Certain of South &. Nephew's invalidity contentions arc based on invalidity under 
35 U-S.C § 1 02 and/or § 1 03 in view of certahxprior art references. In the interest of 
brevity and convenience, rather than repeat the full names of those references in 
connection with each such contention, Smith Sc. Nephew will instead refer to those 
references by number, in accordance with the following tabic: 





Issue/ 
Puh'u 
Date 


Patent Number/ 
Publication 


Invenior/Auincr 


Tide 


1 


08/16/33 


US 2,056,377 


F.C. Wappler 


Electronic Instrument 


2 


05/00/69 


Bio-Medical 
Engineering 206- 
216 


AX Debbie 


The Electrical Aspects of 
Surgical Diathermy 


3 


06711774 


US 3,815,604 


Conor C. O'Malley, 
KnlpliM-Hcintz. Sr. 


Apparatus For Intraocular 
Surgery 


4 


08/13/74 


US 3,628,780 


Charles F. Morrison, 
Jr. ' 


Combined ElcctrocoagulfliQr- 
Surfon Instrument 


5 


01/00/75 


IEEE 

Transactions On 

Biomedical 

Engmcering 


WaiiomlvtHonig 


The Mechanism of Cutting in 
Elcctrosurgery 
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# 


lS3U«/ 

PuVn 
Bate 


FatcniNumiicr/ 
Publication 


' Inventor/Author 


Title 


6 


08/26/75 




KadStarz 


Electric Surgical Instrument 


7 


11/18/75 


US 3,920,021 


Siegfried HHicbrandt 


Coagulating Devices 


8 


J 00/00/76 


Acta- 

MccKcolcchmca 
(Mcdirinal- 
Markt).YaL24, 
No. 4, 1976129- 
134 


E. F.Lsasscr and E. 
Roos. . - * 


Uber cin Instrument zur 
leckstromfraen transurethralen 
Resection (Concerning An 
Instrument -for Transurethral 
icsection without leakage of 
current) 


9 


02/24/76 


US 3f,939,839 


Lawrence E. Curtiss 


Rcsoctoscopc and Electrode 
■"Therefor 


10 


07/20/76 


US 3,970,088 


Charles F.Morrisaa 


Heetrosurgical Devices 
Having Scsquipobr Electrode 
Structures Incorporated 
Therein 


. J I 


01/07/77 


2 313 949/ 
N76 17587 


Siegfried HiMchntndt • 
et Ludwig Bonnet . 


Bouclc dc sectionncmcnl a unc 
ou deux branches pour " 
resertoscope 


12 


00/00/78 


G a^liocoCcrology, 
VoL74,No.3, 
527-534,1978 - 


ULA. Pieiccy, M-D., 
D,C Auth, Fh.D, 
PJL, FJE. Silverstiein,' 
MJ3.,RR-Wllkrd, 
Fb.D, M.B.Dennis, 
D.V.M-, DJM. 
Bkison,B.S.,DivL 
Davis, M-S-E.E.PvX. 
Protell, MJ). and 
C.EL Rubin, MJ3- 


Electro surgical Treatment oT 
Experimental Bleeding Canine 
Gastric Ulcere Development . 
and testing of a computer 
control and a better electrode 


13 


omim 


US 4,074,718 


Charles F- Morrison, 
Jr. 


Electrosurgical Instrument 


14 




US 4,092,986 


Max Sclindderman 


Constant Output 
Electrosurgical Unit * 


V 




US.4,U6,19S and 
its file history' ' 


EberbaxdRoos ■ 


Electro-Surgical Device 


16 


11/00/79 


Digestive . * 
Diseases and 
Sciences, Vol. 24, 
No. 11, 845448 


MM. Dennis, J. 
Peoples, R-Hulctt, 
D-C.Aurh.RJL 
Protell, C-E. Rubin, 
and F-E Silverstdn 


Evolution of Elccrrorulguradon 
in Control of Bleeding of 
Experimental Gastric Ulcers • 
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Patent Number/ 
Publication ■ - 


Inventor/Author 


Title 


17 


01/0US0 


US 4,181,131 


HhaoOgjo 


High Frequency 
ElectrGsurgical Instrument for 
Cutting Human Body Cavity 
Structures 


18 


01/22/80 


US 4,1 84,492 


Hans H. Weinke, 
Gerhard 

Ffaehenecker,Kari 

Fastcnmder, 

Fricdrich 

Laraistarfer, Heinz 


Safety Circuitry for High 
Frequency Cutting and r 
Coagulating Devices 


19 


11/11/80 


US 4,232,676 


AndnrwHcrczng ' 


Surgical Cutting Instrument 


20 


02/03/81 


US 4,248,231 . 


Andrew Herezog and 
Jam es A. Murphy 


Surgical Catting Instrument 


21 


02/00/82 


CRC Press, 
American Heart 
Journal, Vol 1 17, 
332-341 

• 


Kevin J. Barry, Mi, 
Jonathan Kaplan, 
MD, Ejivmarxl J. 
Connolly, PkD, Paul 
NatdrJlt, BS, 

Benjamin L Lee, 
MD, Gary J. Becker, 
MD, Bruce F. "Waller, 
MD. and Allan D. • 
Csllovc, MD, Pfi.D ' 


The effect of iad»oirequcncy- 
geactalcd thtmsaJ energy on 
the mechanical and histologic 
characteristics of the arterial 
wall in- vivo: Implications for 
rajdiofrcquency angioplasty 


22 


04/27/82 


US 4,3215,529 • - 


James D. Doss and 
Richard L. Hutson 


Coraeal-Sbaping Electrode 


23 


04/26VS3 


US 4,381,007 


James I>. Doss 


Multipolar Coraeal-Sbaping 
Electrode with Flerible 
Removable Skirt 


24' 


00/00/84 


Cui, 25, 1424- 
1431 


CJ?.Swain,TN 
Mills, E. Shctnesh, 
Julia M- Dark, MIL. 
Lewin,/^. Clifton, 
T.CNorthficl'iPJ3. 
Cofioc, and PJL 
Salmon 


Which Electrode? A 
comparison of four endoscopic 
methods of electrocoagulation- 
in experimental bleeding ulcers 



104 



Jim 19 OZ. Ili-t7a Pthrocare t^R ] 530-31-13 f.lO 







Ismd 
Pub'n 
Dale 


Patent Kuwbtr/ 
PuMi cation 


Tjnveiilor/Autiror 


Tide 




25 


00/00/85 


Urologies! 
Research 13:99- 
102 


J.WA Ramsay, K/L 
Shepherd, M. Butler,, 
PJT. GosEiig. RA. 
Mfllcr, DMA. 
Wallace, H.N. 
Whitfield . 


A Companion of Bipolar arid 
Monopolar Diathermy Probes 
in Experimental Animals 


\D 




06/00/85 


JACCVoI.5,No. 
6, 13B2-6 


Cn-ndis J. S'bjjcr, 
MSc,CalharinaE. 
Essed, MD, Johan 
CH. Sfiunrblcrs, 
BSc, Nicokas Bom, 
PhJ>, Patrick W- 
Scmiy5,MD, Gccrt 
T.Mccster.MD, 
FACC 


Vaporization of 
Atherosclerotic: Plaques by 
Spark Erosion 


5 
G 


27. 


10/22/85 


US 4,548,207 


Harry G. Reimels 


Disposable Coagulator 


0 

ui ■ 
' m 

0 




05/27/86 


US 4,590,334 


Jerry L Malis, 
Leonard L Mails, 
Rnbert R- Aeorccy, 
David Salt 


Bipolar Outtcr/Coagtibitor 


H 

u 

¥■ 
¥■ 

\R - . 


29 


00/00/87 - 


Kardjologie, 
KardioL76: Su P p. 

CI, 07-*/ 1 


CXSb£er,A_C. 
PbafCCJiEssed, 
J.CLH. Schuuitlcra, 
N. Booi, V.A. 
Vandeabroucke, and 
P.W.Semrys 


Spark Erosion of f 
Arteriosclerotic Plaques j 

• . i 


S 

m 


30 


04/23/87 


US 4,660^71 


Stanley R.H«s, 
Tern Kovacs. 


Percutaneous Lead Having j 
Radially Adjustable Electrode 








1 1*2 A fin A JOO " 


flaviri «?~r* Pnn 
U3YIQ 0.' — rao 


Coaxial BipoUir Probe 




32 


07/00/88 


Yallcylabfart 
Number 945 100 
102A 


Vallcylab.Inc 


Surgistat Service Manual 




33 


11/22/88 


US 4,785,823 


Philip E. Eggoa, 
Robert F.Shaw 


Methods And Apparatus For 
Performing In VSvo Blood 
Thermodiluf ion Procedures 


■ 


34 


00/00/89 


SPIEV0LIO68 
Catheter-based 
Sensing and* 
Imaging 
Technology 


PmilCNardella 


Radio Frequency Energy and 
Impedance Feedback J 

" ■ ' -- I 
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Pub'n 
Dale 


Patent Number/ 
Publication 


Inventor/Author 


Title 


I 


35 


00/00/89 


The Organizing 
Committee of the 
7*Wodd 
Congress on 
Endourology and ' 
ESWL 

Foundation for 
Advancement of 
International 
Science 


Robert Tucker and 
Stefan Locning 


A Bipolar FJcctrosurgi&al Turp 
Loop 




36 


comm 


US4.S05.6I6. 


David S.C. Pao 


Bipolar Probes for Ophthalmic 
Surgery and Methods of 
Performing Anicrior 
Capsulatomy 


□ 
c 


37 


03/00/89 


Journal of 
Urology Vol 
141,662-665 


Robert D. Tucker, 
Eugene V. 
fCramoIowsky, Eric 
Bedell and Charles E. 

Plats 


A Cornparisan of Urologic 
Application of Bipolar Versus 
Monopolar Five French 
Eiectro surgical Probes 


c 
a 


38 


O4/0O/89 


JACCVol. 13 
"No. S. 1167-75 


Bcrjaxrun L Lee, 
MD, FACC, Gaqr JL 
Beekcr, "MD, Bruce 
F. Waller, MD, . 
FACC. Kevin J. . 
Barry, MS, Raymond 
J.'ConoolIy, PhD, 
Jonathan JCaplan, 
-MD, Alan RJ 
Shapiro, MS, Paul C 
Nardcua,BS 


"Thermal Compression and 
Molding of Aihcrttfclcrrjtic 
Vascular Tissue Wrth Use of 
Rfldiofrcqucncy Energy: • 
Implications for 
Radjofrctjucncy Balloon 
Angioplasty 




39 


04/15/89 


US 4,823,791 


Frank' D- D'Arnclio, 
Dawn M. DeLcmos, 
DominickG. 
Esposito, Michelle D. 
Maxfidd, Claude E. 
Pctatnd, Robert H. 
Quint - 


El cctm surgical Probe 
Apparatus 


i 


40 


C5G3/3? 


US4,832,04« 


Donald Cohen 


Suction Ablation Catheter 


1 


41 


00/00/90 


UroIogtcaJ 
Research 13:291- 
294 


RJD. Tucker, E.V. 
Kxamolowsky, and 
CLE. Piatt 


In vivo effect of 5 French 
bipolar Rod monopolar 
electrosurgical probes on the 
porcine bladder 
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Issue/ 
PuVn 
»*<e 


Patent Number/ 
Publication . 


Inventor/Author 


Title 


4 


02/00/90 


Journal of 
Urology Vol. 
143,275-277 


Eugene V. 
Kramotowsky and 
Robert D. Tucker 


Use of 5F Bipolar 
, Hcctrosurgkal Probe in 
Endoscopic Uroiogucal 
Procedures 


43 


04/05^0 


WO 90/03 152 


John CoosidiiK, John 
Colin 


Hlectro- surgical Apparatus for 
Removing Tumours from 
Hallow Organs of ibe Body 


44 


05/01/90 . 


US 4,920,972 


David P.Colvin 


Method and Apparatus for the 
Endoscopic Treatment of Deep 
Tumors Using RF 
HypcrOicaxniB 


45 


06/05/90 


US 4,931,047 


A! mi. Broad win, 
CharteVassallo, 
Joseph N-Eogan, 
Robert W.Horsicin 


Meiiwjd and Apparatus For 
Providing Enhanced Tissue 
Fragmentation And/Or 
Hemostasia 


46 


06726790 


US 4,93 6,28 1 


Peter Stes? • 


UltraaonicaHy Enhanced RF 
Ablation Catheter ' 


47 


jCWO/90 


US 4,966",597 


EricR. Cosman' 


Tbermamclric Cardiac Tissue 
Ablation Electrode with Ultra- 
SensiUve Temperature 
Detection 


.48 


12/11/90 


US 4,976,711 


David J. Parifls, Mark 

A.Rydell,Feto 

Slasz 


Ablation Calheier With '. 
Selectively Deplorable 
Electrodes 


4? 


12/25/90 


US 4,979,948 


LessIieA-Geddes, 
IviarvtoH. Hinds, Joe 
D. Bouriand, William 
D.Voorbccs' 


Method and Apparatus for 
Thermally. Destroying A Layer 
of An Organ 


50 


03/21/91 


DE 3930451 Al 


Ellen Hoffimnn, 
Gerhard, Stebbcck, 
RmJiMattmuIlcr 


Vorqchtungfurdic " ! 
Hochfxcquenzkoajrd&tion vers i 
biologrschem Gewebe 


51 


04/1 #91 


US 5,007,908 


MarkARydeU 


Electrosurgical histnirnent 
Having Needle Cutting 
Electrode And Spot-Coag 
Electrode 


52 


04/23/91 


US 5.009,656 


Harry G. Rcimds 


Bipolar Electrosurgical 
Instrument 


53 


07/30/91 


US 5,035,696 


M^ifcARydell 


Elcctrosurgicel Instrument .for 
Conducting Endoscopic 
Retrograde Sphincterotomy 1 
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Issue/ 
Pub'n 
Date 


Patcfll Number/ 


lovenfor/Au tbor 


Title 


54 


09/00/91 


Journal of 
Urology VoL 


Eugene V. 
Klamolowsky and • 
Robert D. Tucker 


EJectrosurgery 




rtQ/in/oi 


j,os /,uzo 


\AarV- A VlvAfW 

ivinriL a* jtyucii 


Electro surgical implement For 
Tunneling Through Tissue 




oo/m/OT 
IWIU/yi 


Uii 3,trJ IJJMt 


Marie a. Kyocii 


Tumor Resector 


57 


10/07/91 


Bipolar 
Laparoscopic 
Cholecystectomy 
Lecture 


Dr. Ohcn 


B ipolar Laparoscopic 
Cbolccystcctomy 


58 


01/14/92 


US 5,080,660 


Terence J. Bucbia 


Electrosurgical Electrode 


59 


01/25/92 


US 5,084,044 


Robert H. Quint 


Apparatus for Endometrial 
Ablation and Method of Using 
Same 


60 


02/04/92 


US 5,085,659 


MarkA-RydclI . 


Biopsy Device With Bipolar 
Coagulation CapabOity 


61 


02/JS/92 


US 5,088,997 . 


Louis Delahiierga, 
Robert B. Stoddard, 
Michael S. KJicek 


Gas Coagulation Device 


62 


03/24/92 


US 5,098,431 


MarfcA-Ryddl 


RF Ablation Catheter 


63 


04£2S/92 


US 5,1 08,391 


Gerhard 

FlacbcDcckcr, Karl 
Fastcnracier, Heinz 
lindenmcier 


High-Frcqucncy Generator For 
Tissue Cutting And For 
Coagulating In HJgh- 
Frequeocy Surgery 


64' 


05/12/92 


us5,ii2>3tj 


Shinichi NishigaJd, 
ShiroBito 


Resectoscopc Apparatus" 


65 


06/16/92 


US 5,122,138 


Kiui 1L Mnnwaring 


Tissue Vaporizing Accessory 
and Method for an Endoscope 


66 


12/01/92 


US 5,167,659 


Naoki Ghtomo; 
Shizu'o Nirjomiya 


Blood Coagulatiog Apparatus 


67 


12/15/92 


US 5,171,311 


Markj<LRydell, ■ 
David J. Pmtos, 
StcvcnVf. Bcrhow 


Percutaneous Laparoscopic 
Cbolectcctoroy instrument 


68 


03/30/93 


US 5,1 97,963 


David J. Parins 


Hectrosurgkatf Instrument with. 
Extendable Sheath for 
Irrigation and Aspiration 


69 


05AH/93 


US 5,207,675 


Jerome Canady 


Surgical Coagulation Device 
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Pub's 
Date 


Patent Number/ 
Publication 


Inventor/Author 


Tifle 


70 


os/oa/93 


US 5,217,459 


William Kanictling 


Method and Instrument for . 
Performing Eye Surgery 


71 


04/26/94. 


US 5,306,238 


Richard P. Flccaor 


Laparoscopic El ex; tra surgical 
Pencil 


72 


06/13/95 


US 5,423,882 


Warren M Jackman, 
Wilion W. Webster, 
Jr. 


Catheter Ha vix^ Hlectrode 
With Annular Recess and 
Method of Using Same- 


73 


10/03/SI5 


US 5,454,809 


Ml child JansscQ 


Electrasnrgical Carhcter And 
Method For Resorwag 
ArtberoscJeratic Plaque By 
Radio Frequency Sparking 



1. U.S. Pa t ent Wo- 5,697 (" the 'S3fi patent") 
A- Claim 45 

Smith & Nephew contends that claim 45 of the '536 patent is anticipated by at 
Icmst each of the following references: 3, B-. 9, 12, 15, 16; 1 8, 19, 20, 21 , 22, 23, 24, 25, 
26, 27, 23, 29, 31, 35, 36, 37, 38, 41, 42, 43, 45, 46, 48, 49, 51, 52, 53, 54, 57, 65, 66, 67, 
70. 

Smith & Nephew also contends that claim 45 of the *536_patcnt would have been 
obvious io one of ordinary skill in the art at the time of the invention in view of at least 
each of the following combinations of references, which Smith & Nephew contends 
would rwvc been' combined for at least the folio wing reasons: 



Combination 


■ Motivation to Combine 


Any one or more of 1, 4, 5, 6,7,10, II, 13, 
17, 30, 33, 39, 40, 44, 50, 55, 56, 58, 60, 
61, 62, 64, 68, 69, 71, 72, 73 with any other 
one or more of the anticipating references 
listed above, ' 


Each reference is directed to the same 
problem — applying electrical energy to a 
target site on a patient's body structure. 


Any one or more of 2, 34, 47 with any one 
or more of the anticipating references listed . 
above * 


Each'icfcrcDcc is directed to the same 
problem — applying electrical energy to a 
target site on a patient's body structure. 
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Combination 


Motivation la Combine 


59 wish any one or more of the anticipating 
inferences listed above' 


Each reference is directed to the same 
problem - applying electrical energy to a 
target «le on a palient'3 body structure. 



" Attached as Exhibit A arc tables showing, for each reference, where the 
limitations of claim 45 of the '536 patent may be found in the reference. 

Smith & Nephew also contends thai claim_45 of the "536 patent is invalid for ihc 
reasons given in EihJ con's Motion for Summary Judgmenfof Invalidity for Failure to 
Satisfy (he Requirements of 35 U.S.C §§ 102-303, Ethicon's Motion for Partial 
Summary Judgment of Invalidity for Failure lo Satisfy the-Reqiiiremciits of 35 U.S.C 
§ 1 12, and supporting papers filed in ArthroCart Corp. v. Elhicon, Inc^, Case "No. C-98- 
O609 WHO(NJJ. CaL). 

Z US. Patent No. 5,637,832 fibe 882 natcuM 
A. Cl.»n23 

- .Smith & Nephew contends that claim" 28 of the '882 patent is anticipated by at 
least aich of the following references: 5, 8, 12, 15, 21, 25, 26, 29, 4 1, 42, 44, 45, 57, 61, 
£5. • • 

Smith & Nephew also cooteads that chum 28 of the '882 patent would have been 
obvious to one of ordinary skill in the art at the time of the invention in view of at least 
each of the folio wing combinations of references, which Smith & Nephew cooteods 
would have been combined for at least the following n 
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The '534 Patent 


Reference No. I 


45. An dctocrmrgicil system foe applying electrical 
energy to a tarx d stfeoa a structure wrtlui or on a 
patient's body, the system comprising: 






supply, see, c.gA coL I, lines 15-27 


an tiectrocurjicil probe cotnprijinj a shaft having a 


Reference No, 1 discloses -an electros urgkul pmbr. 
distal 'cod, see, e^g, coU, itnei 40-55. Fi£.I. 


an dcctnxk Icnaina] disposed nor the distal ad, 
tad 


Reference Ho. 1 discloses an electrode terminal 
disposed the distil end, see, c\fc, coL 1, Vtaei 
<0-55,FIg.l. 


a connector near the proximal cod nf the siou* 
electrically coupling the electrode terminal la the 
elcctrosurgicnl power supply; 


Reference No. 1 discloses a connector near the . 
prcxanii end or the shaB electrically cooping the 
dectrode tcrmiosl to the elccirostiqpeil power 
supply, sec, eg, col I, lines 40-35, Fig. 1. 


• return oleclrmle electrically coupled to the ' 
clcctrosurgl'cal power supply; and 


Reference No. 1 discloses a return electrode 
electrically coupled to the etectrosurfpci) power 
supply, see, e,g_, cot, 1 . lines 15-27. 


an electrically conducting fluid supply for direction 
electric* Uy conducting flak) to the target she such 
(bat - . • 




the clccirically crjudiicLUig fluid generates a current . 
Bow path between the return electrode and the 
electrode rermtnat 




""The Gkcirfcti P«fwWsi» 


The "536 Palest 


Reference No. 2 j* 


^15. Afl cltctraiOTpc»t system for Rjjjilyiuj; clcrfrict 
erierey to a tareel sfte cm a structure vn'tib or ohj 
patients body, the system conjnrauig: 


' i 


a high frequency power supply; 


PefcrcriocNo.2 discloses ahidlirco.ucney power j 
supply, sec, eg-, p 207. I 


an elcetrosurgical prate camprising a shaft having * 
proximal end and a disal end. 


- 1 


an eicctnxJe terminal disposed near the distal end. 




B connector new the ptowinal end of the shaft 
ejectttadjv ctwpltflg thc'electrodc terminal Jo die 


. . \ 


a return electrode electrically coupled to u» 
electmurEical power supply; and 


Reference No- 2 disdoses • return rjertnjde 

supply, see, e-g^ p. 207. 1 


an electrically conducting flaicl supply for directing 
electrically conductine fluid to the target site such • 
uul 


\ 


the electrically conducting fluid generates a carteot 
flow path between ibe return dectrode and the . _ 
electrode tcrminaL 


■ ■ 1 
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• - • Tii? '536 Patent 


Reference No. 3 . 


45. An el cm vs urgical system for allying electrical 
energy to a target site on astro dure widuD ce on a 
panc-iCs body, the system comprising:. 




J high frequency pover supply; 


Reference No. 3 discloses ■ high frequency power 


ineiectreeurgkal probe coin prising * .shaft having a 


Reference No. 3 discloses an ckctnosurjicai probe 
comprising a shaft haviojj a proximal cod and a 


m electrode lerainji dispetted near the distal end. 


Reference No. 3 discloses an electrode lennhul 
dispersed near the distal end. sec, cj, coL 1, line 
10— co L 9 line 1, 


1 connector near the proximal end of the abaft 
electrically coupling the ckctrode terrain*! to Uio 
clcctnwurpesl power supply; 


Reference No. 3 discloses a connector near the 
prtntiiQal end of the shaft electrically coupling the 
electrode terminal to the clcctmsurgicaj power 
nipply, see, e^ col. I, line 10-coL 9, line 8. 


a tcmni elecnodc electrically coupled to th£ 
cJcctrcesuiBieal power supply; and 


Reference No. 3 discloses a return electrode 
electrically coupled to the elocrrosiirgical power 
aupph/ see, eg., col.3. line 48 - coL 4. line 14. " 


an electrically cooducaut B fluid supply for directing 
electrically conducting fluid to the fafgei site such 
that ** " 


Reference Nq. 3 discloses »o elccrricaJly conducting 
fluid supply for directing electrically conducrirrj 
fluid to the target rile, see, e.g_, coL 9, lines 9-25. 


the tlcctntnlfy conducting Uaid jetverctej a Current 
Covr path between the return electrode and die 
electrode terminal. 


In Reference No. 3 the dcctucjUy conducting fluid 
generates ■ current flow path between the return 
electrode and the rlecirodc terminal, sec, e.g., col. 9. 
Ut.es 90S. . .. 




Tbc '536 1" stent 


RcfcrrnDcNo.4 


45. An clci rxojur^icaj system for jppiyinr, electrical 
energy to a target site on a stntcosre within or on a . 
padenrs body, tie system comprising; 




a high frequency power Supply; 


Reference No. 4 discloses » high frequency power 
sapply.see, e.g, coL l,rrae5-col.2,rineZ 


an elcetiosurgicai p»obc comprising a shaft cavhg i 
proximal cod and a distal cad. 


Reference No. 4 discloses an electrosurgiesj probe . 
comprising a shaft having a proximal cad and a 
distal end, see, eg, coL 1 : , fine 5-col 2, line 2. 


an electrode terminal disposed near Bie disral end, 


Reference No. 4 discloses an electrode terminal 
disposes} near the distal end, see, ejj_. col-] , line 5- 
cdI.2, Imc2_ 


a connector near the proximal end of the shaft 
electrically CoupltaE ^he electrode terminal lo the 
electroiurgkal power supply; 


Reference No. 4 discloses a connector near the 
proximal end of the shaft electrically coupling £bc 
electrode terminal to tbc ijectrosurgical power 
supply, sec, eg, cot. 1, Imc 5-col. 2, line 2- 


a return electrode electrically coupled to the 
elcctiosuigical power supply; and 


Refcrertce No, A discloses a return electrode 
electrically coupled to the clectrosurgicaf power 
uppiy, see, e.g., col. 1, line 5-coL 2, lincZ 


an electrically ewwlaciiag fluid supply for drecang 
electrically conducting Quid to fee target site such 
that 




lire ekdrically conducting fluid jjeomles a cmfeni 
flow path between tie return electrode and the 
electrode terminal. 
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Tte '536 P2C13: 


Vltefereuice No. 5 


energy toa £ir£ct 'Abtoai rondure wicfiin. or oa a 
patients body, the system ainipramg. 






supply, see, e.£_, pages 58-60. fr^ency p 


an clcnrtrsurEtcal probe comprising 1 ikafi having! 


fief erccec No. 5 discloses ah eiettrcoargicaj probe 
comprising a shaft In vine a proiinil end and a 
distal carl, ice, c_£_, pages 5«-60. - . 


arj electrode Icrepinat disposed near the dtml cad. 


Refercojcerrio. 5 discloses, an electrode termini 
disposed near the distal end, see, e^., pages 


a connector sciribc proximal nxi of the intfl 
electrically coupling the efcaixxie terminal fa die 
clcetrosurgical power supply; 


Reference Ko. 5 discloses a connector near (he 
proxfatil end of the shaft electrically coupttog the 
electrode terminal to the. clec trtmirpcal power 
jupply, see, pages 38-60. 


1 return electrode electrically couplet} lo lie 
dectrosurgjcnl power supply, and 


Reference Wo. S discloses a return electrode 
electrically coupled to the elexrirosorgicsl power ' - 
supply, see, pages 5S-6D- 


no electrically conducting fluid supply for dieding 
electrically contltictkig fluid to the target site soth 




£ne elecoicruy conducting fluid generates a current 
flew pub between the return electrode sod the 
electrode terminal. - . 




3 ',Ol Vil^.. 


The *536 Talcnl 


Reference No. 6 


-C5- An cIcctrtmiiElcal zyjXcm lot applying ciccnical 
energy to a target sSc on s structure Yfiririri or 00 a 
uaiicof j body, the system coo prising: ' . 




(l high frequency power supply; 


Reference No- 6 discloses 0 high, frequency potver 
supply, see, e.g, cot 3, lines 3-7,. "' 


an clcctrosnrjica] probe comprising a rhafl having a 
praxircxl cad and a dirul cod. 


Reference No. 6 disclose* an dectrosurgical probe 
comprising a shaft having a.pnnimal end and a 
distal end, see, cg^ coL 3. lines 3-7, f ig. I-Z. 


an electrode terminal disposed near the. distal cod, - 
and 


Reference- No. 6 discloses an electrode terminal 
efts posed near die electa] end, see, c-g_, col. 3. lines 3- 
7,Hg.I~2. . I' 


1 cannector nor the proximal end of the shaft 
electrically coupling the electrode terminal to the 
eicctroairgieal power supply; 


Reference No. 6 discloses a connector near the 
proxinst end of UK shall electrically coupling the 
electrode terminal to the eJcCtrqsutgicaf power 
supplyjsee, e^., coL 3, lines 3-7, Fig 1-2. 


a return elccttwkriecSricaliy coupled to the 
dectroiurgical power supply; and " 


Reference No. 6 diselmes a return electrode 
electrically Coupled to uSc eleenrosurgkal power 
supply, see, eg, col. 3, lines; 3-7. 


an electrically conductinj; fluid supply for directing. 
rJecaricOiy conducting fluid W the target site such .- 
that 




the electrically condnctiog fluid generates a currcst 
flow path between the return electrode and the * 
electrode terutfnnL 
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The '536 Patent 


Reference No. 7 


45. An dcctrcsurgjcal system for spplying electrical 
energy to a target site Ml 4 structure -within or on « 
patient's body, the system compriiing; 




a. high frecticncy power supply; 


Reference No. ? discloses a high freijucocy power 
supply, see, eg., col. 2, lines 44-66. 


proxloa*] end sad a distal cud. 


Reference No, 7 discloses an clccnosingical probe 
cocvprising a shaft having a prorirna! end and a 
distal end, tee, eg^, coL4. lines +-19; coL2. lines 
U-66. . '• 


an electrode terminal disposed Bear the distal cod, 
and 


Reference No. 1 discloses an electrode Ccnnlcul* 
disposed near the distal end, see, eg .cnl.4, lines 4- 
19; cot 2. lines 44-65. 


i connector ntai the prpxiras] tad of the ibafl 
clectrnsurpa'l power supply; 


Reference No. 7 discloses a connector near lie 
proxinal end of the shaft electrically coupling the 
electrode terminal to Ibe cVcetrawrgJcxI power 
supply, see, e.g,enl. 4, Unest 4-19; cot 2, lines 44- 
66. - 


■ return electrode electrically coupled to ibe 
elecrrosurgkat power supply; and 


Reference Ho. 7 discloses a return electrode 
clcciricalfy coupled to the electrosurgicaj power 
ruppiy, £«*,«_£., col. 2, lioo 44-G6. 


an electrically inducting fluid supply for directing 
electrically conducting Cuid to the target site sack 




die ctaiicilly cotvducrini; fluid xcncntcs.a currcat 
flow path between the return d ecu ode and the 
eleetnodr, trrrninal. 






The "536 Trtetit 


Reference No. 8 


4i . An clcetrosttrgicat system for applying electrics! 
energy to a tacgd site on a structure within or on a 
patient's body, the system comprising; 




a high frequency power supply; 


Reference: Ho. 8 discloses * high frequency power 
snppry, see, c.p. p. I. 


an de*rrasurgiea| probe comprising a shaft having a 
proximal end sod a distal end, • 


Reference No. 8 disci cries an electro surgical prahc " 
comprising a shaft having a proximal end and a 
distal end, see, eg, p. 3,7. - 


an electrode terminal disposed near the distal cad, ■ 
and 


Reference No. ? discloses; an electrode terminal 
disposed 1 near the distal end, see, e_g^ p. 3, 7. 


a conottJor near the pioxiio it end of the shaft 
electrically coupling the electrode terminal to the 
cleetnnurgical power supply; 


Reference No. 8 discloses a connector near the 
proximal end of the shaft electrically coupling 1he 
electrode terminal to tho elcctrotfurgicaJ power 
supply, see, C.J., p. 3, 7. 


* return electrode electrically coupled to the . 
electro surgial power supply; and 


Reference No, t discloses a return electrode 
electrically rxwptcd to ihe eterosurgial power 
supply, see, e.*, p. I. 


an eJcttnaUly conducting fluid supply for directing 
electrically conducting fluid to the target site tuch 

That 


Reference No, I discloses an electrically conducting 
fluid supply for directing electrically eonductinc 
fk-'id Id the target srte, ace. e^, p. 4-5. 


Ibe electrically conducting fluid generates a current 
flow pari between the return dectrode: and the 
dcenode fciminat 


In RefocncflNo. 1 the elearically condaeting fluid 
jencjate a current Cow path between the return 
electrode and tbo electrode terinini], see, e£_, p, 4- 
5. 
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The '536 Patent 


Reference No. 9 


■45. An elcctrosurginl system "for *p plying electrical 
energy to a target sac on a structure widiit or on a 
portenfj body, tie system cornpriiingi 






Supply, see, e.g, coL 2, fines 33-52. 


^^^^^ 


Reference No. S diccloia »n cJcctrtieurgicml probe 
distii^d,^ eg, coL 2, lines 4<W3. 


m electrode tennuut deposed near die distal cod, 
»Dd 


Reference No. 9 discloses ma electrode terminal 
disposed near tic distil end, see, coL 2, lines 


j connccusr near Die pnusml end of lie ibift 
electrically caupung the electrode lenntnil u> ihe 
clcctmnirgial power supjiiy; . 


Reference No. 9 disci aid a connector near the 

electrode terminal in die cksOraurgieU power 
supply, see, eg, coLZ. fines 40-63. 


a return electrode ekanatty coupled to the. 
elcaronipcal power supply; end 


Reference Ka. 9 discloses 1 return rlonrode 
electrically coupled to I be clectnasurgical power 
supply, see, e.g., coL 2, lines 33-52. 


sn electrically cooducrine fluid supply for directing 
electrically conduaing fluid lo tbe target sue such 


Re/crcace N«. 9 discloses an electrically conducting 
fluid supply for directing electrically coaductrag 
fluid to the tMgel tile, See, eoL^ lines 40-«_ 


the electrically conducting fluid generates 3 current 
flow pith between die return clccaodc end tho 
electrode terminal 


In Reference No. 9 tic electrically conducting fluid 
generates a current flow path between the return 
electrode and the electrode terminal. See, c^, coL2, 
lino ^0-63. 



The J 536 Tfitcttf 


Reference No. 10 


45. An ekcfrosurgical system for applying electrical 
energy to a tnrget dtc co a structure within or on a 
patient's body, the jyjieni eomprisfog: 




a high frequency power supply; 


Reference No. 10 discloses a high frequency power 
supply, see, e.g^ coL 4,'Jines l*-28. 


an electrumixical probe comprising 3 3 haft having a 
pioiimjJ end and a distal end, 


Reference No. 10 discloses an clcarasargicai probe 
comprising a shaft having a proximal end and a 
distal end, sec; eg'., coL 4, lines U-2Z. 


an electrode terminal disposed near th c disod end, 
and 


Reference No. 10 discloses an electrode terminal 
disposed near the distal end, see, e-g_, col 4, lines 


a ccnucctor near the proximal cad of the; shaft 
electrically coupling tbe electrode terminal to the 
ejectroaurr/eal power supply; 


Reference No. JO discloses a connector Dear the 
prwdaial end of tbe shaft electrically coupling the 
electrode terminal to the clccbosurglcal power 
supply, see, cg^ coL 4, lines 18-28. 


a return electrode electrically coupled to tbe 
dcctrcsurgical power mpply; and ' 


Reference No. 1 0 discloses a re Dim electrode 
electrically coupled to tbe eicetrosuigical power 
supply /jee, c*, col. 4, lines I t-7t. 


an electrically conducting fluid supply for ttirccting 
ckctrkaiiy canduoiug fluid to the target silc such 
that 




the electrically conducting fluid generates a or/rail 
flow padi between tbe ream electrode nnd the 
electrode terminal. 
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1 The '536 Patent 


Reference No. 11 


45. An tlcctrasnrgictl system for applying electrical 
energy to i target silt on % structure within or oo a 
patient*! body, the system comprilbg: 




o bigti frequency power supply; 


Reference No. 1 1 discloses ■ high frequency power 
"Wly.scc.e_fup.2- 


an cfcctrnsutglca! probe comprising s shift having a 
proximal raid and 9 dlstd end. 


Reference No. 1 1 discloses an etc^osurgicai probe 
enmprisirtg a shaft having a r^tnimal cod and a 
distal cad, see, e.;^, p, 2. 


an dtetrode terminal disposed near the distal cod, 


Rcfcrencc No. 1 1 discloses an electrode tenninal 
disposed near the distal end, see, eg, p. 2. 


a connector near the proximal cod of the shaft 
t locBosurEicai power supply; 


Reference No. 11 discloses ■ crmQcctxK near the 
projuraai cad of the shaft electrically coupling the 
electrode terminal to the electrosurgical power 
supply, see, e-e^r^ 2. 


a rehire, dectrrxk electrically coupled to the 
e lectrcCTur£i'c*I power supply; and 


Reiercocs No. 1 J discloses a return electrode 
electrically coupled to the elcctrcc.iirj'.icil powcr 
jupply.see. e.r^ p. 2. 


(in electrically conducting fluid supply for diiecticg 
electrically conducting fluid to the target site such 




tbe cicciriciuy coodudimg fluid generates i current 
[low path between the return electrode and die 
electrode terminal. 




Y\ orc^, <2^-oJt 


. Tbe *536 Patent 


Refcr^Qce No. 12 1 


■4:5. An clccuti3urj;ic*l xystcm far .applying electrical 
eoa^tojrargetsiteOnastnJrttirewUhlaorona • 
patient's body, the system comprising: 




a birjh frequency power supply; 


Reference No. 12 discloses a luy.h frequency power 
supply, see, e.K.,p-52!. 


an cSirrfrorurgtcal probe coraprisiriE » shaft hsviuj; a 
proximal end and 1 distal cod, 


Reference No. 12 discloses an elcctrtwurgical prnbe 
comprising a shifl having a proximal end and a 
distal tod, see, e.g., p. 330. 


an electrode termini! disposed near tbe distal end, 


Reference Wo. 12 discloses an electrode icrratnai 
disposed near the distal end, see, c.j r , p. 530. 


a connector near the proximal end of the shaft - 
electrically coupling the electrode terminal In the 
cleconsuigjcal power supply; 


Reference No. 12 discloses a connector near the 
proximal cod of (be shaft electrically coupling (he 
electrode terminal to the clcctTDsurfical power 
supply, see, c_g., p. 530. 


a return electrode electrically coupled la the 
elertrosurgieal power supply; and 


Reference No. 12 discloses > return electrode 
erectncaDy coupled to the electrosurgical power 
supply, see, e.g, p. 521. 


an elcaricBily conducting fluid supply for directing 
decrricalty conduction fluid to the target lite such 
thai 


Reference No. 12 disckises an electrically 

oao duct tag fluid supply for directing electrically 

cot.thtc.trjg final to cbc target site, sec, e.g_, p, 529. 


the electrically coHducting fluid general c3 a current 
flow pant between the rearm electrode and the 
electrode terminal. 


In Reference No. 12 tbe electrically conducting 
fluid generates a current flow path between the 
return electrode and the electrode tenninal, see, e-g^ ' 
p. 529. 
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. The. 'SSfi Patent 


Reference No. 13 


45. An clrctrosurgical system for applying ejcctncil 
energy to i target site, on a loucnirc within or oo * 
pKioifs body, the system oomprklne: 




* high frequency power supply; 


Rcfesxtscc No: 13 disclose* a high Bccjuency power 
supply, sec, eg., cat- *, line 15; col 7. line* 3S-50. 


»n eletnTKUrglcsl probe compiling x shaft having J 
proximal cod and i diiul end. 


Reference No. 13 discloses an ejectrraurgicaj probe 
comprising » shaft having » proximal end and a. 
JiiUl end, see, c-£ , col. 6, lioea 55-70. 


*0 ctoctroJc trrmiiuJ diljioiid ecjt lilc disdl end. 
* Md _ 


Reference No. 13 discloses id electrode icirutnii 
disposed Dear the distal end, ice, e.£-, col 6, laics 
55-70. ■ 


■ a connector near the prariuul end cf the shift - 
dcctricalry coupling tbcefcctnxie terminal to die 
ekenosurgiciJ power iufrpfy; . 


Reference No 13 tfocksses > connector Dear th-_- 
proximal end of the shaft electrically coupling the 
electrode terminal to the dectrtKargical power 
supply, see, c*, cot 6, lines 55-70. 


» return electrode elecrrkaliy coupled to the 


Reference Mo. 13 discloses « return electroclc, 
electrically coupled to the dectmsnrgital power 
supply, sec, c.p, col. *, IIqb 15; coi. 7, lines 38-50. 


an electrically conducting fluid supply for directing 
eiecrioJIy eonthlctJiig fluid to the target ike well 
thai " • ' 


. - 


the decmciUy conducting fluid generates a orrrent 
flow pith between the idum electrode and the 
eketrbde teirtnirmL 






The '536 V*lcat 


KeTcrrnee No. 15 


45. An elettrraurgical system for applying electrical 
energy to a target site an a structure wilbai Of 00 i 
pjaJcnflhody. the lynnn camprisun^ 




n high frequency power supply; 


Reference No. 15 discloses a high frequency powj 
supply, see. e£_ col. 1 , tines 5-17. 


«i eJcctrosurgicaJ probe comprising a abaft having a 
proximal cad and a distal cad. 


Reference No. 15 discloses in elecnoswgical probe 
comprising a shafl liavbg a proximal cad and a 
distal cad, saw, eg, col 4, line 5 1-wL 5, line 20. 


an electrode terminal disposed near the distal cud, 
and 


Reference No. 15 discloses an electrode terminal " 
disposed near the distal cod, see, e.g.. coL4, fine* 
51-coL5.lirre20. 


a connector near the proximal ead of the shaft 
electrically coupling Ihe electrode terminal to the 
el=ctroiuigical power supply; 


Reference No- 15 discloses a connector near the 
proximal cod of the shaft electrically coupling the 
eleccrodqterrolnal to diet elerjiostrrgici] power 
supply, see. fl, col. 4. One 51-cot 5, line 20. 


* return electrode electrically coupled to the 
clectrosurgicsl power supply; and 


Reference No. 15 discloses a return electrode 
electrically coupled to tbe elcctrosurgical paver ■ 
Sttppty, see, tf>, cot 1, lines 5-17. " 


an electrically conducting fluid supply for directing 
electrically condiscdrtg fluid to the target site Midi 


Reference. No. 15 discloses art electrically 
conducting fluid supply for directjag electrically 
cooducting fluid to the Urgel site, ace,.csj, coL S„ 
lines JJ-56; c«L7. lines 59-62. - 


the electrically conduaing fluid generates a current 
Dow path hetweea ibe return electrode md the 
efcetrode tcnoiuiiL 


In Reference No. 15 the elccrrkaJly conducting 
fluid gersenrtes o current flow path between, the 
return decjrode and the electrode (cnninal, see, eg, 
col. 1, Imcs 52-5fi; coL 7. lines 59-62. 
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The 4 536 Patent 


Reicrcnoc No. 16 


■45. An clectrosurgicsl system for applying electrical 
energy to a target sua on l structure within Or on a 
pa&tntVs body, the sytliro comprisine: 




s high fretfurney power supply; 


Reference No. ]£ discloses a high frequency power 
supply, sec, tg., ppl J45-46". 


an dcctrosufgicaJ probe comprising t shaft having a 
proximal end and a distal end. 


Reference No. 16 discloses' an electrasurgieal probe 
comprising a shaft Living a proximal end and a 
distal end, see, eg, p. US. ' 


in electrode terra ion I disposed near the disal end. 


Reference Ho. 16 discloses an electrode terminal 
disposed near the distal end, s«, e.g„ p_*45. 


* trxmtclor near tec proiimal cod of the shaft 
electrically coup Cog the electrode tomsujal to die 
electroTOrgical power supply; 


Reference Mo. In discloses a connector near thc 
proximal end of the shaft electrically coupling the 
electrode terminal to the eiectjTKurjicjd power 
supph/, tec, e-gl, p. US. 


a return electrode electrically coupled to tile 
elcctrnjurjycal power supply; and 


Reference No. 16 discloses a return electrode 
electrically coupled lo the clcctrosurglcal power 
supply, nee, eg., pp. £45-46- 


: an electrically conductitg fluid supply /or directing 
electrically conducting fluid to the target site such ' 


Reference No. ]£ discloses an electrically 
conducting fluid supply for iBxcting clcctrlcaih/ 
conducting fhtid'to the target site, see, e.g_, p. J46. 


the electrically conducting Quid genaaiea a current 
flaw path between the return electrode and the 
electrode Icrrqinal." 


in Reference Mo. 1 6 the elaarieally conducting 
fluid generates a current now path between the 
return electrode and the electrode terminal, see, c.g,, 
p.Mfi. ■ • 


/si. 


The '536 Patent . 


Reference No. 17 


45. An clcctrosurgtcal sysienri for applying electrical 
energy to a target she on a structure within or on a 
pabenrj tody, tie system comprising: 




a high frequency power supply; 


Reference Mo. 17 discloses a high frequency power 
supply, see, cg_, eoL <5, lines 1-30. ■- 


an elecnosurglcal ptobe comprising a shaft having a 
"proximal cad and 1 distal end. 


Reference No. 17 discloses art clectrosure. ical probe 
comprisinE tt shaft baying"* proximal end and a 
distal end, see, e^, col H, lines 1-30. 


tn electrode terminal disposed near the distal cod, 
and 


Reference No. 17 diicJoaea an doctrodc terminal 
disposed nasi lhe distal end, sre, eg, cnl 6, line 1- 
30. • 


a connccur near the proximal end of the shaft 
electrically coupling the electrode terminal to the 
ckctnosurpcal power supply; 


Reference No. 17 discloses a connector near the 

eJectrode terminal la the electro surgical power 
tupply, aee, c.j.. col- fi, tines 1-30. 


s retnm electrode electrically coupled to the . 


Reference No. 17 discloses a return electrode - 
electrically coupled to the cjcarosurgical power 
supply, see, e.g^ col. 6, lines 1-30." 


Ml tJectricaliy woduaing fluid supply for directing 
electrically conducting fluid to the target site such 




the rJcctncaHy conducting fluid generates a aura! 
IW path between Ihc return electrode and the 
electrode SennmiL 
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The *536 Patent 


Jvcicrciicet jxa. io 


45. An clectrawrgical system for lftpjywg electrical 
dingy to a target site on > structure within or 00 a 
potion's body, the system coruprisiDg: 




a bigh frerjuency power supply; 


Reference Ho. IS discloses a high frequency jxrwer 
supply, sec, e.g_ CoL 1, liner 12-37, 


nil clectnosurgtc: ( probe campristfr; a shaft hjvjag j 
proxtnul end arid i riltUlead, 


Reference Ma 1 % discloses an clcctrtrrurg iea! pnalbe ; 
coaipniia£ » duft having * pnxiraxt end end « | 
distal cod, see. e g., cat I. lines 12-37. j 


3fl ckcrjTXJc icrminat dispersed near lire distal end, 
«ud 


Reference No. II discloses pa clrctrorte terminal ! 
drsjx«ed»e»/thedistt! end, see, tg^ col. I, lines j 
12-37. 


a cooncaor near the pnttiroal raid of tbc abaft 
de«riciUy coupling the electrode terminal to the 
dixtrofltrEfcil poMTcr.iUf p!y; 


Rcfercnco No. 11 distlctfes » coiincxirx o e jr the j 
proximal end of the stsrtit. electrically coupling the 
electrode terrnuul la the elcetrosuf gical power i 
tnpply, ice, eg., cnl 1, lines 12-37. ' 


e txtum electrode electrically coupled to tbe 
"ejettmnitjical power Kjppjy; and 


Reference No. It discloses 1 return electrode ' 
dcctrically coupled la die clccCcrstirjiaJ poura 
snpply.scc, c.t-,coL 1, lines 12-37. 


an dectrio-fty coodoctrhg fluid supply far directing ■ 
deetnalry capdactiog fluid la the target ritri such 
lb* 


Reference No. 1 1 discloses an electrically i 
conducting fluid supply foe directing clraarieafly 
conductiDi fluid to the trrget site, sec, e.g., nipt 3„ . 
liocCT-coL^CnBa; 


tne electrically enndtitung fluid genera (rt • current 
flow path between the rcorm ekcrrodc and bic 
electrode terminal. 


In KcfcrenceNo. I* tbc electrically conducting 
fund generates a current flow path between the 
return electrode and the electrode terminal, see, jc.g^ 
tol. 3, linn 67 -col. 4. line 3. jj 



The *536rn tent 


RcJetwice No. 19 


45- An decrrosurgit-al system foe app lying c'.ccujcjI 
energy to a target site oa « structure within or on a 




« higS frcrjuency power snpply; 


RefcreoccND. 19 discloses * high berjueney power 
supply, see, e.g^ col. 2, fines 33-4 6, \ 


aa elcetrtisuf rycal probe comprising n shaft hairing a 
prcalmal end and a distal end. 


Reference No. 19 discloses an eleetrosurgkal probe 
comprising a shaft having a proximal end and l 
distal erid.sec, e.&^ coL 2; lines 33-46. 


an electrode terminal disposed pear the distal end, 
and - 


Reference No. 1 9 discloses aa ejectrodt terminal 
disposed new the diital end, see, eg., CoL 2, lints 
33-44. - - 


a tnnncctor near the proximal cod af the shaft 
electrically coupling the electrode term ins! la the 
edextrosurgical ppwsa- supply; 


Refcrwjce No. 19 discloses a ccmncaor near the 

electrode termuill to the elciarosUTgkal'pnwer 
supply, sec, ct, coL 2, rtnes 33-4ci. 


a return eice erode electrically coupled to ore 
ck^rtrjurjicil power supply; and -*.".. 


Rcfeierwe No. 19 discloses a return electrode 
doclrically ccopled lo the demosurgjcal powra- \ 
supply, see. , coL 2. Uacj 33^46. 5 


ah electrically conducting fluid supply Tor directing 
ekoiirafly conducting fluid In the target silt stjch 
that 


Refcrcaca No. 19 discloses art electrics I ty - ~| 
coadacting fluid supply for directing electrically j 
cbnAjeiiij; fluid to the. target tile, see, t^, crsi *■ '/ 
lines 34-31.*'. f 


Ibe electrically conducting fluid ^cnoalcs a current 
flow puh between the return dcctrocic and the _ ~ 


Ja Reference No. 19 the eJtxaicaily wscHirttni; J 
fluid goicrBlxs a current flow prttfc between the j 



9 

n.«t».a irnm - 4trt lima * u an wrrj 3-.vi-Jt p u [Fj,u, n o a) (l s M Ttmc] 



119 



Jun 19 02 11:54 



1 530-3143 



| electrode umical, 1 return dearode and the ckx trade terminal, jee e.e 
[ ' | col. 1, tines 34-38. . • 


The '536 Patent 


Reference No. 20 


energy 10 a target site on 3 structure within cr ca a 
patient's body, the system comprising: 




a hi^h frequency power supply} • 


Reference No. 20 discloses a high frecjuenery power 
supply, see. eg., coL 2, lines 35-58. 


in clectrcsurgicil probe compruing a stoft havnig a 
- proximal tod and s distal end. 


Reference No. 20 discloses an clcrfronirf;>caJ probe 
comprising a shaft having a proximal end and a 
distal end. sec, c*L2, rises 35-5S. 


an electrode terminal dUpascd near cbc distal cod. 

Kid 


Reference No. ZMisclotex an electrode terminal 
disposed near the dl'.txi tod, see, c^g., eoL 2. lines 
35-5S. 


J connector near the proiimal end of tfacihlfl 
electrically coupling the electrode terminal 10 the 
eketrosurgicaj power supply; ' 


ReXereoco No. 20 discloses a ranncclor near the 
proximal end of the shnQ electrically coupling the 
electrode lerminjj to the elearowrgical power 
supply, sec. e-E..coL 2, lines 35-51. 


a return electrode clcctricjiry coupled to the 
dfr-trosurgicil power JUpply; and 


Reference. No.20 discloses a return electrode 
electrically coupled fij the dcctrosurgjcal power 
supply, soe, e_E, col 2. lines 35-3J. 


m etericaliy conducting fluid supply for directing - 
electrically conducting fluid to tie target site such 


Reference No. 20 discloses an electrically 
cooducuaj fluid snpply iwdircctinj electrically 
conducting flitid to Ihc Target site, ace, eg, "1-2, 
lines 35-5*. 


the electrically conducting fluid generates a current 
flow potii between the return electrode and the 
electrode lamina!. 


In Reference No_ 20 the elecn jeally conducting 
Quid generates a current Dow path between the 
return dtcSrode and Ihc electrode terminal, set, e.g,, 
col. 2, lines 35-51. 


f-Vre-s 


The '536 Patent 


Rercrciki No. 21 


45. An dectrosiSrgtcal sysleol for applying electrical . 
energy id A target alio on • stru crura Midi In or cm X 
parjeais body, the system ermpfunng: 




a high frequency power supply; 


ttrjerence Ho. 2 1 discloses a high frequency power 
supply, set, eg., p. 333. '_ 


an elcctrosurgical probe comprising 1 sUaA hiving a 
proximal cod and 1 distal end, •" 


Reference No. 21 discloses an ckctrosurgical probe . 
comprising a shaft having a proximal cod and a 
distal-end, see, e.g„ p. 333. . " ' 


an electrode terminal disposed near the distal end, 
and ' 


Reference No. 21 discloses an electrode terminal . 
disposed near the' distal end, sec, eg., p. 333. 


a counselor near the proximal cod of the shaft 
electrically c^pILigtiwelctUro^ . 
electrasirrgical power supply; 


Reference No. 21 discloses: a connector near the 
proximal end of the shaft electrically coupling the " 
electrode terminal to Vie electrnsurgtcal power 
supply,, see, eg, p. 333. 


a return electrode electrically coupled to the 
dearasurgicsl power supply; and 


Reference No. 2 1 discloses a return elccttt>de 
elexaricnJIy coupled to the dectrourrricaf power 
supply, set, t&, p. 333. 


an electrically conducting fluid supply fordircctine 
electrically conduain j fluid to the target site such 
that 


Reference No. 2 1 discloses an electrically ; 
conducting fluid supply far directing decTrkaliy 
cooductiag fluid to the target site, see, e.^., p. 33-4. 


the electrically conducting fluid generates a current 
Bow path between the return electrode andtho 


In Reference No. 21 the ekctnciJIy cooduoirig 
Ouid generates a current flow path between the 
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decrrode terminal! I rclnm ekcrrodc »od the electrode Icitiunal, • r- c. • 



The '53* TtXtat 


- Reference No. 21 ^~ 1 


■43. An clcctrojurpcal ryjtrm for applying electrical 
energy lo i target site on t flnjchire wifttn oron a 
patient's body, the system eoroptismg: 


• "■ : ■ 1 




Reference No. 22 discloses a higb /rerjuency powt;;' 
supply, see. e^„ ept 2, tines 21-51. • j 


en cicctrosurgical prob< cmnpnsin£ a shall having m 

prti3ti±D ll cttd irul I dlSCd end. 


Kxfaencc No. 22 discloses an clecrrosuijicai ppofcw, 3 
comprising* shaft bavuig a ptnrioul end and s a 
distal end, see, eg., coL 2. lines 21*31. J 


*fl .electrode terminal disposed near the distal end. 


RefcraiCe Nd 22 diseiajct an electrode lerrni/iml | 
disposer} oce/Oio dtsul end, sec, c^, coL2,liocj ' 
21-58. • j 


i ccramorntarthcpfDiiipI end aftficstuift 
elcctricalry ctSuplinj Ac electrode terminal lo the 
ekctrnsuryal power supply; 


Reference No. 2 1 dieleoes • connmca nor c»e. i 
proximal end of the shift eJecrrkaliy coupUiif the j 
electrode terrain*! to the elcciJtriurtricil power ! 
supply, set, eg, col 2, lines 21-58. j 


> return electrode electrically coupled to the 
elcetroiurjJail power supply; and 


Reference No. 22 discloses * return electrode . | 
eJectrscaJ/y cogpled la the elcctrcsurgic*! power i 
supply, see, e^,eoL2. lines 21-5S. f. 


3D electrically conducting fluid supply for directing 
electrically conducting fluid to the target site such 
Obi . • - 


Rrrferaict No. 22 diictoses an etcetricaUy . | 
Dooducniif fluid supply for directing electrical ry | 
cntsdiclint fluid to die larg«site,« | 
Tines 21-3*. f 


the cjcelnexliy conducing lUiid generates a current 
fltiw padj between tbc return clcrtrgdc mod the 
electrode (ermtnxl 


In Refercuce No. 22 the electrically conducting £ 
fluid generates a' current flow path between the j 
return electrode and tbc electrode terminal, see, e.g., f 
coL2,iu>ei21-5Jr.' f 




- Tbc '536 Fulcni 


Reference No. 23 i 


45. An ckctrtistuxical system foT applying ekcaical 
energy in » target sue on» structure -within or oo • 
paticad body, the system cotrjprijiag.- 




a high frequency power supply; 


Reference No. 23 .discloses a high frequency power f 
supply, sec, e^. cob 2, lines 42-61: coL 3, lines 34- 
38. 


art clectrosurpctl probe comprising * 'haft b« vin C a 
proiimil cod! and « dot*! end. 


Reference No. 23 discloses an electroiurgscaf prorw 
compris^ a shaft luviog a proximal end and a ' 
disfal cad, tee. eg., coL2, lines 42-€8; cal 3, Ones : 
34 Of. 


en electrode terminal disposed near the distal end, 
and 


Reference Ha. 23 discloses an electrode Icnuinr ! * 
disposed near the distil end. sec, e.j^. caL 2, lii. ; - ; 
A2-6&; ad. 3, Una 34-31. ■-[ 


■ connetlur near the proximal cud of the shaft 
electrically coupEng the electrode Icrtnitud In the 
eJeecnastlrEfcal power supply; 


Reference No. 23 discloses a connector neir the "1 
praxkul end of the shaft clectocaliy coupling f hn j 
dectrpde IoiuuhI tolhe dcttrmurgicjt powtT f 
supply, sec, c£., cat 2, lines «-€«; coL 3, lines 3 i j 
3t 


a return electrode rJcttricaJiy coupled to the - 
ctecliDSUrgical power supply; and 


Rcfcrcacc No. 23 disctees i return electrode 1 
electrically coupled lo the cicctrosttrgkal poww 
suppry, sec, c^, cot 1, lines 42-6S; coL 3, lints 34- 

38. - - . [ 
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an clccuically ccnjducring. fluid supply far directing 
electrically conducting fluid to the target site such 


Reference No. 23 discloses an deemtslly 
conducting fluid supply for directing electrically 
MndJicting fluid to the target.* ite, see, e.g, coL 2, 
lines 42-SJ; coL 3, line 66. 


the dectncally conducting fluid generates: a current 
flow pa* bcrvreai the return electrode and the 
electrode terminal. 


In Rrfaesce No. 23 the electrically coorJiicting 
fluid jracnles a current flow path between the 
return electrode and the electrode: terminal, sec, e.£, 
coL 3, lines 42-61; coL 3, lines 34-3«. 




.Tbe*53fi Potent 


Reference No. 24 


41. An eieetroruxgical ryitem for if ■plying electrical 
energy to a target jitt on j structure v (thin or oa a 
patients body, (he system caraprmag: 




» high frMjiicncy power supply; 


Refemice No, 14 discloses a high frequency power 
supply, see, c.g„ p. \425. 


an elcctrosurgteil prate comprising a shaft hiving « 
proiirail end aod i data] ccd. 


Refereace.No.2i discloses an decftwirgical probe 
comprising a shaft haviar; a proximal csd and a ■ 
distal end, see, ej, p. M25. 


in electrode terminal disposed near the distal cod, 


Reference No. 24 discloses an. electrode terrotnaj 
disposed near the distal card, sec, e-£„-p. H25„ 


t cdtusedjOr Dcir lite proximal cad of che shaft 
cJcdrtcalJy coupling the electrode Icnninal to tic 
eltctrosurgkal power supply; 


Reference No.24 discloses a ajnn«aoT near ifae 
proximal end of tte shaft electrically coupling tho 
electrode terminal to the dectm-Jirgica! power 
supply, see. cg_ p. 1425. 


> rrrum.iltcmideilcclridlly coupled to tho ' 

elcetra surgical power supply; and 


RcfcrMicc No. 24 dicclcaes » return clcctrotie 

electrically coupled to ihc dcrcrasurpcal power 
supply, see, e.g., p. 1423. 


Mil clccniraily conducting fluid supply for directing 
electrically conducting fluid to the target site such 
thai - - 


Reference No. 24 discloses an eWu-.eBy 
conducting fluid supply To* directing electrically 
cooductXng fluid to ihc target she, sec, e.g., p. U 25. 


the electrically oorittucong fluid generates a current 
flow path between the return electrode and the 
electrode terminal. 


In Reference No. 74 the ele^ctricaliy conducting 
fhrid generates a current flow path bewcer/the 
renin) eiecrrrxfc and the/electrode (erminif, ice, «r e , 
P. "25. „ ' - \ 
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- RefcVefkeNo.25 


45. An tlcclxosurgical-jyitcm for applying electrical 
energy to i target sue ana structure within or oq a 
pattern's body, the system comprising: 




a high frequency power supply; 


Reference No. 25 discloses a high frequency power 
supply, see, e^, p. 99. 


an cicetrosurgical probe comprising a shaft baying a 
proximal end and a distal end, ' 


Reference No. 25 discloses in clearwujgical probe 
ce*nprjjing a shaft having a proximal end and a - • 

dls^erirl.see.e.K^p.JS. . 


an electrode terminal disposed near the disui end, 
and 


Reference No. 25 discloses an electrode terminal . 
disposed near lie distal cod, see, eg., p_ 99. 


a wancctor near ihcproaimej cod of the shaft 
dcdricjjfy coupling the electrode tcnntnal to the 
elcctrcsurgical power supply; 


Rcferc&ec No. 25 discloses ■ connector near tlie 
prcTdmal end of the shaft electrically coupling die 

electrode terminal to the clectrosurgical power 
supply, see, e^, p. 99. 


a return electrode electrically coupled in (he 
elecu'osurgfcil power supply; and 


Reference No, 25 discloses a return electrode 
electrically coupled to the elcxtrceUirEJcil power 
supply, sec, e.g^ p. 99. 


an eleetrkaily conducting fluid supply for directing . 


Re/crcaci No, 25 discloses an dissaically - 
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ISiSSHySSSuclin!: fluid to me uuxctsiiocuch 
that 


conda&ips fluid sirppfy for directing electrically 
conductrng fluid to the urge* site, sec, eg, p. 99. 


(he electrically oonAJcUnfi JMkI genuxicj a utrrcnl 
flow pal}) bav»«n At «wrn cIdcoti*' ««1 
electrode lenBoiaL 


lo Reference No. 25 the electrically conducting - 
fluid generates a anient flow panS between the 
return electrode and the election terminal, see, eg., 
p. 99. 


The '536 Patent 


Reference No. 26 


43. Ah cierrrwitrgiol syitcn for applying dectrjol 
caegy to a target site on a StrucW within or 00 * 
patients body, the system compristug: 




i hifh frequency power supply; 


Reference No. 26 disclosa a high frequency power - 
supply. ««> e*.V>- l 3 * 3 - 


an electrosKyjcal pnjheccaBpiBing > sluft tusvm^ 1 


KcVeteocc No. 26 discloses an etcctrojurjk*! probe 
composing » shaft having a proximal end and a 
distal m<i.»e*,e^,p-13* 3 . 


•ail 


Reference No. 26 discloses an elect* ode terminal 
disposed near the distal cod. ace, c.%-, p. 13*3. 


i connector near lite proximal aui or the shift 
dctoicjJtyeoojiUnxtieekxin^ lenuimJ to the 
elcrtcisurgKal power supply; 


RcftTcnceKa. 26 disclose! a connecter Dear the ~ 
proaimal end or Ike shaft electrically oiupliru: the 
electrode terminal UJ the ekctrctsutjieal power 
sapply.3ecx.fr. p. 13t5. - ' 


rlccnararpcal power supply; and 


'Reference No. 26 discloses a jencu electrode 
electrically coupled to the elcarosurjycal power 
supply, see, ce., p. 13*3. 


to ejearicaUycooducont fluid supply for dtre«if»A 
olcnriclly wnductluE fluid lo the taiErfsfle J«b 
that ■ 


Reference No. 26 discloses an electrically 
conduaiDa fluid supply for directing electrically 
com-'uetinf fluid to the Uu^rf site see. e-£„ p. 1313. 


the electrically conducting lima gmenles a puiem 
flow path between the return clearodc tad Ujc 
electrode fenomaL 


hi RelereiiccNo.26 the electricity oanducrinr. 
fluid generates a current flow path between the 
return electrode and the electrode terminal, see, 
p.1313. - 


. -• . fe« *t-tt**sr*- 
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Reference No, 27 


45. An electrojurgicai system f o« applying electrical 
coerjy to * target site on a structure within or on a 
patient's body, tfce system axnprisiag: 




» high freqaatey power supply; 


Refetence No. 27 dtsdoscs a hi£h frequency power 
supply, see, ©oL 2. lines 3«-M. 


XB clectrecrarpCBf probe carapfuinj a it oft b»v»s a 
pnutiroaf cod sod a distal end, 


Reference No. 27 dUckocs an elecnoturgical probe 
cotnprisinf a shaft having a proximal end and • 
distal cad, see, ci, col. 2. lines 3*>66. 


m electrode terminal disposed near the dial! end. 
and . f ". " • " ' 


Reference No. 27 discloses an electrode tesjniisal 
disposed near ike distal end, sec. cot 2,lincj 


* tooijcctnr near the pwximll uid of the sbifl 
electrically coupling the electrode terminal to the 
eJectrosurjlcal power supply; 


Reference No. 27 disclose! a connector near the 
proairual end of the shaft electrically coupling (he 
tlediDdc term'm J to tha electnaurgial power 
aipply. see, c^, caL 2. Bnei 3t-66. 


a return electrode electrically coupled to the 
eloctrusui&ka! povw supply-, and 


fUfcencc No. 27 discloses a return electrode 
electrically coupled to the eJoctroaa-sfcil power 
supply, see, e,g, coL 2, fines 38-66. 


an eleoricsHy cooductiig fluid supply for directing 
electrically COntfuctltig fluid lo the UJ£ct site judi 


Relerence No".T7^dbclosci an clecti tCalry 7~. 
eonductins fh»d supply Gar cfirectinf: clcctrjcilly 
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conducting fluid to the target snt, ««, tg_, cat. J, 
lir>cs<SS-J3. - • ' 


tin electrically croehicurig fluid generates * curtail 
flow path between the return electnjde and lie - 
destitute terminal. 


In Reference No. 27 the electrically conducting 
fluid jenerata » oiroil flow path between rhc 
return electrode and the electrode teraiinal, see, c.£_ 
ccL 3. lines 4X-53. 




TWS36 Patent . 


. • Refcraici: No. 18 


O. An elearosurpcil system for flying electrical 
energy to > targerl rile do j rtroeturs -wjtbm or on a 
jalicKts body, ibt system annptlimg: ' _ 




a fcifch'Sujucacy power supply; 


Reference No. 21 discloses a tigh-ircqnency power . 
supply, see, e.j;„ rcl. 2. Enra 2S-33, 


an ekcttosurgical probe comprising a shall hiving » 
proiunal end and a dvstaJ end, 


Reference No. 21 discloses an rjectroairgicil probe 
rarryviu'ng > shift having a proximal end and a 
distal end, ice, e.fu eol.2, Una 23-31. 


an electrode terminal disposed near the data] end, 
ud I 


Retereace Ko.2S discloses an electrode Icttninal 
disposed Dear tbc distal toe!, see, e-g, ooL 2, lines 
23-31. 


aeo'nflcciof ncartheproxiirsjletidorrheshaft _ 
electriciffy coupling the electrode terminal Co the 
c(<CTaiur&icJ power supply; 


Reference No. 21 discloses a connector ceir ft* 
proximal end of the shift electrically coupling the 
electrode termsul to the electa os-ur^ical po*cr 
supply, see, eg, coL X Uncs 23-33. 


1 return electrode rlcctricajjy coupled to the 
elerrrosctrgkal power supply: and 


Reference No. 01 efaeloso a return electrode 
electrically coupled to the elecrrmureicjl power 
juppry. see, e.g^ coL3, lines 23-33. 


■ MeleetricaUycm%ducti^aukltur^lyfoxdire«ine 
electrically conducting fluid to the target she such 
thai . 


Reference No. 2a discloses aa eiccoically 
conducting fluid supply for direcsiru; electrically 
conducting fluid in the target site, see, eg., cot. 2, 
JiaelK. •-• . ■' 


the clocrriailiy conilueiuig fluid geODilcs » current 


ia'Refr3tas«No.2S ftcelrajjcally conducting - 
fluid genrndra • tunent flow path between the 
return electrode and the electrode terminal, see, e.g., 
col.2.Kne1i!_ 


electrode ■cimtnal. 




The "536 FbIoU 


^Reference No. 19 


45. An clcctrcsurgica] system for applying clecrricii 
energy toa target site «Q a structure wizhln or do a 
patfrofj body, the system comprising: 




a high frequency power supply; 


Reference No. 29 discloses a high frequency power 
supply, sec, eg, p. 6"7-o«. . 


an elrxttesurgica! probe comprising a shaft having a 
proximal cod and • distal end. 


Reference No. 29 discloses so ekcrjcnurgtcal probe 
comprising a shaft havwg'a proximal end and a 
diltal end, see, e.j;, p. 67-6*. 


an electrode terminal dispose!] near the distal end, 
and 


Reference No. 39 disclotoj an electrode Iconinat 
disposed near the distal tod, set, e.g_'p. ATF-ot. 


a connector near the proximal cad of tie shall 
electrically coupling uw electrode terminal to tie 
electrosurgical power supply; 


Reference No. 29 disc lusts * connector near the 
proximal aid of the shaft electrically coupling the 
electrode terminal to tbc elcctrosurgtta) power 
supply, see, cr>, p. 67-Cg. 


a return electrode cleefrictlrv coupled to die 
dectrosorgtcal power supply; tnd 


Reference No. 29 discloses a return electrode 
electrically coupled to the electrosurgical power 
supply, tee, e.jw p. 67-5S. 


an electrically coDduertng fluid supply lot ducctin& 


Reference No. 29 discloses an electrically 
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clcctncallj oraduciinj fluid to the target site ««Ji 
dial . 


conducting fluid Supply for directing electrically 
conducting fluid to tie target site, see, e_g., p. 6B. 


die ckdrially conducting fluid gerieratcs * current 
flow path between the return electrode and lh=~ 
rjctxrode fcrmtrraL 


In Reference No. 29 tho eleorically conducting 
fluid generates: ■ current flow path between the 
return electrode and the electrode Lamina I, see, e_g_, 
p.6t. 




The '53^ pJtlen* 


It e fc re n cr. IN o . 30 


45. Ad ciqctrosurgical system for applying ckeirical 
escrgy la a target site on a jtmourc within or en a 
pitjenfj body, Ac system earnpriiuig: 




* htjh frequency power supply 


Reference No. 30 discloses a high frequency power 
nrpply. jxe. ej., coL 4, line 32 - cot. 5, line 10. 


an clectrosiirgical probe erxpptising 9 scvafl having a 
proximal end and a distal cad. 


Reference No. 30 discloses an elecnrjsurgical probe 
comprising a shaft having a proximal end and a 
distal end, see, tug, col. A, line 32 - coL 5, fine 1 0. 


an electrode terminal disposed near Che distal end. 


Reference No. 30 discloses an electrode terminal 
disposed near Che distal fad, sen, eg., ooL 4, line 13 
-ml 5. line 1«. 


a connector new tic proximal end of the shaft 
llcdricauy coupling the electrode terminal to Ac 
clcctnuurgieal power supply; 


Refcfcuoc Ho. 30 discloses a cortnetxor Bear the 
proximal end of the abaft, electrical ty enuplir^ the 
electrode terminal to the eJectrosurgical power 
supply, see, eg, col 4, line 32 - col. 5. line It). 


a re nun electrode, ckdri rally coupled to the 
eloctroturgieal power supply; and 


Reference No. 30 discloses a return electrode 
rjetrricafly coupled to the eltactresutpcal power 
supph/, see, tg„ cof. 4, Brw 32 - col. 3. line 10. 


an clcernaUy conducting fluid supply for durcting 
electrically conducting fluid to the target site such. . 
fiat. 




the tlcttricaijy conducting fluid generaira a current 
flaw path between the return electrode and the - 
electrode (crtninal. 






The '536 Patent 


RefertDce No. 31 


45. An elerfrostifgical system for applying electrical 
energy to i target site on a straenrre within or CO a 
patient:* body, (be system eoo> prising: 




a high Jrequeocy power supply; 


Reference Mo. 31 discloses a high frequency power 
supply, see, c.g_, cot 2, lines 45-58. 


nil ciectrasurgienl probo comprising m shall having a 
proximal end and a distal end. 


Reference No. 3 i discloses an ckctrosurEjeal probe 
comprising a shaft having a proximal end and a 
"distal end, sec, c_£_, coL2, lines 45-58. . 


ma electrode Ccrtnin.ll disputed near the distal end. 
and 


Reference No. 3 1 discloses an electrode lean inaj 1 
disposed near the dhtal end, sec, e_£_, col 2; lines 1 
45-58. ' . | 


a ccnnecior near the pcoxifliilcnd of Che shaft 
electrically coup Bug the electrode (errtuiu! to the 
eJettrosurgTcal power supply; 


Rtfcrtttce No. 3 i dtsctoses a connector near (lie t 
pruxitnal cad of the shaft electrically coupling (jir |: 
eleefjode terminal to the rJectjtrSiiriical power 1 
supply, s«. ct, col 2, Kncs 45-58. j 


a return electrode electrically coupled to the 
clcctrcscirjical power supply; and 


Reference No. 31 discloses a return electrode | 
electrically coupled Co the dedn>snrgica| power .jj 
supply, jEc,axg,eioL 2, lines 45-58. j 


rrJectncally condrjering fluid to the target fi(n such 


Reference No. 3 1 discloses an dcelrically ! 
coaduerJng fluid supply for directing electrically j 
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that 


eowlueiing fluid to the target site, ice, cot 3, 
3irK31;caL7,ltae6S. 


the dcctncaJSy rauducling fluid generates a current 
flow path between the return dcctwfc rod lie 
electrode laraLcaL 


In Reference Mo. 3 1 the electrically conducting 
fluid generates a current flow path between (he 
return electrode and the electrode terminal, lee, e g, 
coL 3, She 31; cat 7, Enetj5. 




The 4 S3o Patent 


ReferenctNo. 33 


4.5. An dccnoiUTjiiaJ system for applying electrical 
energy to a target site on a structure within or on » 
I icnt* 3 body, die iyitem comprising^ 




* high fi=qu<3icy power mi pply, 


Rrrfereooe No. 33 discloses a high fnajuency power 
supply, see, e.£_ cot, Z, Una 4S-C9. 


an decnosurgical probe comprising * shaft having a 
proximal end and a dsbtl end. 


RefcTO>c«bki.33 discloses an elearosurgjeaj probe 
coroprtiaig t shaft having a proximal end tad a 
distal end, see. c^. coL.^ liner 45-69, . 


an electrode terminal i&pastd Dear the distal end, 


Reference No. 33 discloses an electrode terminal , 
elisposed near the distal end, sec, lines 
.45-69. - 


a connector near the proximal cud of the shaft 
electrically coupling lie electrode terminal to the 
ekarasurgical power .i-uppiy; . 


Reference No. 33 discloses n connector near the 

electrode lerminjl to tie electro jute icil power 
supply, see, c.r,-, coL 2, lines A 5-65. 


i return electrode electrically coupled w the 
ekerronirgical power supply, md 


Reference No. 33 discloses * return electrode 
rJecrricaliy coupled to the elctrro surgical power 
supply, see, e.g„ col. 2. lures 45-69. 


mi electrically conducting fluid supply for directing 
electrically couductlnj: fluid to the txrjet site such 




tbc electrically ecflchirriaE fluid generates • CUTTCM 
Bow path between the return electrode and the 
electrode terminal 




fJos-ddt**- Arbeit. 


The '53« Patent 


' Reference No- 34 


4i. An elcctrosurgical system for applying electrical 
energy to u target sree no ■ structure within or on a 
pjtfcara body, the system comprising: 




« high frequency power supply; 


Reference No. 34 ttiscjoscs a high frequency power 
supply, sec, e.g_, p. 42. 


proximal end and a dotal end. 




in electrode terminal disposed near the distal end, 
and 




i cooncctor Bear the proximal end of the shift 
electrically coup ling the electrode terminal to the 
clcctrosurgfcaj power supply; 




a return electrode ctectri catty coupled to the 
electrasiirgi'cnl power supply; and 


Reference No. 34 discloses a return electrode 
electrically coupied to the eiextroaurgkal power * 
supply, see, e^pl 42. 


an eleetriceliy conducting fluid ruppty for directing 
electrically cr^chictuig fluid to the target site such 




the dectrieally r^ducting fluid generates i current 
flow path between the return electrode and the - 
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Reference No. 35 ~~ 


45. An clcctrowycsl lysion for applying electrical 
energy to a target site oo a structure within or on a 
patience body, ihe system taxupdiing: 




■ high frnpicocy power supply; 


Reference Ho. 33, dtscterses a high frequency puwer 
supply, see, e£, p, 24S, 


an eladrosurgicaf probe comprising 4 shift hi V tag a 
proximal end and a distil cod. 


Reference Ho. 35 discloses an electro surgical pfoTw; 
comprising a shaft having a proximal cod Bad a 
distal end, see, eg, p.24S. 


and 


RefcrcneaTNoL 33 discloses an clccxrooe, fcrrarrai 1 
dbpetjed pear the distal end, see, e.g., p. 24&. 


a coooeaai near the proxinuU end of the jtift 
dcctricalry coupling tbt eJtctrod* terminal to 4c ..- 
eloctraairgica,! power supply; 


Reference No. 33 disclosesa conneclor near the 

electrode lennuutl to rtc cleetrarursicat power 
tuppry,sec,e*,p.2^ 


» return electrode electrically coupled tn the 
eleetreaargicd power ji/ftply; and 


Reference No, 33 disdosea a return electrode 
electrically coupfed jo the ckctrostirjical power 


no electrically cooduriing fluid simply for dsrtcting 
electrically cnoduding fluid lo the target ale s«4<± 


Referrnct No. 33 discloses an electrically 
cemductna fluid supply for direction electriotiUy jj 
conducting fluid lo ttictarEctsitc,5ee,e^,p. .2*3 - 


the electrically coriductiog fluid generates a current 
flow pMh between die return electrode and tie 
electrode lenncnaL 


lnRcfcn^No.35<iKelearic3lfycrjodoctiii e 1 
fluid jenwaies a current flow path between the \ 
return electrode and tie electrode terminal, see, e.g., j 



The '536 T stent 


.Reference No. 36 


43, Ad dectrasurgical system for epplyiag dccuical 
energy ta a target site co a juncture, within or no a 
patient's body, the system cmrifrising; 




a hifibj fieqocaey power supply; 


Reference Ho. 36 discloses a high frequency power ~* 
supply, ace, eg., col. 4, lines -4-39- 


an electro hub seal probe comprising a shaft having a 
proximal end and a distal end. 


Reference No. 36 discloses an clcctiosurgical probe 
comprising • shaft having a proximal end and m 
&sU\ end. ioe, e^, col 4, lines 4-39. 


an electrode lertuin»l disposed near the distal end, 


Reference No. 36 discloses, art electrode terminal 
disposed near the distal end, sec, t£„ coL4, line?. * - 
19. . . . ! 


a connector near the proximal end of the shaft 
electrically coupling the electrode terminal to the 
ekctrasirgicBl power supply; 


Reference Ho. 36 discloses a connector Dear the 1 
proximal end orthe shaft electrically coupling Ac 
dectrode terminal In the cieel/ojurgical power 
supply. *ci^e^C47L-4, lines 4-39." ■ | 


b return electrode electrically coupled to the. 
elcctmuigtcal power supply; and . ' 


Reference No. 36 discloses a return dectrode i 
clectricaUy coupled lo the doctrc studies 1 power 
supply, see, eg, caL4,1inci 4-39. 


an dectricauy coarJucring fluid tupply fct dintcfjtrg 
dcctrkaDy conducting fluid la the target she such 
thai * 


Rr^crcrxx Wol3o discloses an ckariatly _ ~? 
cnnciiictme fluid supply for directing clectricaUy J 
crsndncting fluid to tfic target site, see. e^, col. 7, ! 
lines 30-32. J 


the electrically conducting fluid genet ales a current 
fkwpalh between the retain electrode and the ' 
electrode terminal. 


In Reference No. 3« the electrically conducing 5 
flnkl jcaerzta a current flow pah between the \ 
retoim electrode nnd the electrode tcrraiaal. sec. c;.^^ \ 


17 
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Tbc *536 Priest 


Referencc No. 37 


AS. Aii detanciirgiea] system-for applying electrical 
energy lo i Bf Erf site aa > structure wither et«i» 
•patraif s Wy. ihe system tomprismg: 




4 high frequency power rupply; . - 


Reference No. 37 discloses » high frcqu ency potver 
sup ply, ice, eg, p. 662-S3. 


m electraiurgicii probe comprising » shaft having i 
praximal end and a distal cad. 


Reference No. 37 discloses an eiectrofiirgicai probe 
comprising a shaft having a proximal end and a 
distal cod. tee, csj-, P-MI-S3. 


in electrode terminal disposed near the distil end. 


Reference 1*0.37 discloses in electrode lcrrcinil 
disposed near the distal end, see, eg, p. 662-63. 


a connector n«r the proximal end of the skill 
electrically coupling the electrode tnroiiru! to the 
elcctrosurgteal power supply; 


Reference Wo.37 discloses a cortnrctor oar the 
pro* cull cod of the shafi electrically coupling tht 
electrode terminal to the elecrrtisiirgfcal power 
supply, sec, c.t- p. 662-43. 


m return electrode ekrtrieally coupled 10 the 
ricctrtsurgiol power supply, ind 


Reference Ho. 37 discloses « return electrode 
electrically coupled to dw> ticca omrjiol txjwcr 
supply, set. e.R. p. 661-63. 


an clean ciily cooducung fluid supply for directing 
cfoefrjodly conducting fluid to Ihe target site such 


Reference No. 37 discloses an. electrically 
conducting fluid supply for directing electrically 
"coo&ictlng fluid to the timet site, sec, eg, p. 663. 


the electrically conduetiag fluid generates a current 
flow path between tbc return electrode and the 
electrode toroinsi. 


In Reference No. 37 the electrically inducting 
Quid generates' 1 current flow path between the 
return electrode and the electrode terminal, see, e.g., 
p.663. 


UJL ejt <A Cx-fkck-- 


Thc '53£ latent 


BeIcre»«No-38 


AS. An electrcrsur^irjtJ system (or applyin E clnsrical 
energy 10 a target site cn » strucsurc within or an B 
patrenfr body, tfie system comprising: 




a ttigb frequency power vrpply. 


Reference No. 31 discloses a high frequency power 
supply, see, eg, p. 1168. 


En efcetrtmrrgica} probe comprising > sJufj having a 


Reference No. 38 discloses aa cJecinauixial probe 
comprising a shift hi ring a proximal end and a 
distal end, sec, eg, p. 1 16S-M6S. 


in dectrode lerminrl disputed nor the distil cod. 
tod 


Reference Mo. 3 8 discloses an electrode termini! 
disposed near die distal cod, sen. eg., p. 1161-1 lt>9. 


■ connector near the proximal end of the shift 
electrically coupling the electrode terminal to Ihe 
clcctrosucgical power supply; 


Reference No. 31 discloses a connector near the 
proximal end of the shaft electrically coupling the 
electrode terminal to flit; electttnurgicaj power 
supply, see, cj?-, p. 1 1 6H 1 69. 


« return electrode electrically coupled to the 
d octroi urgics! power supply; and 


Refcroice No. 3S discloses a return tlearodc 
cfodricalfy coupled to the electrusurgical power 
supply, see, e.g,p. 1 ICS. 


aa electrically conducting fluid supply for directing 
dearicafly conducting fluid to the target site such 
dot 


Reference No. 3S discloses sn electrically 
conducliiigfltudaupph/ for dieting dcctricalry"' 
eooductingfluW to the target rite, «e,e,g n p. 116g. 


Ihe electrically conducting fluid gcocraici a curicol 
flow path between the return electrode and the 
electrode tenninaL 


Id Reference No. 3S the electrically conducting 
fluid generates a current flow path between ihe 
return electrode and tbt «te«rodo.termiaal, sec, eg,, 
P.U6S. 
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The *536 Patent 


Reference No. 39 


■45. An eletfrusttrgicsl system for applying electrical 
energy td * Urge! site on « ^uctire within or oa a 
patient's body, the system comprising-" 




a high frequency pawersupply: 


Reference No, 39 discloses a high frequency power 
supply, see, tt, col. 5, En« M7. 


St cJectnreurjical probe comprising » shaft loving « 
projurnal end and a distal end, 


Reference No. 39 discloses' an elcctrDsiirgjcxl pmbe 
wnrprntog ■ abaft having a j^nrclrrraj end and a 
distal end, sec, ef, cot 5. lines 1-47. 




Reference Ho. 39 discloses an electrode lerrxunai 
disposed near die disui cad, sec, cr,, coL 5, lines | 
47. " 


* connector near ihc projdmil end of the shaft 
electrically tcuplrng the electrode: lamina! ca the - 
electrosnrpcaj power supply; 


Reference No. 39 discloses a connector wau* tile 
prariraial end of tie shall electrically cuupling rfcc 
rjoctrodc terminal lo the eJectrosurgicnl power 
supply, see, clU coL 5, lines 1-47. 


a return electrode electrically coupled to the 
eleanuurgicaJ power suppfy; Bad 


Rtfcrcaee No. 39 discloses » return electrode 
electrically coupled to use elcctrojtifgioal power 
supply, see, eg., coL 5. lines 1-47. 


an ckxtricaily conducting fluid supply f« directing 
cfcxn-iaJI/ conducdrtg fiord (a the target site such 




the electnaJly conducting thud generates » current 
flaw path between the return electrode and Che 
electrode terminal. 






Tbc 'S56 Patent 


Reference No. 40 


-t *- An flloctitaurgiai lyjlern far applying electrical 
energy to a target r?(e on ■ structure widJa or.ooa 
partenfs bfxly. (h e system comprising : 




a higJi frequency powej supply; 


Reference No. 40 discloses a high frequency power 
supply. See, eg, coL 2, lines 62-65. 


ui dectrasurgical probe ctnapraing a shaft having a 
proximal end and a distal cod, 


Reference No. 40 discloses an electrosuTfrkul probe f 
coa^risinj a shaft having a proxinol end and a 
distal end, ice, eg, cot 2, luia 19-22. - J 


an electrode terminal disposed near (ho distal end, 
and 


Refereocc No. 40 discloses an electrode lerrrtiral ~T 
dispersed near the distal cod, sec, e^, eoLO, Ititris 1 
19=22. _ - . . . \ 


a connector near the proximal cod of the shaft 
electrically eonpluie electrode terminal to toe 
ejeetjojurpcal power supply; 


Reference No. 40 discloses » connector oesr Jfae I 
proiinal end oflhc shaft cJectrreaily coupling (he j 
electrode trmunal to the clrrctrarurgical power 
supply, see, tg, wL 2, lines 19-22. J 


* return eJeeorooe electrically coupled to the 
electrajurgical power supply; and 


Reference No. 40 discloses a return electrode , 
electrically. coupled to the elecmcerurgical power 
supply, see, eg, coL 2, Encj &-6S. ' 


aa clearicxlly conducting fluid supply for directing 
electrically conducting fluid lo the targe! jit* such 
that" 




lie clcctricalry conducting fluid generates a eiirrenl 
flow path between the return ckctnxic and the ' 
electrode lenniajL 





fleermcdlrom *-Wt S; 
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- The '536 78 teat 


Kcftrxncc No- 41 


45. An clcamsurgial system for applying dcctrical 
cacrgy to s target sue on > structure within ci* go a 
palicnrs body, the system ccurjprising: 




a high frtqumcy power supply; 


'Reference No. 41 discloses a high frequency power 
snpyly,see,e.i^,p.29l. • i 


»n clcomiurpc*! probe comprising a shaft hiving i 
pnntunil cad and l distal cud, 


Reference. No. 4 1 cfexlates an cleaTrrsurjicai probe 
crxnp riling a shaft having a projcicp.il end and a 
distil end. See, c.g_, p. 292. 


an ejecnode Icrtniiuil dispoied near the disbl end. 


Refjmcncc No. 41 dcdojcs an electrode terminal 
ditpoicd near the distal eryl.-jee, e_g.. p. 352: 


3 connector Bear tfac proximal end of the shaft 
elecxxically coupling the electrode terminal la the 
(Isctnsurjicjf pawer supply; 


Kites act No. 41 discloses a connector nor (he 
proximal end of the shaft esectncaJUy celling the 
electrode tennirul lo the ciccmrSlrrjpcal perwer 
jupply, see, eg, p, 292. 


a return electrode elcctricilry coupled to the 
ckctmsurgfcil power supply; and 


Rcrerajce No.-*! discloses a return cleorode 
.clectricaBy coupled to Jnc-clcrsrostripcal power 
supply,*«, 0 .t,p.a9L 


*n electrically eondikcrine fluid supply for directing 
dot ■ 


Reference No. 4 1 disclttes an electrically ' 
«nAKting fluid supply for directing electrically 
comfucting fluid to the target site, see, c^a;, p. 291. 


the electrically conducing fluid generates » current 
flow path between (be return electrode and tfce 
electrode tcrznuuL 


In Reference No. 4 1 the electrically conducting 
fluid fjenemtei a current flow path between the 
return electrode and the electrode term tail, sec, Cg.. 
p. 291. . ' 




Tbt - 53 6 Patent 


• RefewDceSSo. 41 


45_ An clecnnnrrgiod system for applying electrical 
energy Id » target she on t structure wijiuo or on a 
patient*! body, the system comprising: 




■ high frequency power supply; 


Reference Ho. 42 discloses a high hcquency power 
supply, sec, tg, p. 273. 


an electrosin-gicaj probe cam prising a sbafi having a 
proximal end and a distal end. 


Reference: Jto. 42 discleces an tlocm surgical probe 
coroprisbg a shaft having i proximal end and a ' 
distil end, see, e.g., p. 275. 


aa electrode tcrraioai disposed near itic distal end, 
and 


Reference No- 42 discloses an electrode tornSnal 
disposed near Ihe distal end, sec, e.g., p. 275. 


a connector near the praurnal end Of the shaft 
eternally coupling the electrode lenoinal to the 
dearosurfjeaj power supply; 


Reference No. 42 discloses a connector near the 
pfoainud end of the shaft electrically coupling rhe 
electrode lenninal In the elcctjosurgical power 
supply, see, e.g, p.275. 


a return electrode ckeericaUy coupled to tho 
deetrojurgical power supply; and 


ReJiienee No. 42 discloses a return electrode . 
elcctricaGy coppled to the eleoriwurgical power ■• 
suppfy, see. e^, p. 275. - 


an electrically corwiuciinE. fluid Supply for directing 
cfcrtrkalfy conducting fluid to the targcl she jucii 
riiat . 


Reference No. 42 discloses an eltctncolly 
conducting fluid supply for directing detirically 
conducting fluid to An target site, see, tt, p. 275. 


the electrically Mruiucting fluid generates; » current 
flow path between the return electrode and the 
electrtxJe lerrninaL 


In Reference No. 42 the electrically tcoductLriE 
fluid'Eeneratej 1 current flow path between the 
return electrode and the electrode terminal, aee, e-j,, 
p.275. 
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. Reference No. 43 ~ , 


4:5, An clcOrosufpoiJ sy*°» f° r «PP(yw« electrical 
energy to 4 target she an 2 structure within otrai 
patient's body, the system cxraiponag: ■ 




t high freoocaey power supply; 


Re fertnee No. 43 -discloses a high frequency power 
supply, see. c^, p. X 


ui dcctrosunpcj probe comprising ? sfjaft having i 
Jnuxboil tnd nn:i a distil end. 


comprising a shaft haying s prnauraaJ cad and a 
ctbol end, soo, « g, p. t, TO. 


u electrode terminal disposer! v*3t the distal end, 


Reference No. 43 discloses an. electrode terminal 


-» connector near the proximal cad of the shift 
electrically coupling the electrode terminal to the 
decsmrurgical power supply; 


Reference No. 43 discloses a connector near the 
proximal end of fee shaft electrically coupling ttie 
electrode tamma! to the tlccaxnurgicil power 
supply, see, t«. p. Z. 10. 


t mum dcctrrxlc electrically coupled to the 
c!ccirmiirgic»l power supply; sod] 


Reference No. 43 discloses » return electrode 
'electrically cotrplcd iodic cltccrvrsurjical power 
supply. tj, p. 2. 


an cld.tr icdly cooducdng fluid supply for directing 
electrically coaduaing fluid to the target ike such 


Reference No. 43 discloses wt clcctrkajly 
conducting fluid supply for duccsing electric* Ity 
conducting fluid to the target site, sec, c-$, p. II 1. 


the electrically conducting fluid generates » current 
flow path between the return electrode and the 
clccnoJc LcmimL ' ' '. 


In Reference. No. 43 the electrically conducting 
fluid generates ■ current Bow path between the 
return electrode end the electrode terminal, see, e_g, 
ML 



The '536 Patent 


Reference No- 44 


AS. An elearnsurgical lyslcrn for applying electrical . 
•energy to ft target site oft A structure within or on at 
patient's body, the j yalera ootnpiij ingr 




i high frequency power supply; 


Reference No. 44 disclose? > high frequency power- 
supply, ice, e£_, coL 2,-llnes 2<t-51 , 


proxiroal end and * distal end. 


Reference Net; 44 discloses art electros urjjici! probe 
cotnprillnj * shaft having a proximal end and a 
distal end, sec, eg, coL 2, Una 26-5 1 . 


ari electrode termini! disposed ncerthc distil cod,- 


Reference Mo. 44 discloses *n electrode terminal 
disposed near tie distal end, see, eg, cot 2, Kne; 
26-51. 


a connector Bdr the proximal end of tee shall 
electrically coupling the electrode tcrmlrul to the 
ctcctrosurgica] power supply; . 


Reference No. 44 discloses a connect or pear the 
proxoru] cud of the shaft electrically coupling the 
electrode terminal to the cktirosurgical power 
3in^y,see,e^cbL2,lincs2fi-5Lr * 


■ return electrode electrically coupled to the 
dectrosurgicai power supply; and . 


Reference No. 44 discloses « return electrode 
electrically coupled to the cfcctrosvrgical power . 


supply, see. c.g,coL 2, fines 2fi-5 1. \ 


an electrically conducting fluid supply for direct ing 
electrically conducting fluid to the target ittc 3uch 




the electrically conducting fluid generates a current 
flow path between the return electrode and the' 
electrode termtnid. * 





21 

. fecmcd Hot i iot 130 Jt43 > 21 tliaiUZ UlMI PM [EMIcm Oay«t3MTlBnl 



131 



13 OZ lS:Oa P ' 



1 





Reference No. 45 


45. An tlectrcswgtcil system f« apply"* douical 
cnojy to a laijy she oa » jtrecture withinor on > 
jatienrj body, the i/iUm comprising: 




* high frequency power supply; 


Rrfaojce No. 43 discloses » high trcquency rxrwer 
supply, sec, ci„ col- 4,'line 21 - col 5, line 6. 


id elcctrasurgical probe comprising a shaft having a 
pro)5mjJ end and ■ dtstil cad. 


Reference No. 45 discloses an electrosurgical probe 
comprising a shaft haying * proximal end and I 
distal end. ace, c^-,coL 4. line 40. 


on electrode irrainal disposed nor toe distal end, 
end 


Reference No. 45 discloses an electrode terminal 
disposed near the distal end, see. eg, coL 4. line 40. 


j connector near the proximal cad of the shall, 
electrically coupling the electrode terminal to the 
clecrrosurgical power suppry; 


Reference No. 45 discloses a connector near the 
proiimal cod of the shaft electrically coupling the 
electrode terminal to the etectrosurgical power 
supply, sec, ej, coL 4, line 40. . 


a re him electrode cltctnaJry coupled to the 
elecfrosuTgical power supply; and 


RcfaraceNo.45 discloses a return electrode 
cltoncally coupled to the etectrosurgical power 
supply, see, e^g, eol.4. KnC21 - col. S, line 6. 


an ckcrriaUy cooduttiiig iliud supply for directing, 
electrically caoducring fluid to" the target site such 


Reference No. 45 disclosu »n tleetrically 
coacWTing flaid supply for directing electrically 
conduct iri£ flaid In the target site, see, eg, coL 3. 
tines-4J-55. . 


ok dfcctrioily conducting fluid gtoenues a cuirmi 
flow patii berw«a the mum electrode and the 
electrode lenntsaL 


in Krfutnce No. 45 the ckerricnliy excluding 
fluid generates a current flow path between the 
return electrode and the electrode terminal, see, e.g, 
col 3, Imw 48-55." - 
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Reference No. 4.6. , 


45. An clecnosur£ical system for applying dectricai 
energy to a Urgct siu: an » structure wirHIn or oa ■ 
patient's body, the system cotnprhaip: 




a high fxeouency power suppryi 


Reicrencc No. 46 discloses a high frequency power 
supply, see, e.g., col. 2, lines 31-53. 


an electrosurgical probe comprising a shaft having a 
proximal ead and a distal end, 


Reference No. 46 discloses an tHearcsurgical probe 
cociprvsing a shaft having a proximal end and a 
distal end, see, e.g., coL 2, line 3 1 - 53. 


an electrode terminal disposed near the distal end, 
and 


Rcfcrcnce.No. 46 discloses an electrode lennbai 
disposed Dear die distal end, sec, eg-, col. 2, fine 3 1 
-53. 


a connector pear the proximal end of the shaft " 
electrically coupling die electrode terminal to the 
electromrgjcaJ power supply; 


Reference No. 44 discloses a connector near the 
proximal end of the shaft tleancalh/ coupling rhc 
electrode terminal to the electrosvirgicil power ' - 
supply, sec, C4-. coL2, linc31 - 53. 


i return cktmxk ekariau'y coupled to the 
electmsurgicat power supply; and 


Reference No. 46 discloses a return electrode 
electrically coupled to the efedrosurgiCal power 
supply, see, c-e, coL 2, liae3I - 53. 


an ckarica/iy conducting fluid supply for directing - 
electrically conducting fluid to the tared rite such 
that 


Reference No. 46 discloses an electrically 
conducting fluid supply for directing electrically 
conducting fluid to the target site, see. e.g, coL 6, 
Unc42. ' 


the electrically coaductin£ Quid generates a current - 
Cow- path between the return electrode and the 
electrode fcrmijad. 


In Reference No. 46 the electrically crsnducTing 
fluid generates a current flow path between the 
return electrode and the electrode tennnwt. see, c-R., 
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Reference No. 47 


45. Aa cleanBufgicat system for applying electrical 
energy to »tn^<*»*o» a Jtmdura within w oo i 
petvalfs body, the system crrorp rising: 




a high firiqueocy po wer suppry; 


Reference No. 47 ducieocs a high frcoucney power 
mppry. ite, e^, eol. 1, line 34. 


an elecuosltrgical probe comprising ■ iKsft hiving * 
proximal cad and a distz! end, 




ma deccrode terminal dupejed nor the distil end, 
lid ■ " * - 




i connector oair the pnuimai end of Ike shift 
electrically coupling tie electrode lexmiiaJ to the 
ckctrosurgical power supply; - 




a return elaetrode eJeOriciUy coupled lo the 
clcccrosu/gical power supply; and 


Rcfsraics Wo. 4? dnrjnsci i return electrode: 
electrically Coupled ta the cleorosurgfcal power 
supply, see, c4, coL 1. line 34. 


aa electrically conducting fluid supply for eUrcrtrng 
elrxtrk^y.eend*3iBg fluid lo the fcrrgct lite such 
that . 




Uic rleetrically conducuag fluid gcaeraira a current 
now pith herwoeo the return electrode and the 
electrode tennioal. . - 





The '536 Patent 


Reference. No. 4a 


45. An dnrmuurcial system for apply mr; electrical 
eocjy toa tarjer jfte onirtructure wrhin oroo a < 
psiend tody, iKo tyrtern corapriiing: ■ 




■ high freq^my power supply; 


Reference No. 4J discloses 3 high frequency power 
supply, jee, e.f>, colli. Mne^I. 


mi elccoonu^Kil probe catoprising 3 shaft having a 
proiclmat end and a <fisul end. 


Kcicrcncc No. 4i discloses in ciectrosurgjca] probe 
comprising i jhifl Iwvhjg a proa loial end.and » 
dittil ad, see, e.g„ col 2, Ens 2*. - 


and 


Reference No. 4S discloses an electrode Irxroiniil 
cfepojed near lie distal cad, sec, t^, cot 2, Hne 21. 


8 cooDeclar near tlx: proximal cad oCrac shaft 
electrically coupling'the electrode termini} lo the . 
elccoosurjial power supply; 


Reference No. 48 discloses 2 corwecjor near the 
nroxioia} cad of the ahafl dectricany coupling the 
electrode terminal lo the electrosurglcal power 
supply, sec, e^, coL 2. line"2I. 


a iawn electro*; electrically coupled ta tie 
elecoanttgial power supply; and 


Reference No. 4« discloses a return electrode 
electrically coupled to the clccctnurgicat power 
sappry, see, tt, oaL.2, Bnc2I. 


»« elearically conduct tug (hi id supply for directing 
electrically conducing fluid ta the lnr£et sire sura 
that - - • " . ". 


Reference Na.4g decUwcj w electrically 


conducting fluid to the target site, sec, eg., coL 6, 
liue28;eoL4,&ie6. 


the electrically conducting fluid" generates a current - 
■ flow path between itit return electrode and the 
electrode terminal. • 


la Rxfcrcuce No. 48 the electrically crjnddcting 
fluid generates a current flow path, between the 
return electrode and the electrode terminal, see, eg, 
coLcT,nae28:coI.4,!ir«S. - 
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Reference No. 49 


43. Aa ebxacstir^UsJ system lot applying cJeariol 
energy to a Urget site on a stnicjturt within or on a 
palieafs body, the system ctrnlpnalng-- 




> high frequency power ujpply; 


R/fecnccNo. 49 diiclcoa a high frequency power 
supply, set, t^, cot. 1, line 55. 


an elecoosurjkaJ probe cote piling ■ shaft hiving x 
proximal end and » distil end. 


Rjyrerencc No. 43 dbdcncj an detrxawrgicij probe 
cocsptisirtg > shaft having ■ proximal cod and ■ 
disal eatt, «ee, eg-, col. I, line 55. 


to ck orotic terrain* I disposed near ll>c distal end, 
tod 


Reference Ho. 49 diss loses an electrode Icrmuiai 
disposed near lire distal end, sec, cj^coL I, lute 55. 


« cooncciof near the prcoima! end ef lie shaft 
ctodric-ltiy tooplitc the ekctroda lenruniJ Jo the' 
clp^rusurgicai pwtr icpply; 


Jteferenec No. AS d octets » cotujcctc* n ear die 
pnairnaJ tad of iite shaft electrically coupling (he 
electrode terminal io the c]ccire«asiap«VpawcT 
juppiy.jce, ci, en), 1, line 55. 


» return electrode electrically coupled to the 
eleemjiurpcjj pOTtr supply; »ad 


.Reference No, 49 discloses a return electrode 
supply, tee, col. 1, line 55. 


Meltarieailyeooduemii fluid supply for duccruig 
electrically conduoing fluid to the target site such 


Reference No. 49 discloses an cjcctrieaJiy 
conducting fluid supply for directing electrically 
ccodoning fluid to the Urjct site, sec, t4i, col. J, 
Eae<5.' 


the dtciriaUy conducting fluid generates "t current 
flow path bcrwOT die return dee&txJc cd the 
eitdrocte terminal. 


In Rcf ereoec No- 49 the dec trically ccwctacting 
fluid £en crates a current flow path between this 
return electrode atvd the electrode terminal, see, e.g., 
caLl,ru!c«. . 
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Reference No. 50 


45. An clcarusurgical system Ear appryin j electrical 
energy to a target site on a structure within or no a 

p»fieorV body, the ayaetn KOtnpvsingz 




a high frequency power supply; 


Rc.'crcnce No. 50 discloses a high frequency power 
jupprr. o.E-. eoL2, lines 21-63. 


an tJeetrosurgt'ci! probe comprising a snaft having a 
proximal end and i distal end. 


Reference Ko. 50 discloses an elcctrosurgical probe 
crxnprirfng a shtft bavcrig a proximal tad and a 
ditto! tad, HX, cj>, cot X lines 21-63. . 


in electrode terminal disposed near the distal cod, 
and 


Reference No. 50 discloses an electrode terminal 
disposed near the dinal end, see, tug, col.2, lines 
2l-«3. 


a eocmector near the proximal cad of the shaft 
electrically coupling the electrode teirnbal to die 


Reference No. 30 discloses a ranneewr near the 
proxitaal end of the shaft electrically coupling the 
electrode trrmina} to tbe ckxtrcrstrrjycal pewer 
suppiy, tec, tg, cot 2, lints 21-63, * 


a retum electrode tkctricsUy coupled to the 
elecrroiurgjciil power supply; and 


Reference Ho. 50 discloaes a Mum efcetrode 
electricilly coupled to the de^ojurjicil power 
supply, see, eg, col. 7, lines 21-63. 


la clecaiciJly codduaing fluid supply /or directing 
electrically conducting fluid (0 the target site such 
that 




lie electricilly conducting fluid gencrala s oirraU 
flaw pith WwfM the return electrode and the 
electrode lennuutl 
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Reference No, 51 


AS. An cIcCireMogial system for appJyl«e clcdriol 
energy to » target sire on • srructare within or on a 




b high frequency power supply; 


Reference No. 5 1 discloses a high frequency power 
supply, see. eg, caL2, &ie *l - cat 3. line 51. 


praueoal end-and a distal erid. 


RelOTOee Uo. 51 discloses in clectrasurgical probe 
cocoprisinga shaft koviog a preocirAal end and a 
dtSBJen<V»ce,c£_,col.2 > Gne41 -cot. 3, line 51. 


m electrode terminal disposed our die distal end. 


Reference No. 5 1 dbcioscs an electrode terminal 
dbpoj td near the distal end. see, c^, col 2. line 4 1 
- coL 3 Cnc 51. * 


a conntcior DCrr tbe proximal end c(the shaft 
electrically coupling tie eleetnxle terminal to the 
eltftnwurEkit powtf supply; 


Reference Wo. 5 1 discloses a connector near the 
prtmimal end of the shall electrically coupling the 
electrode- Icrnuoi) in the clcetrofurgieaj pavrcr 
supply, see, cj^rxiL 2, foe -1 1 - cot 3. line 58. 


■ return electrode deem calryciMip ted to (hi 
clectrojurpeal power supply; and 


Reference 'NovJl disdosesa return electrode 
electrically coupled to the dcctrtrjur-Jea! power 
supply;see,e.fr;«l2,lroe4I - «]. 3. Enc 3i. 


ta dccaialiy coeefcjctiog fluid supply for 4iretini£ 
electrically coaductiog fluid (0 the target site such 
feu " 


Reference Ha. 31 cfisclosea an cice*6c»By 
ccuchjomg iloil supply for directing electrically 
ccoduding fluid to the target site, see, o-g_. caL 3, 
EneSJ. 


the electrically coocjienng fluid gcacraicj s turmoil 
flow pith berweea.Sie return electrode and (he 
deetrode terminal.* "- 


In inference No. 51 the electrically condncling 
fluid generates a current flow path between the 
return decaodc and the electrode terminal, see, e_g^ 
coL 3.10^53, 
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. Reference Via. 52. 


<S_An decorwurglcdsyslrai lor applying clcruieal 
energy toi target she on a structure within or on a 
forimfi body, the syslero comprising: 




i high frequency power supply; 


Reference Ha, 51 ditdcaa a high frequency prt wer 
supply, see, eg, col. 3, lines 1-32. 


au eleefcusurgicai probe comprising a shall having a 
praunia] end a»d a distal cad. 


Reference Ho. 52 discloses m electros urgtcxi probe 
can-prising a abaft having a proximal end and a 
dislal end, see, t-g, coL 3.1irtcs 1-32. 


an electrode terminal ntspated near the distal end, 
and * * 


Re/crcoec No. 52 discloses an electrode terminal - 
disposed tKV the dlxtal *ud, s«, e.g^ coL 3, lino U 
32. 


3 connector near the prosdrral end of the jJulQ 
electrically coupling the ejeorodr; lamina! in the 
eUsctrasurgicaf power suppf)*; 


Reference Ho. J 1 discloses a connector near the 
proximal end of the shaft electrically coupling ibe 
eJectrode tenninal to (he electrnsurgical power 
supply, see. t*, en 1. 3. lines I -32. 


1 rciWD electrode, electrically coupled to the 
decxrosurgicat power supply, and 


Reference Hp. 52 discloses a return cleetrctde 
efectncally coupled to the electmsiirgical power - 
supply, see, e.^, cot 3, Gnes t-32. " 


an electrically conducting fluid supply tor directing 
clcrtiiuilry candudinE fluid to the target site such " 


Refcrtnct No.i2 disdoses sa dectrically 
cceoutriic' fluid supply for direr^g cfeOiically ; 
etwdocting fliad *a the target site, see. e.g., caL % 
Ban 24. 


the electricsJry conducting fluid generates a airrcol 
flaw pith between the tours electrode sad the" 
eWrorhj terrntnsi ~ - | 


In Reference No. 52 the electrically conducting 
fledd : gen~eratcj * current Oowpath between the 
letuni dech-ode and the electrode terminal, sec, e.g„ 
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Reference No. 53 




45. An BJcctrosufgicaJ system fof^ppiy'^ electrical 
energy ta a target site on « structure within wom 
paoearj body, tie system cwnprfaing: 






1 Ltgfc frequency power supply; 


Reference No.' 53 discloses a high frequency power 
supply, see, e.g, col. 5, lujes 28-55. 




an elednjsurgjcai probe comprising 1 shaft hiving a 
proximal cod and 1 dlTl** Old, 


RtferericcND.53 discloses id clccirmurgical probe 
comprising a shaft having a^proxirnal end usd a 
distal cud, see, e.g., coL 2, lines 28-55. 




Mekxarode terminal disposed near the distal tad, 


inference No. 53 discloses an electrode Jerpjirtil 
disposed near Ac distal end, see, clj^ coL 2, line 21. 




electricilry coupling Ac electrode terminal to tbe 
ekojiMurgjaJ poweii supply; - 


proainil end ofthe shaft electrically coupling rhc 
electrode tcnnmal.lo'lhe tlectnxiuijicjl power 
supph/, see, eg., coL 2, lines 2J-5S. 




1 renira electrode clectricjJiy coupled ta the 
electroiui^fcil power supply; sad ■ 


Reference No. 53 JdcIoscs a return t lecrrodc 
electrically coupled lo the elect romrgicai power 
supply, see, e.^, coL2, lines 2S-55. 


5 ' 

in 


as electrically conducting fluid supply for directing 
electrically conducting fluid 10 the target site such 
lilt 


Reference No. 33 discloses an electrically 
conducting fluid supply for directing dcctrically 
craiducting fluid to the target site. See, eg, cot 3. 
linefi3;coJ.2,liiicl. 


£ ; 
£■ 
u 


flaw psA. between tie return electrode and the 
electrode lcrmiml 


In Reference No. 53 the electa caJiy cr^ductiig 
fluid-generates a cairrent flow path between fie 
return electrode and tot electrode terminal, see, e.g., 
coL3, line 63; coL2, line I. - 
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45. An elcctrusurpcsl system foe applying electrical 
merer to * t»re.«tiiie 00 a itrocture within or on a 
piticoft body, tie system comprising: 




B 

ru 


a high frequency power supply; 


Reference No. 54 discloses a high frequency power " 
supply, sec, c. g„ p. 670. 


an electrosurgical probe comprising a shaft bavjag a 
prrobual end and a distal cod, 


Reference No. 54 discloses an clcorosurgjca] probe 
comprising a shaft having a piaximol end and a 
distil end, ice, e,e, p. 669. 




en electrode terminal disposed pear lie distal end, 


Reference No, 54 discloses an electrode terminal 

disposed nor the distal cod, see, t*, p. «"69. 




»coiinccior ecu liit prowmaJ end of theshaft 
dectricalry conplmg the electrode terminal to die 
clccfjosurgical power suppfy; 


Reference No. 54 discloses a connector near tbe 
proximal end «rthc shaft electrkalry coupling the 
electrode terminal ip die electrosurg seal ptnver 
3a PP>y. sc«, p. 669. 




a return electrode electrically coupled 10 the 
electro mrgicat pew supply-, amd 


Rclcrtnce No. 54 discloses e return dccrjtxlc " 
clecoiully coupled lo the electrosareical power 

supply, sec, eg, p. fi7Q; 




sn electrically cnncructirir fhiid supply lor directing 
electrically conducting flaid (a the tBrpctsftc such 
to 


Relcrcnce Na 54 discloses an decrrically 
conducting fluid supply for dtnsctine dcctricrily 
conducting fluid to the target site, see, e. g, p. STL 




tbe electrically conducting fluid geccraiea a current f- 
fjaw pith between die return clcdrtdc and Ac 
lectrak terminal 

I 


In Reference No. 34 Tie electrically conducting 
fluid generates n current flow path between the 
-cturn electrode and the electrode terminal, see, eg, 
J.<S72. - 



U Ultra 3T1 S3 t PH [E«l.m rj.ytfsh, Tk«l 



136 



5) S30-SH3 





■ "V 


.The '336 Patent 


Reference No. 55 


-t J. An tloctn»«B>cal v/jicm for »pplyin£ c ttcrncal 
energy to 1 ttrgct site oa s structure within or oo a 
pa&jjf s body, the system comprisme- 




~» b^h frequency powtr supply". 


flffeancx No. 55 d is doses » high fi agency power 
supply, see, e.g., col 2, lines "MS. 


an drarojurpoJ probe composing • shift brtia£ a 
proximal ee4 arid a distil cad, - 


conrprising a shift having a prosnna! cod and a 
distal end, see, coL 2, tir>a 7-4S, 


an electrode terminal disposed near sbc distal end, 
mud 


Retrace No. 55 discloses cm ciectrodcttrmtnal 
disposed near tbe distal end, s*=, tf, coL 2, lino 7- 
4t 


& ctxicecior Dew the proximal end of the thaft 
electrically coupling the electrode terminal la the 
ekctrojurp'al power Jttppry; - • - 


Refcrcnce Ho. 55 disdoscs » connector near the 
fracdmal end of the shaft electrically coupling die 
ekecrode soTnin»I to dv= cIccjtusujjvtJ power 
iuppiy. sec, t.^ COL2; lines 7-46. 


a return tleamxfc eJeanaliy coupled to the 


-Reference Mo. 55 discloses a return electrode 


electrcaurgjeal power supply; «ni 


supply, see, e.f.. coL2, lmes Y-4&. 


ta eloctricaUy conducting fltud supply for direeting 
eforaritaOy ccuduetiij fluid to tho txrgctsfer- Suri 
that . • 




the ileetrically cofuirHimg Euid generates • current 
flaw just between the return electrode vol tfcc 
cloccrotk torniml 
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Reference No. 36 


45. An efcetrcanrgic*! system for opf tyiug electrical 
energy to a target site on* structure within oron a 
patient's body, the system comprising: . 




a high frorueney power tupply; 


Reference No. 56 discloses a hijh frequency power 
supply/see, eg., cot 1. line « - coL2, Ibe 12. 


an'doelrtxnrrgical probe comprisuig a shaft fca viri £ J 
proximal cod ami a dirtil end. 


Reference No. 5d diselosca an clccfrosurgical probe 
comprising a shaft bavin£ a proximal end and 1 
distal end, see, ti_,coJ- 1, Enefil -coL2, tine li 


an ekefrock: terminal disposed near ffle disni end, 


Reference No. 56 dbclrcra an electrode terminal 
disposed near tbe disni end, see, e.g_, col. 1, fine 61 
-roL^Enel2. - ; 


* connector near the proximal end of the shaft 
electrically "corxpUci the electrode tcrioioii fa tbe 
ei eWrosargica] power supply; ' 


. Reference Ho. 54 discloses a ooonctJof near tbe 
proximal cod of Ibe shaft electrically coupling the 
electrode terminal to the etectrmurjical power 
supply, w, cot 1, line £1 -coi.2, line IX 


a rem™ elcdroOc electrically coupled to tJ»e 
dccrjirjurpcil power supply; and 


Reference No. 56 discloses a return electrode 
ef cctrically coupled to tbe elecrrosurgica! power 
ruppijr, ux, eg., cat Kline 61 -caL2. line 12, 


an electrically ccwducttdj fluid supply fox directing 




the electrically randWriag fluid generates a current 
flow parh between tbe return electrode and the 
electrode terminal. 
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Refcrcnce No. 57 


45. An cteemwupdi system tor applying nUarical 
energy to a target iW on » smicturc within Of on a 
patient's body, the system comprising: 




a high frequency power supply; 


Reference No. 37 discloses 3 high frequency power 
sUPF>iy. 3ee, ts, p. 3. 


in citxrrosurgicsl probe comprising a shaft having a 
proline! cod and a dtitat cod. 


RcfcrenctNo. 5") discloses an ckctromrgjai probe 
comprising a ihift having a proximal end and a 
distal end, see, e.g^, p. 3. 


an tJecrrwJc terminal disposed near the distal cad, 


Reference No. 57 ditclniM an electrode terminal 
disposed near the distal end, see, eg-, p. 3. 


a connecter near the prpxiaiaJ cod of tho shaft 
electrically coupling the ckctrtxk tenairia] in the 
clecnosurgical pow n^pry; 


Reference Mo. 37 discloses a connector near trie 
proximal end of the shaft elcctrkai'y coupling the 
electrode terminal to the clcctrosrarjpcsl power 
supply, sea, tug, p. 3. 


a return electrode electrically coupled to lie 
clettreaurgical pawer.SUpply; and 


Reference JJo. 37 discloses a return electrode 
eJcctrlcally-cotJplcd to the clcrfrosirrgtcal power 
iupply;i«cc^p.3. 


an electrically conducting fluid tupply farairocaae 
ettcfrioJIy ccwfircanj fluid Jo the Uijd lire such 
thai 


Reference No. 57 discloses: an electrically; 
cooduaing fluid supply for directing electrically - 
coaduaisg fluid to the target site, see, eg., p. 3. 


the electrically conducting fluid generates a current 
Gowpnh between the return electrode and ihc 
electrode icrramaL 


In Rc/crrac* No. 57 ihc electrically cauducthie 
-fluid genera to a current flow path idwrai toe 
return electrode and the electrode terminal, see, e.fc. 




Tht'fafiPalcni 


Reference Wo. 58 . 


45. An elcctrosurgical systea tor applying clecn-icai 
energy to * targ et she on m jHuenae within or Ca. a 
patient's body, tie system comprising; • 




a high frequency pq war supply; 


Rrfrrerica No. jg disekwM i hi^h frcquaKry power 
supply, see, e.g, coL 3, lines 9-49. 


an elettrosurgical probe comprising a shaft having a 
proximal end and a "distal cod. 


RefeiTDOe fJo. Si discloses an clccaosurE/cal probe 
comprising • shaft having a proximal end and a 
distil end, see. eg., col 3, lines 9-49. 


an eleemxtc terminal disposed new the discs! end. 


Reference Yia.il discloses an dectrodc terminal 
disposed near the oubd end, sec, eg., col. 3, lines 9- 
49. • " - 


3 connector Dear lie proximal end of the shaft 
electrically coupling Ac ejectrode terminal to The 
clectrerurgical power supply; 


[Reference No. JS discloses a roan ccuh- near the 
proximal end of Uie shaft electrically coupling ihc 
elecirooc tcnnitiol to the elcttrosiirEiQl povref 
supply, see, eg., coL3, lines 9-49. 


a rem electrode electrically coupled to the 
ebcsrajargfcal power supply; and 


Reference No. 51 discloses a return electrode 
electrically coupled in the eledrojurgicil power : 
supply, sec, eg., coL3, lines 9-49. 


id electrically <™ducring fluid, suppiy for directing 
decirically conducfing fluid la the targd site such 




the electrically conducting fluid generates a current 
Dow path between the return electrode and lite 
dectrodc tcnninaL 









Reference No. 53 


45. An elcctroEUijjial system for *pplyi°& electrical 
OKt^y lo * taigtt lite on J smictute wJMi « oo a 
pe/iearrbody, Hie syjtcsti cqmpriiinr,: 




» bieh firtepjtncy fwwer sujiply: 




in clecirpanxi^ probe cacnprijtne. * shaft having • 
proiinul cod iru3 1 <Usul end, " 


Refers ec Ho. ^9 dtscltHcj art e Jcraressurgical probe 
coenpratruj » shaft having a proximal end and a 


in electrode terminat disposed near tbt drrtjl end. 
and 


Reierrnce No, .59 dlsclora an electrode terminal 
disputed near the distal etui, sec, ca^, cot. 3, lino 5- 
34. 


x connector near the prcnmal end of tiic shaft 
tfcarioJly coupling ifcc electrode unaiml to the 
ckctTDstizi'c*] power supply; 


Rc/crcDpdriu.39 duclcoci ■ connector near tbc 
proiimli ead oflhe shaft electrically coupling the; 
electrode terminal to the clcctrcarrfcicaJ power 

anpply, K«, 't. eel. 3, littd S-3&. 


1 return dectrode clfctrwally coupled to the ( 
ckctntsopod power supply; and 




u «|cctric»Jiy conducting fluid up ply for dtrcctrag 
drcirkiUy cem dueling fluid Id the target site audi 
that -, - * 




rhe electrically e Ml dueling flufct gcoeraics a current 
flow path between lie return electrode aiui tie 
electrode (ermraij. 




SOBS' 


The '536 Patent 


Rifrrrjiee No. £0 


-O. An rlcctrosnrgicat system for jpprynuj electrical 
eaergy to * target site oa a atrodurc within or on a 
patients body, the system enrop ruing: 






Beferenoe-No. 60 dtsckiies t high frequency power 
supply, see, e-j;, col. 4, line -43. 


ma clecBeourcic-il probe comprising a that* Wine, a 
proximal cod ind a dkul end. 


Reference No. CO discloses an c!«_rrnsurg'cal probe 
CTniptiiBuj i shaft hiving a proximal end and » 
distil end, aoe. c_g_ eol_3, line 3 5. 


an electrode terminal disposed near the distal end, 
ana" • 


Reference No. W dfacloscs an electrode terjtuttfll 
drsposec? Bear tjie distal end, sec, c^., coL 3, fine 3 J.. 


1 comreaor jiqu- the proximal end of the shift 
electrically coupling the electrode tmtsnul to the 
ckoriMUigfcftt power supply; 


Reference No. 60 discloses a connector near the 
pctuorxiai cod of the shaft electrically coupling tbc . 
electrode tnrninat to the ejertrarargica] powcr 
supply. Me, e^, ooL3. line 35. 


a return elccontk electrically coupled to the 
cJettrcsurgical power supply; and 


Reference No. 60 discloses a re rum electrode 
supply, see, eg, cot i. fine 45. 


an electrically conducting fluid supply for dire cling 
tlrxtricaUy conducting fluid to the target site such 
tt«t ■ 




the cltaricilly conducting fluid genentej i nut cat 
Oow path between the return electrode and loe 
electrode terminal. 
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The *536 Patient 


Reference No* til 


45. An electrosurgical system for applying electrical 
energy to 1 target site on * structure wilhb cr do a 
patient's oc-dy, the system comprising-. 




■ high frequency power supply; 


Reference No. 61 discloses a high frequency power 
supply, Joe. e.R-, eoL 3, line 30. 


an elcctrnsmjicul-prabe composing » shaft having a 
proximal end and a distil end, 


fUfaence N0.-1SI discloses an elqCtroiiirgka) probe 
comprising a shaft having a proximal end and a. 
distal end, set, eg., cot 3, Vac 20. 


an electrode terminal disposed ne*r lit distil rod, 
aod 


Reference Ku. 61 discloses an electrode terminal 
ditpoied near the distal caii,""spc, ej|, ooL 3,]k(e 30. 


i tonneciDrntar the pmxiinaJ cud of the sbift 
elecrrkally coupling the electrode terminal to the - 
tlccnmurgicj] power supply; 


RtfcrcnCt Ho. 61 disclose) a connector near the 
proximal end of the shaft cloafjcally cooplmg the 
elecmxle tciminil to the clcctrooupcal power 
jnppIy.'TO, cj>, coUS, line 30. 


* return electrode eleetncally coupled to the 
tilerJrosnrgicil power supply; xnd 


Reference' Ho. 61 .discloses a return ckarodc 
electrically coupled to the ehxtrosurgical power 
jupply, we, e-g-. eoL 3, line 30. 


an electrically conducting Jkiid supply for directing 
electrically conducting fluid 10 the taigd site such 




Jhe electrically cocduntng fluid graerates s current 
flow path between the return electrode and the 
electrode icnainaL 






The '536 Patent ■ 


Reference No, 62 - 


45. An clccirtK«rgical system for applying electrical 
energy in a tanso lite on a structure within or on a 
paricnCs body, ihe sywrm comprising: 




a high frequency power supply; 


Reference No. 62 discloses » high frequency power 
supply, see, e.g„ col. 2, line 35- 


in clcctrosurgical probe comprising a shaft having a 
projtiaial end and a distil end, 


Reference Ho. 62 discloses an electro surgical probe 
comprising a shaft having 3 proximal end and a 
distal end, see, c-g_ col. 2, Hoc 2D. 


in electrode terminal disposed near the distal end, 
and 


Reference No. 62 discloses an electrode tenaiiuj 
disposed near the distal ead,"sec. col. 2, line 20. 


a connector near the proximal end of the shaft 
electrically coupling the electrode terminal to the *" ' 
clecaosurgical powersupply; 


Reference No. 61 discloses a connector near the - 
proximal cod of the shaft electrically coupling the 
electrode terminal to the elecwosurgkad power 
supply, see, eg, col. % Ime 20. 


a rcftira electrode electrically coupled to tfir. 
electrmnn»lcal power supply; and 


Reference Net, 62 discloses a return electrode 
electrically coupled to the dectrostirgical power 
supply,' ice, e.g., toll, lute 35. 


an electrically conducting fluid supply for directing 
electrically conducting fluid to the target SKe such 
that 




the ciertricaJly tonduairig (laid generates a current 
flow path lictv-cxn the return electrode the 
electrode'ierminaL 
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The *536 Pat«rf 


Reference No. 64 


oaergy 10 » tMEd sic oo a imianre within or <» • 
patient 1 * body, the lyjtctncaiapfbmt: 


. 


a high frt^uaicy power tuppi^ 


Reference No- &i duckues a high^tqueacy povuff 
supply, lee, c^, col- 2, linc 5. 


■in c|«trtnurjieil probe cotnpriung a sttfiA having a 
proximal end and a distal out. 


Reference No. 6* discloses an. clectrosurgicaJ probe 
comprising a shaft having. > proximal end and a 
distal cod. tee, eg., col A, line 23. 


»a electrode terminal disposed nof lie distal cad, 
and 


.Reference Net 64 discloses an electrode teroicnaJ 
disposed near the distal end, sec, E-t, Col 4, TxoeT25,, 


a cxumeaorncartlK ptttximx] end of the shift 
electrically coupling the electrode term ins' to the 
clccsrosurgica] power MppbC 


Reference Ho. M discloses » connector Bear tbe 
proximal end of the shaft electrically coupling Hit, 
-slcetrodo terminal to the dcctnwirgical power 
.supply, see, e-g., coH, line 25. 


a return electrode elccrncilty coupled to die 
eledrasBipor power suppty, and 


Reference No. 6i cisdown a return electrode H 
electrically coupled to the clccarourgial power 
supply, see, e.g, col 3, line 5. 


an clcexneaUy cooductia£ fluid supply for directing 
eJeeariaUy conducting fluid M the Urgci :ile such 




the ekctrically cooduetiiig fluid generates « cancol 
flow pith between the return electrode ind rfic 
electrode terminaL 






The '536 Patent 


Reference No. 65 < 


43. An ckarasnrgic*! jyjwia for ip plying dectncal 
enetEJ'ta a target site on a iiraciure with in or cm » 
p» tkm" j body, the jyjtrm corn prisio g; 




* high frequency powersupprly; 


Rcfacnct Na. 65 discloses a high frequency power ' 
supply, see, e-g, eoL 5, line 34.." 1 


•it clcctrrauigical probe cdnjpriiing fl Shalt having * _ 
proximal end and a tusul end. 


Reference No. 65 disclouea an elctUosurjfcal pgnbrj, 
comprising i shift having a proximal cud and a 
dirtalend, see, rug., col 5, line. 34. 


an electrode terminal disposed near the dotal cad, - 
«d 


Reference Ho. 6 J discloses an electrode terminal 
tSsposed near the distal end, sec, eg, coL 5, biter 34. 


a connector acu the proximal end of the shaft 
electrically cou'phag the electrode leraioal to the 


Reference No. 63 discloses a connector near On 
proximal cod of the shaft electrically coupling tbe 
electrode, terminal to* the clcctrosnrgical power' 
supply; see, tg, coL 5, Hoe. 34. 


a return electrode electrically coupled to the 
electroiurgicai power supply; and 


Reference Ho. 65 discloses a return electrode 
ekxtricafly coupled u> die clear oiurgicttl power i 
supply, see. e_g, col 5, l«e 34. " i 


on elccrrkally caoductiog fluid supply for directing 
electrically conducting floid m t&c target jile such 
that 


RricrtncE No. 65 discloses an electrically . 1 
cacioHlciiflg.flutd supply foir directing electrically f 
cwdoctbg fluid to the target site, see, e.g, col 2, i 
Em 10; a* 6\ line 6S. . | 


the clcctrjcaily conducdng fluid generate] a current 
flow pain between the return dedrode and the 
elrctrodc tciminiL - '. 


In Rcftreflce No. 65 the electrically condiKxing j 
fluid.* efrcraiej a current flow path between the. I 
return electrode and tbe electrode (emtinal, sec, c,^, 
col. 2, die 10; col 6, line 65. \ 



141 



19 02 X2:07 P 



Pthrocare 



The*53&P3«tnt . 


Ktftrencje.No.t36 • 


A5.AH dtanMUtsicsl system for applying electrical 
energy la 1 target site oo a. struchire within or ca &■ 
palietiCj body, th< system compfisinE: 




i high frequency power Supply; 


rUfelcnee No. 66 discloses a bteh frequency power 
supply, tee, e.p_ coL 2, line 1 . 


in dcetrosWEial probe comprising » shift having • 
pro lira i! end asd a distal end, - 


comprising t stall having a prcacknal end and a 
cfistii end, sec,icc, ™L 3, line H. 


»u electrode terminal dispowdncar tie cujui eon, 
and - 


Reference No. 66 diseJiees an ckcoocL: terrjinial 


b cccmttiorncar tiic pioxinul tod of the shaft 
' ekcricjltyVa^Unglhetkcarodettrraiaaltotbc 
cloctrttmipcsU poMftr wpply; 


Rcfereoee No. 64 discloses a c«me=trrr near the 
pnwVual tad of dm shaft electrically cocpline the, 
electrode tamraJ »a the clectrcmirgjcal powtr 
supply, see, e-e., coL 3. line U. 


2 return electrode efcxxricatfy coupled to the 
etrctrosurgicul power supply; and 


Reifereoce No. 66 discloses » mum elccsrodc 
electrically coupled to the tJeet>usur£icaI power . 
supply, see, e_p,.ct>l. 1, Urve 1. 


an decrn 'cairy cnaduainE fkiirf snppry Tor directing 
electrically ccnchioiog fluid ta ihe target site suei 
that ' V . 


RrterrnccNo- 66 discloses *a eiectricalry 
eowtecting fluid supply for ojrecting eleiSrtcauy 
conducting fluid lo tie UUEet she, ae*. col. 7. 
line 10. 


the electrically conducting fluid generates * currcM 
flow pntb berween theremm electrode and tie 
electrode terrncrtlL 


loJUrctdaceNo.66 the dcctnadly cooduuuiE 
fluid jcncnts=t m current flow path between the 
return electrode and the ektrtrwlc terminal, ace, eg, 
coL2, line 10. 




Tfcr '536 1'* lea* 


Reference No. 67 


43. An clcctrajureial system for applying darfcial 
energy to i target site on a structure wh&irt or aa a 
piliorfj body, tha system cornpriime: 




b high rreouency power supply; 


JUfaeruxNo. 67 discloses a high frequency power 
supply, cul. 1, line 35. 


uneJecmwtrgical probe comprising a shaft having a 
pro ritual end and a distil end. 


Reference No. 61 discloses no eleetrnsurgicaJ probe 
diit^endffce. ejr.. ept^ fine 35. 


an electrode terminal disposed near the. distal end, 
and ' 


Refcieoce No. 67 discloses an electrode terminal 
dispersed near the distal tod, sec. e.(% coL 2, Gne 35- 


a connector new the proximal cud of the shaft 
electrically coupling the electrode terminal to the 
c[«trosnrgkal power supply; 


Rofercnce No. 67 discloses a connector near Bsc 
proximal cad cf thesjiafl. electricalty coupling the, 
electrode terminal la the eJcxarosurgkal power 
supply, see, e-R.^ coL 2, One 35. 


a re rum electrode dectricadly coupled to tbc 
elcarDturgtcal power supply; and ' 


Reference Ho. 67 discloses • return electrode 
electrically coupled to the elect: enure, Icjf power 
supply, see, e.&, eoL7, finc35. 


an electrically crjisducring Quid supply for directing 
elr^ricaJry conducting fluid .to the target site such 


Kefertnce No. 67 discloses art electrically 
eodductu^nuidsapr^fordrjeciuifieleetdc^ . 
crjorJiicring fluid to nbe targcl jjli, ice, e.g, eaL, A t 
liielO. 


Uie dcctricaliy cuu ducting fluid generates tt aintul 
flow roth between die return electrode nad (he 
electrode terminal 


In Rererencc No- 61 the electrically ce>oo«etiog 
fluid generates a current flow path between the 
return electrode and the electrode terruinjl, sec, 
e_g„tol.-*, Utmi 10. 
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Tbe '536 Patent 


Reference No. 68 


energy to a Urgtt vie. on a structure .wilbin Of on« 
pattcnf* body, the system comprising: 






'supply, sec. ti. eoT_3, lbe2j! 


»n ckcuoiurgical probe comprising 1 shaft having « 


Relercrtec No. 61 djsdoses an ciecottmrgicil probe 
comprising i sbaA baying ■ proximal end and ■ 
ifiml tad. sec. eg., coL 3. Eha 25. 


*o elocnode Icrmiiwi dupmcd near the distal end. 


Jtcferroee No. M discloses an electrode terminal 
disposed near (he distal cad, see, e^_, coL 3, Cne25- 


1 coaarcax near the proxiroil cod of the shift 
eleerriciJly coupling the electrode terminal to the 
elee&osurgScal pouny supply; " 


Reference No. £1 discloses ■ conuoeier near the 
pfoxlrul end of die shaft electrically coupling the 
ejectnvic termini to d» dcdromxlea! power 
supply, see, e.g, roL 3, liae 25. 


a retain electrode electrics Uy coapted to tbe 
ckcsrooirgkat power supply; and 


Refercnte Nc 61 discloses a tecum electrode . 
electrically coupled to (he electrnsurglcal power 
supply. see, eg, coL 3, fine. 25. 


an dcodicaUy conducting (luid supply f«r dWcag • 
electrically conducting fhild to tbe target she such 




the electrically conducting fluid jcncnla a tuilctlt 
How psrh between the return tJcctrodc and the 
eloarode tcnainaL .- - • 
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Tbc '536 Fa<«ji 


Reference No. 69 


45. An cl«traiuiE«ciUyxlcm for applying electrical 
energy to a target sits m a ^eture wutinoron ■ 




■ high lnqucacy pown supply; 


Reference No. 6S discloses a high, frequency power 
supply, see, e,^, col- 3, finer 2S. 


• pcoairoil end snd a distil cod. 


comprising i sbafl baring a proztnu] end and > 
distal oxl, sec, eg., cot 3. Use 20. 


an electrode Urmiml dbpaied aw the distal wd, 
and 


RefermdtNQ. 69 discloses an cleurodo terminal 
ffTynnl near the distal end,aee, c^, CoL 3, Un- 2J3. ' 


• jiuxiiieciorntOTttieproltaaJiadofiliEiiafl 


Reference No. 63 disclose* * enrmcclor near die 
proximal end of ihe abaft electrically coupling foe 
electrode scnnHial in tie electiosurgfcal power 
supply, see, c^;, eoL 3, Hoc 30. 


tlumoauriiail power supply; 


i rewm electrode electrically coupled la the , 
eleeaunaxioJ paweiriupplY; and 


Rcferace No. 69 discloses i-return tlecrrCTlc 
"electrically cnupled txnie cJectrosurjical power 
supply, Jcc, etg^ cot 3, line 20. 


an clcojxnJfy conducting fluid supply for directing ' 
electrically conductkuj fluid to rhe Urgd jiic such 
that 




-tfae electrical ly conducting fluid f encraia a current 
flow path between the idum electrode and the 
electrode Umiirul. 






I The '53o Pa lent 


Reference No. 70 


45. An ciecrrosWf;iLil sy«eta fur applying electrical 
caerey to a target site on i structure Wrlhin or on. a 
patients hody, the system comprising: 




a oi&b frequency power Supply; 


Kcfcrcnxx No. 70 discloses a high frequency power 
tuppry. see. e.g., coL 2, line 38- 


an electrosurgical probe comprising a sbafl luYinj n 
proxlnut cad and a distal end. 


Refcrtnrx No. 70 discloses an clectrosuri" ical probe 
coaipcjiing a start ha Ting a proximal end and a 
distil end, jcc,e.g,,' coL.2, line 33. 


an electrode tcrmiruii deposed near the distal end, 


Reference No. 70 discloses ao electrode terminal 
iJtijtosctJ near lie distil cud, see, c.g_, col.3, lino 3ff. 


I corutceiar near ihe prarltnj] cod of the jfeafi. 
electrically coupling (be electrode tenntaal to ihe 


Reference No. 70 discloses a-wmceciar-seir the 
pioiimsl end of the sin ft eicctrically coupling the 
eJectrwJc fcroruui to die efcctrojurgjcal power 
supply, see, eg, taL2, lite 38. . • 


a rerun! electrode ritnricaity coupled W lETe 
clcciroiurgjcal power wppjy; and 


Reference No. 70 discloses a return electrode 
electrically coupled to the etcctrrjsia-gKa! power 
rupply, sec, cg_, coL2, line 31. 


ao elecmcaUy wuduoing fluid supply for directing 
electrically Rjrtducrijg fluid to Ibe target arte juch 
that 


Reference-No. 70 disclose an tlraricJry 
conducting fluid supply for directing electricatiy 
cWtocring fluid to the target site, see, caL3, 
unel. " - 


the electrically conducting fluid generate! a current 
flow path between die return electrode end flit 
electtode toxainal 


ia Reference Wo. 70 Ine electrically conditcting 
fluid generates a current flow path between the 
return elecnudcand jhc electrode lamina], sen. • jr„ 
cnl3,fioeL 
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The *53o Paleat 


. — Rcftrtnce No. 71 


45. An dcanMiupcmJ system (of applyjas; electrical 
energy 10 a tsijrt site on > structure within or on ■ 
uaJicnfi body, die system coaiptiiins: 




■ high Seaoeocy power supply; 

"an cJcctrosurgial probe comprijine » shaft having ■ 
pcaatn*} end and a distal rod, 


Reference No- 7 1 discloses a high frequency power 
supply, sc. e.&, col. 3 lire 43 - ml. 4, flag ] t, 
Ret'cjrttcc No. 71 discloses an clcttrosmgia] problT 
comprising. » shaft having * pnaiimil end and % 
dbtal rod, lee, Cf r .. figs! 


to dctirode lersnnaJ nsspasod oar Ac distal end. 
and 


RtfertBCsHo.71 <JJjelo3es«o eUctrodetemtmt 
disposed sear the distal end, sec, e.g^ Bjs. 


i connector pcwthtpimuiiial ud of the (faofi 
electrically coupling But cinOtratSx lcmiinjl to [be 
eketmstirEio] power supply; 


Rtferenca No. 71 -disci ase».» cooncctur near pic 
proximal end o/the shaft electrically couptinj the 
electrode lennioal so the elcctronurpcal power 

suppbr, sectaries. 


c return electrode ckarksily eospjed In the 
dertraiufgieal power supply; and 


RrfercoceNoL 71 discloses l return decrrnde 
electrically rooplcd to toe ettttrosurgieal power 
rjppty, jet, e^, coL 3, Une A3 - coL A. line II. 


in electrically conducting fluid Supply for dirorunj 
ekctriaJfy tonductiag fluid to the target aizench 
that "" 




the electrically cooiluctin£ fluitj generates • current 
fktw pith between the return electrode and the 
electrode terminal. • 






The '536 Pattnr 


IttfcrcnceNo. 72 


-13. An ekctreaurjuoJ system fur applying clccuiLal 
energy la ■ target J lie on * structure within cr On J, 
patient's body, the system cornpiising: 


Reference No. 72 discloses 1 high frequency power j 


a high hxqucocy power supply; 


supply, sec, e-c., CO L 2, fine 30. ! 


an clectrosurgica.1 probe comprising a shall having a 
proynaaJ end and a eTistal end. 


Reference Nn. 72 disc! oscj an electjcuurgjcal probf. 
ccmpriiinc a shaft bayinc a proximal raid and a. { 
distal end, sec. tt. cot_2. Vac 3 0. 


en electrode Imntoal disposed near tbc distal end, 
2nd 


Reference No. 72 discloses an electrode lamina! \ 
disposed near the distal cod. sec, cc-, coL Z, line 30. 1 


ekclricalfj coupling the electrode terminal to the 


Reference Mo. 72 discloses a conaccror near the J 
proximal end of the ahaft electrically coupling the i 
electrode tenzubat to the clextrosurjlca] power j 
supply, see, ct,coL 2, line 3D. " 


ciectrasurEJcal power supply; *«d 


Reference Ho. 72 discloses s Ktnro electrode | 
electrically coupled to the ckCTro surgical power S 

supply, set, tt, coL 2, Cue 30. * j 


an electrically cnudflcltng fluid supply for turtxlinj 
ehxtrically con<h>ctinj Ihlid lo the target sHe such ' 
tfcat 




the electrically candiictmj fiuid jencnla a current 
flow path berween the return elecrrodeaed the 
electrode ttrmnflil. • 
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Reference No. 73 


45. Ail electrojurgtal iyj£em £o" ippljdii£ electrical 
cnoQi to a tarjet lite on » structure within or oo a 
patient" i body, tic fyjicm comprising 




i high fitijnency paw supply; . 


JUjamtx. Ho. 73 decJQiCi » high frstjucoey power ~ 
supply, Ke, ejj, col. 4. line 35. 


in clcarosurfiici! prtbc comprising * shaft having k 
pniYuail.ead <nd i distil cad. 


Reference No. 73 discloses in eloctrosur^ial probe 
cotnpti'-inj • shift h trying » proximij end 4nd »' 
d iitil end, see, c.£_, col- 4, line 33 . 


w electrode tennirul disposed mar the dufflt eno, 


Reference Nn. J3 discleriei in electrode terminal 
disposed dear tbe distal end. sec, e.J„ coL 4, line 35, 


"i connector near the prodntal end of the shift 
clcctrWly couj>tluj the electrode terminal to the ; 
tltctrotuiElcil poyef sopply; 


fljrfertDCB No-73 dbetosea ■ coonociorrie*r the 
proximal cad of the skift electrically coupUnj the 
electrode tenntnsl to the elecsrosui jiol power 
supply, sec,iLtr. cot-*, tin* 35. 


* return efecnode eleorietlly emipkd to tic 
clretrtuuigial power icpply; red 


Reference Ha. 33 discloses i rc&nn electrode 
elceirfcitty coupled la the electros uqgjcil power 
mpply, *«. e-IU "1- 4. foe 35- 


an ckancMly<M€uhicaas flu id ruppiy {of dirtenni 
electricity conductine fluid to the target site jura 
Owl 




the electrically oonduetwg ilid generates ■ eunent 
flow path bctvwi the recum electrode tni tiw 
-elect/ode lerminal ' 





« 1 p H rEnt.m c»ya S hi t*o«j 
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Office Action in Ex Parte Reexamination 



Patent Under Reexamination 



- 77?e MAILING DATE of this communication sppcars on the a 



it sheet with the correspondence address - 



a!§3 Responsive Id the communication^) filed an 19 June 2002 . bQ This action is made FINAL. 

cQ A statement under 37 CFR 1.530 has not been reci'rvetf from the patent owner. . 

A shortened statutory period for response to ihfs action is set to eypire^monU^s) from the /nailing daie of this letter. 
Failure to respond within the period far response will result in termination of the proceeding and issuance of an ex parte reexamination 
certificate in accordance with (his action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
If the period far response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days 
will be considered timely. 

Parti THE FOLLOWING ATTACHMENTIS) ARE PART OF THIS ACTION: 

^. □ Notice of References Cited by Examiner. PTO-392. 3. □ Interview Summary, PTCH74. 

2. Q Information Disclosure Statement, PTOJ1449. 4." S Sac Confrnua i fon Sheet. 

Part II SUMMARY OF ACTION , 

la. . £3 Claims 1-64 are subject to reexamination. 

lb. □ Claims _ are not subject to sEsxammatian. 

'^1 D -Claims have been canceled in the present reexamination proceeding. 

3_ D Claims , are patentable and/or confirmed. - 

>t. H Claims 1-G4 are rejected. 

•jj^* □ Claims are objected to. . . 

£S D The drawings. Wed on " are acceptable, 

D The proposed drawing correction." filed on has been PajO approved (7b)Q disapproved. 

Ift Q Acknowledgment is made of the priority claim under 35 U.S.C. § 119(3}-(d) or (I). 
" a)D All b)0 Some' c]U None of the certified copies (rave 
1Q been received. 
2Q not been received. 

3d been filed In Application No. , . 

been Tiled in reexamination Control No. .. - 

- 5Q been received by the International Bureau in PCT application No. . 

* See the attached detailed Office aclion for a list of the certified copies not received. 
9. Q Since the proceeding appears to be in condition fcr issuance of an ex parte reexamination certificate except for formal 



10 □ Other _ 



m 
c 
■ rc- 



cRequcsUTfif third party requester) 
PTO-465[Hev,SM-Q1) 



QfTice Action In Ex Pane Reeiammatfen 



Fart of Paper No. \^ 
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Application/Control Number: 90/005,601 Page 2 

Art Unit: 3763 

. DETAILED ACTION 
introduction 

The prosecution of Reexamination No. 90/005,601 originated with the filing of a 
Reexamination Request on December 30, 1999. The Request indicated that the 
requester considered claims 1-3, 14, 16, 22, 27, 30, 33, 38, 41-48, 55, 57, 60, and 63, 
of Eggers, et al. p U.S. Patent Number 5,697.536, referenced hereafter as Eggers *536 a 
as being anticipated by Roos, U.S. Patent Number 4,1 16,198, referenced hereafter as 
Roos '198. After a complete review of the merits of the Request; the examiner of ' 
„ record concluded that Roos '198 raised a substantial question of patentability. 

__ .... .. . 

£j Consequently, an order granting the Request for Reexamination was mailed on 

Q 

y. February 2, 2000. The order was mailed for a second time on October 27, 2000. 

O * - 

U 



The arguments presented by the Request concerning Roos '198 were addressed 
in a final decision by the examiner of record and reviewed by a board of primary 
examiners that convened to analyze the decision and make a final determination. 
However, before the mailing of the written decision, a new Information Disclosure 
Statement (IDS) was timely received on June 19, 2002. The IDS comprises of 
evidentiary documents pertinent to pending litigation at the United States District Court 
in.the State of Delaware (Arthrocare.Suit-Delaware, USDC-D. DEU-C.A. No. 01.-504- 
SLR). 
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In view of the new documents submitted by Ihe IDS, the examiner of record has 
decided te divide this prosecution in two sections- The first section addresses the 
issues originally presented by the Request concerning Roos '198 and summarizes the 
patentability conclusion as it was decided by the examiner of record prior to the receipt 
of the new IDS. Finally, the second section addresses new relevant references as listed 
in the IDS received on June 19, 2002, and more specifically, the Supplemental Invalidity 
Response included in the submitted IDS package. 



.j Section >: Analysis of the Roos Patent 

5 ■■ ■ • • . - ~- - ■ - 

a • - • 

2 After carefull consideration and review of Roos '1 98, it is hereby found that Roos 

VI • . 

5* '198 does not anticipate or render obvious any of the independent claims of record for a 

? 

^ variety of reasons that will be discussed below. 

H - • ■ • - ' 

ft • 

Interpretation of the Preamble 

Q .. " , 

fU The preamble of claim 1 , discloses "an electrosurgica) system for use with a high 

frequency power supply and an electrically conducting, fluid supp ly*. It is noted that 

whether a preamble constitutes a limitation to a claim is a matter to be determined by 

the facts of each case in view of the claimed invention as a whole. See, In re Stencel, 

828 F.2d 751 j 4 USPQ2d 1071, 1073 (Fed. Cir. 1987). Additional^ the preamble of a 

claim does not limit the scope of the claim when it merely states intended use of'th£ 

. invention. In re Pearson . 494 F.2d 1399, 1403, 1 81 USPQ 641 , 644 (CCPA 1 974). 

However, terms in a preamble are construed as limitations when they give life and 
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meaning (o the invention claimed. Gerber Garment Technolog y , Inc. v. Lectra Svst r 
' ]no, 916 F.2d 683. 688, 16 USPQ2d 1436, 1441 (Fed. Cir. 1990) (quoting) Perkins- 
Elmer Corp. v. Compulervision Corp., 732 F.2d 888, 896, 221 USPQ 669, 675 (Fed, 
Cir.), cert Denied, 469 U.S. 857 (1984). Although no "litmus test" exists as to what 
effect should be accorded to terms appearing in a preamble, a patent application in its 
entirety should be reviewed to determined whet her t he inventors intended such 
lang uage to represent additional limitations' or mere introductory language . See, e.g.. In 
re Paulsen. 30 F.3d 1475, 1479. 31 USPQ2d 1671, 1673-74 (Fed. Cir. 1994) (Citing 
Cornino Glass Works v. Suitomo Elect -U.S.A.. Inc., 868 F.2d 1251, 1257, 9 USPQ2d 

q 1962, 'J 966 (Fed Cir. 1989). 
G 

ir . . • - • . 

2' - • 

S Accordingly, a review of the specification in Eggers *536, reveals in column 4, 

^ iines 63-67, that figure 1 is a perspective view of the electro surgical probe, an 

electrically conducting liquid supply and an electro surgical power supply. Electrically 

UI 

q conducting liquid (50) is shown in figure l.within an IV bag and in fluid communication 
with the electro surgical probe (1 0) as shown in figures 2A and 2B. Moreover, in 
column 12, lines 26-28, the specification states that electrically conducting liquid (50) 
(e.g., isotonic saline) is caused to flow along the fluid paths (83). 

In view of the foregoing, the phrase ' an electrically conducting fluid supply' in <ha 
preamble of claim 1, must be interpreted in view of the specification as a limitation 
disclosing a medical container (e.g., IV bag) that stores electrically conducting liquid 
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(50) such as isotonic saline. The medical container is in fluid com munica lion with the 
probe (lOJ allowing the electrically conducting liquid to make contact with the electrodes 
at the distal end af the probe (10). Additionally, in the last portion of claim 1 , the phrase 
" the fluid path having an inlet adapted to be fluidly coupledto the electrically conductive 
fluid supply' unequivocally suggests thai the drafter' intended the preamble phrase ' an 
electrically conducting fluid supply* to be a structural limitation. Cleariy, the phrase " an 
electrically conducting fluid supply" gives life and meaning to the invention claimed, and 
therefore, must be considered in the assessment of patentability of claim 1. 

« Assessment of Patentability 

3 . .. 

i! The Roos '.1 98 Patent never describes the use of "electrically conductive fluid" 

r : during electrosurgery, The Roos '198 Patent only discloses the use of an unspecified 

"washing liquid" that flows through the endoscope that houses the treatment and neutral 
" electrodes. See Roos '198 Patent at -4:51-57, Fig. 1. The Roos '19B Patent does not 
\ state thai the "washing liquid" that is supplied to the region of the surgical site is 
electrically conductive fluid. This omission is significant, because numerous non- 
conductive washing liquids, such as distilled water, glycine, sorbitol, and the like, have 
been used in electrosurgery and are still in use today. See, e.g., U.S. Patent No. 
4,936,301 to Rexroth, etal. at 1:62-64 and 2:4-7. 

in fact, the Roos '1 98 specification makes clear that the "washing liquid" 
delivered to the surgical site in the Roos '198 Patent is 'not electrically conductive. The 
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Roos '198 Patent states al column 6, lines 51-53 that "the neutral electrode 11 in the 
form of a steel band rests on the tissue in large area form, so that good electrical 
contact is ensured," If the "washing liquid" was electrically conductive, there would be 
- no need for the neutral electrode to rest on the tissue in large area form to ensure good 
electrical contact. Electrical contact between the neutral electrode and the cutting 
electrode would be ensured by the "washing liquid" itself. The statement in the Roos 
'198 Patent that tissue contact with the neutral electrode is needed to ensure electrical 
contact plainly shows that the "washing liquid" described in the Roos '193 Patent could 
.fi not have been electrically conductive. 

a ■ ""■ -"" " " 

o 

P ' 

^ A.laler-issued patent to the same named inventor, U.S. Patent No. 4,706,667. 

^ referenced hereafter as Roos ' 667, demonstrates unequivocally that the "washing 

^ liquid" disclosed in the Roos '198 Patent was not electrically conductive. The Roos "1 98 

' 

4i Patent claims priority to German Patent Application No. 2521 719, referenced hereafter 
Ui • 

Q as "German Patent Application". The Roos '667 Patent explains at column 1 lines 14- 

fU 

29 that the device described in the German Patent Application {and thus in the Roos 
'198 Patent).did not work to cut tissue because the medium in contact with the 
electrodes was not electrically conductive: * . 

"In a known eieclro-surgical high frequency cutting instalment of this kind (DE- 
OS No. 25 21 719} the neutral electrode is admittedly arranged in. the immediate vicinity 
of the cutting electrode, it is however so separated from the tissue by a ptaslic cover, or 
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by its arrangement in an endoscope, that it can only enter into electrical contact with the 
cutting electrode electronically via the seccelion which is present during the cutting 
process. As a result, it is difficult to maintain the current intensity required for trouble 
free cutting in a required precisely defined manner at the cutting electrode. Thus, If (he 
power selling at the r.f. generator is too high, burns can result or, if the power setting is 
too low, then a poor cut or indeed injury occurs because the tissue to be cut sticks to 
the cutting electrode as a result of coagulation processes". 

£ According to the Rods '657 Patent, the device disclosed in the parent application 

C .- - . " 

Q to the Roos '1 99 Patent (and thus in the Roos '1 98 Patent itself) did not work because 

G . ■ 

'S there" was insufficient electrical contact between the neutral and cutting electrodes to cut 

p t tissue, even though the electrodes were in the "immediate vicinity" of one another. If 

the Roos '198 Patent had delivered electrically conducting fluid to the tissue. site, such 

M- - . . 

.{j as isotonic saline, then the Roos '667 Patent surely would.not have .stated, as it did. that 

m . 

q the cutting and neutral electrodes "only enter into electrical contact" with each other "via 

m 

the secretion. which is present during the cutting process." if Roos '19e had delivered 
electrically conducting fluid to the tissue site, there would have been an electrical 
- connection between the cutting and neutral electrodes by virtue of the electrically 
conducting fluid itself, regardless of whether bodily secretions were present Plainly, 
Roos "198 used non-conducting "washing liquid" and attempted to rely on bodily 
secretions from the cutting process to make the non-conductive "washing liquid" more 
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conductive. According to the Roos '667 Patent, these secretions did not make the non- 
conductive "washing liquid" electrically conductive. 

Significantly, (he Roos '667 Patent did not solve the 'electrical contact problem 
described in the Roos '1 98 Patent by introducing electrically conducting fluid to the 
tissue site. Rather, the Roos '667 Patent solved the problem of poor conductivity by 
disclosing a device in which both the cutting and neutral electrodes were in physicai 
contact with the tissue so that current could flow from the cutting electrode, through ihe 

'€■ tissue, and to the return electrode, not through electrically conducting fluid. The Roos 

-G — - •. - - - — • - - - • ■ - ■;• . 

^ '667 Patent explains at column 4, line 30: 

W ' 
01 

O ■ ■ ' 

p. 'The instrument is first of all placed in accordance with FIG. 1 onto the lissue 1 6 

t± which is {o be separated by means of a cul, with a concave ring-like contact surface 14 

h . ■ ' . . 

being formed between the tissue 16 and the neutral electrode 1 1 and with a very smai! 
Ut • • 

C funnel-like contact surface 15 being formed between the lip of the cutting electrode 12 
ru 

and the tissue 16. If the r.f. generator is now switched on then an r.f. current indicated 
by the current lines 28 flows between the cutting electrode 12 and the neutral electro m 
11". 



In conclusion, because the Roos '198 Patent does not disdose or enable 
electrosurgicaf ablation in the presence of electrically conductive fluid, it cannot 
anticipate claims 1, 45, and 63, containing such an element. PPG Indus.. Inc. v. 
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Guardian Ind us. Corp. . 75 F.3d 1550, 1566 {Fed Cir. 1996} {To anticipate, a claim, a 
reference must disclose every element of the challenged claim and enable one skilled in 
the art to make the anticipating -subject matter."). i ; 



Section II: References disclosed in the IDS dated June 19, 2002 



Claim R eje ctlons 

in order to expedite the prosecution of this reexamination, trie examiner of record will 
make direct references to the Supplemental Invalidity Response (Arthrocare Suit- 

O 

S Delaware, USDC-D. DEL-C.A No. 01-504-SLR) submitted with the IDS package dated 

e 

-June 19, 2002. 

cn ■ 
c . 

J* " 

^ " 35 USC §102 

|^ ' The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 thai 

m ■' 

Q rorm the basts for Ihe rejections under this section made in this Office action: 

m 

A person shsfl be entiUedto a patent unless - 

(bj tfie Invention Was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(ej the invention was described in a patent granted on an application for patent by another filed in the 
United Slates before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), f2), and (A) of section 371(c) of this 
titJe before the invention thereof by the applicant for patent ' 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
' of 1999 (AIPA) do not app!y to the examination of (his application as the application 
being examined was not (1 ) filed on or after November 29, 2000, or (2) voluntarily 
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published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

"Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by 
O'Malley, el al., reference no. 3. Please refer to page 2 of Supplemental Invalidity 



Si- 



Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by Curtiss, 
reference no. 9. Please refer to page 5 of Supplemental Invalidity Response. 



C 
Q 

i/j • Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by Piercy, 

01 ' . 

g et al., reference no. 12. Please refer to page 6 of Supplemental Invalidity Response. 
■■■■ • - ■ 

P " 

Y' Claims 1-64 are rejected under 35 U.S.C. 1.02(b) as being anticipated by Dennis, 

in 

^ et si., reference number 16. Please refer to page 8 of Supplemental Invalidity 
^Response. 

Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by Barry, 
et aL, reference number 21. Please refer to page '10 of Supplemental Invalidity 
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Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by Swain, 
et aL, reference number 24. Please refer to page 12 of Supplemental Invalidity 
Response. • 1 

Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by Malis, 
et al., reference number 28. Please refer to page 14 cf Supplemental Invalidity 
Response. • - 

Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by Pao, 
2 reference number 36. Please refer, to page 17 of Supplemental Invalidity Response. 

5 ' 
ffi - . • 

Ej f Claims 1-64 are rejected under 35 U.S.C. -1 02(b) as being anticipated by Tucker, 

y> 

'.' et al., reference number 37. Please refer to page 18 of Supplemental Invalidity 
Response. 



in 
9 

i£ Claims 1-64 are rejected under 35 U.S.C. 1 02(b) as being anlicipated by Lee, et 

aL, reference number 38. Please refer to page 18 of Supplemental Invalidity Response. 



Claims 1 -64 are rejected under 35 U.S.C. 1 02(b) as being anticipated by WO. 
90/03152, reference number 43.- Please refer to page 21 of Supplemental Invalidity 
Response. 
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Claims 1 -64 are rejected under 35 U.S.C. 102(b) as being anticipated by Stasz, 
• reference number 46. Please refer to page 22 of Supplemental Invalidity Response. 

Claims 1-64 "are rejected under 35 U.S.C. 102(b) as being anticipated by 
. Reimels, reference number 52. Please refer to page 25 of Supplemental Invalidity 
Response. 

Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by Olsen, 
,g reference number 57. Please refer to page 2B of Supplemental Invalidity Response. 

5 - 

a 

U\ Claims 1 -64 are rejected under 35 U-S.C. 102(b) as being anticipated by 

= Ohtomo, et at., reference number 66. Please refer to page 32 of Supplemental 

^ Invalidity Response. . ■ 

H 

y- 
m 

Q. Claims 1-64 are rejected under 35 U.S.C. f02(b) as being anticipated by 

Rydwell, et al, reference number 67. Please refer to page 32 of Supplemental Invalidity 
Response. 



Claims 1-64 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kamerling, reference number 70. Please refer to page 34 of Supplemental Invalidity 
Response." . 
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Claim Rejections - 35 USC § 103 
On page 8 of the Supplemental Invalidity Response, it Is alleged that claim 45 of Eggers 
'536 would have been obvious to one of ordinary skill in the art at the time of the 
invention in view of at least each of the following combinations. Please refer to the table 
on pages 1-8 of the Supplemental Invalidity Response to identify the patent/publication 
number, inventor/author, and tiUe. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basts for all 
,y=j obviousness rejections set forth in this Office adion: 

q (a) A patent may not be obtained though the Invention is not identically disclosed or described as set 

forthtnsecUonl02or.thistitle,ifthe differences between the subject matter sought to be patented and 1 
™ the prior art are such that the subject matter as a whole would have been obvious at the Ume the 

feH invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

51 Patentability shall not be negatived by the manner in which the invention was made. 

Q 

* <■* This application currently names Joint inventors. In considering patentability of 

y, " ie c!aims under 35 U.S.C. 103(a), the examiner presumes thai the subject matter of 

jj.. the various claims was commonly owned at Ihe time any inventions covered therein 

5 ■ 

fy were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each daim that was- 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.SX. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 1 03(a). 

Claims 1-64 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over any 
" one or moreof references 1 , A, 5, 6, 7, 10, 1 1, 13, 17, 30, 33, 40, AA, 50, 55, 56, 60, 61 , 
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69, 71 , 72, 73 in view of any one or more of references 3, 9, 12, 16, 21 , 24, 28, 36, 37, 
. " 38,43,46,52,57,66,67,70. According to the allegations of unpatentability disclosed 
on page- 8 of the Supplemental Invalidity Response, it would have been obvious to 
modify any one or more of references 1, a\ 5, 6. 7, 10, 11, 13, 17, 30, 33, 40, 44, SO, 55, 
56. 60. 61, 69. 71, 72, 73 with-fhe enhancements taught by 3, 9, 12, 16, 21, 24, 28, 36, 
37, 38, 43, 46, 52, 57, 66, 67, 70, because "each reference is directed to the same 
problem-Applying electrical energy lo a target site on a patient's body structure". 
Accordingly, all modifications to the base references following the teachings of the 

^. secondary references listed above, are considered obvious design choices. . 

5 

□ . - 
C 

\J\ Claims 1-64 are rejected under 35 U.S.C. 103(a) as being unpatentable over any 

m " . 

§ one or more "of references 2, 34, and 47, in view of any one or more of references 3, 9, 

H • - 

^ 12, 16, 21, 24, 28, 36, 37, 38. 43, 46, 52. 57. 66, 67. 70. According to the allegations? of 
P unpatentability disclosed on page 8 of ihe Supplemental invalidity Response, it would 

in * 

q. have been obvious to modify any one or more of references 2, 34, and 47 with the 

H} 

enhancements taught in references 3, 9. 12, 16. 21, 24, 2B, 36, 37, 38, 43, 46, 52, 57, 
66, 67, 70, because "each reference is directed to - the same problem-Applying electrical 
energy to a- target site on a patient's body structure". Accordingly, ali modifications to 
the base references following the teachings of the secondary references listed above, 
are considered obvious design choices. . 
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Claims 1-64. are rejected under 35 U.S.C. 103(a) as being unpatentable over 
reference 59 in view of any one or more of references 3, 9, 1 2, 16, 21 ; 24, 2B, 36, 37, 
38, 43, 46 : 52, 57, 66, 67, 70. According to the allegations of unpatentability disclosed 
on page 9 of the Supplemental invalidity Response, it would have been obvious to 
modify reference 59 with the enhancements taught in references 3, 9, 12, 16, 21, 24, 
28, 36, 37, 38, 43, 46, 52, 57, 66, 67, 70. because "each reference is directed to the 
same problem-Applying electrical energy tea target site on a patient's body structure". 
Accordingly, all modifications to the base references following teachings of the 
^ secondary referencesjisted above are considered obvious design choices. : 

a 

e . 
e 

ifi Any inquiry concerning this communication or earlier communicalions from the 

^ . 

C examiner should be directed to Manuel Mendez whose telephone number is 703-306- 
j\ 2221. The examiner can normally be reached on 0730-1800 hrs. 

H- - ' 

M 

LH 

g If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

re 

supervisor, Mr. Brian Caster can be reached on 703-308-3552. The fax phone numbers 
for the organization where this application* or proceeding is assigned are 703-305-3590 
for regular communications and 703-305-3590 for After Final communications. 




September 24, 2002 : Manuel Mendez \ 

Primary Examiner 
Art Unit 3763 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re application of: EGGERS tX al. 



Reexamination of US. Patent No.: 5,697,536 
Reexamination No.: 90/005,601 
Reexamination Med: December 30, 1999 

Patent Filed: November 18, 1 996 • ' 
Patent Issued: December 16, 1997 

For. SYSTEM AND METHOD FOR 
ELECTROSURGICAL CUTTING AND 
ABLATION - 



Assistant Commissioner for Patents 
Washington, D-C. 2023 L ' ^ 



Examiner. Manuel Mendez 
Art Unit: 3763 ^ 



WRITTEN STATEMENT PER 37 
CF.R- §1.56fl(b) 



,A9010NHCH1 

Q3AB03H 



This statement is made pursuant to 37 C.FR- §1 .560(b). As per M.P.E.P. §2283, 
this Statement is timely filed. 



Statement Regarding Conummications between the Office and John Raffle 

John Raffle, attorney for Patentee, discussed U.S. Patent No. 4,116,198 to Roos 
("Roos") with Examiner Mendez. Examiner Mendez expressed his opinion that the Roos 
patent is noC prior art and that he would set forth his opinion in writing. Mr. Raffle 
expressed Patentees position mat the Roos patent is not prior aft In addition, Mr. Raffle 
expressed the Patentee's view that the Roas patent does not disclose electrically 
conducting fluid. Mr. Raffle also discussed the existence of a later filed patent 
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-. ? EGGERSetal. w W 
* Reexamination of U.S. Patent No.: 5,697,536 

Reexamination No.: 90/005,601 . 
Page2 

application to Roos (that issued as the '667 patent) which pointed out that the device 
disclosed in the Roos patent did not work because it did not use an electrically 
conducting fluid. Mr. Raffle also understood that the Roos patent was known to 
Examiner Mendez through his examination of commonly assigned patent applications. 

Mr. Raffle also discussed a memorandum decision filed by Judge Orrick on 
December 2, 1998 in a lawsuit in the United States District Court for the Northern 
District of California between ArthroCare Corp. (as plaintiff) and Ethicon, Inc., Milefc 
Surgical Products, Inc., and Gynecare, Inc., (collectively as defendants) {"Ethicon 
litigation"). Mr. Raffle generally explained that Patentee sought a preliminary injunction 
. in the Ethicon litigation; what a.prelirninary injunction is; what the decision was; what 
the decision meant in terms of the case; and that Judge Orrick denied Patentee's motion 
for a preUminary injunction. Mr. Raffle also provided 'a copy of the memorandum 
£3 decision to Examiner Mendez. Mr. Raffle also told Examiner Mendez that Judge Orrick 
£jj made a preb'minary finding based on Roos and explained the importance of the Roos 
g patent in the Ethicon litigation. On or about. January 31, 2001, Examiner K^hnikow 
• telephoned Mr. Raffle and asked that he provide him with the order granting the request 
^ . for reexamination of the "536 patent ■ . 

re 

b~ Stalement Regarding Communications between the Office and SanjayBagadc 
G In May 2002, Examiner Mendez contacted Sanjay Bagade, attorney for Patentee, 

regarding claim 1. Examiner Mendez indicated- that the Office found the claims 
allowable over the Roos patent, but questioned whether the phrase "an clectrosurgical 
system for use with a high frequency power supply and an electrically conducting fluid 
supply" should be moved from the preamble of claim 1 to the body of the claim. Mr. 
Bagade stated his opinion that such an amendment was not appropriate. At Examiner 
Mendez's suggestion, Examiner Mendez, Mr. Bagade, and Examiner Brian Caslcr - 
conducted a telephone interview to discuss whether "the claim required such -an 
amendment. During the interview, Examiner Mendez, Examiner Casler, and Mr. Bagade' 
primarily discussed various court decisions (as cited by Examiner Mendez in the Office 
Action,) At the conclusion of the interview, the parties agreed that an amendment to the 
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claim was not necessary for the limitation to be considered in the assessment of 
patentability of the claims. 

Statement Regarding Various Communication s between the Office and John" 
- Raffle/Saniay Bagade Regarding Status of the Reexamination 

Both Mr. Raffle and Mr. Bagade have contacted either Examiner Mendez, 
Examiner Casler, or Examiner Kashnikow regarding various matters, including the status 
of the reexamination proceedings, 'various procedural matters regarding reexamination 
proceedings, and. an estimation of when the Office would provide a'first office action. 
. The reexamination proceeding was filed on December 30, 1999. As a result, the 

attorneys for the Patentee have made requests for the Office to issue an office action so 

•<f5 ... . ..' . ■ 

q . that a timely response could be filed on the behalf of the Patentee. During these 
jj? communications, either Mr. Raffle or Mr. Bagade have discussed various a<hninistrative 

Ul issues such as the filing of information disclosure statements or the procedures lor review 

EH • -. ■ 

p, ofan office action m reexamination proceedings. 



The attorneys for the Patentee.tyish to express their gratitude to the Examiners .for 
their cooperation in providing information regarding (he reexamination proceedings. The 
attorneys, for Patentee respectfully request expedited review of this statement and 



Respectfully submitted, 




ArthroCare-Cprporafion 
680 Vaqueros Ave. 
Sunnyvale, CA 94085-3523 
(408)736-0224 ' • 
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Cm 1.10 on StedalttidcalK) Wow, EifrtU UaJUbelNo. F.U5271fl5305 Attorney Docket 
andiswldrcsscdto: Assistant Cawnissiaoeficf Patents. 
W3£tiin3fcn.D.C, 20231 




5 — RECEIVED 

JAN 0 2 ?0Q3 

IN THE UNITED STATES PATENT AND TRADEMARK OFn^^O^ CEWER R370Q 



In re Patent of: 

PHILIP E. EGGERS ct al. . 

Application No r 90/005,601 , 

Reexamination of Patent No.: 5,697,536 
£ 

lamed: December 16,1997 

SYSTEM AND METHOD FOR 
gLECTROSURGICAL CUTTING AND 
ILLATION . 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



) 
) 

) Examiner: M. Mendez 
) 

) Art Unit 3739 

) 

) 

. ) SUPPLEMENTAL INFORMATION 
) DISCLOSURE STATEMENT UNDER 
) 37 CFR §1.97 and §1.98 
) 
) 
) 



q The references cited pn attached form PTO-I449 are being called to the attention of the 

^xatniner. These references were brought to Applicant's attention through the Smith & Nephew litigation 
referred to in the previously submitted IDS. Also being submitted are the following documents: 

i) Correspondence from Kurtis jWacFerrin to Perry Clark dated September 30, 2002 
vdth Exhibit A (2 pgs), Exa&it B (11 pgs). Exhibit E (3 pgs). 

ii) : Correspondence from Kuril's MacFerrin to Perry Clark dated October 9, 2002 with 

Exhibit A {2 pgs ),'Exhjbit B (22 pgs), Exhibit E (7 pgs). 



iii) Hie History of U.S. Patent No. 4,116,198 Roos. 
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Reexamination of Patent No. 5,697,536 
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If the Examiner believes a telephone conference would expedite prosecution of this 
examination, please call the undersigned at (408) 735-6323. 

Respectfully submitted, 

SanjaySTBagade 
.Reg. No. 42,280 

ArthroCare Corporation 

680 Vaqueros Ave. * . 

Sunnyvale, CA 94085 

{408)736-0224 
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FORM PTQ-144 9 <Hodi£ied) 

LIST OF PATENTS AND PUBLI CATIOHS FOR 
APPLICANT'S INFORMATION DISCLOSURE 
STATEMENT 

(Use eeveraj sheets if necessary] 


Attorney Docket No. 
16238-003610 


Patent No.: 5, €91,536 


Applicant: PHILIP E. EGGERS et al. 


Issue Date: 
December 16, 1397. 


Group: 


Reference Designation U.S. PATENT DOCUMENTS 


fc*aniner 
Initial 


Document No. 


pate 




Class 


Sub- 
class 


Filing Date 


AA 














' AB. 














AC 














AD 














AE 














AF 














■ FOHBIGM PATKNT DOCDMHHTS - 














Trims} ati on 
<yes/»o) 


AG 














_ AH 














J Al 














OTUBR ART <3ncluaing Anthor, Title, Date-, Pertinent Pages, Etc.) 


AJ 


Correspondence from C. Larson Pept. of Health £ Human Services dated April 22,. 
3391 Opgs) . 


AK 


Summary of Safety and Effective Information I2pgs) 


AL 


Correspondence from r. Britain Dept. of Health 4 Human Services dated August ., 
12, 1385 


AM 


Correspondence from J. Malis Valley Forge dated July 25, 33B5 Opgs) 


AS 


L. Malis J. jVeuxosurg. Vol. H5. pp. 97D-S7S U996)'- 


, AO 


Excerpt fro™ seminar by E. Malis, WD 1335 American Assoc. of Jtfeurolojjicla 
Surgeons Meeting (Ipg) " 


AP 


L. Malis The Value of Irrigation During Bipolar Coagulation Dpg) 


AO. 


"L. Malis New Trends in Microsurgery and Applied Technology {pgs 9-16] 


AH 


Codmajj Bipolar Eleczrosurgery Produces brochure [8 pgs) 


AS 


The MAUS Bipolar Coagulating and Bipolar Cutting System CMC- J J brochure 
<2pgs) . 


AT 


^Valley Forge's new products'* Clinica Vol. 475, p. 5 11991) 


AU 


The HAL1S Bipolar Electrosurgical Systems CMC-II (Catalog BO-3170) 34 pgs 


EXAMINER DATE CONSIDERED 



EXAMINER: Initial if relereoce considered, whether or not citation fa in caalonuncc vith HPEP e»5; Draw 
line through citation it not in conformance and not considered. Include copy ol this iona with neat 
ctjomuni cat i on to applicant. 

ARTC 72573 

HIGHLY CONFIDENTIAL 
AnORNEYS* EYES ONLY 




CERTIFICATE OF SERVICE 

I hereby certify that on this 19* day of December, 2002, a true and cancel copy 
documents listed below were caused to be served on the attorneys of record a£ the 
following addresses as indicated: . 

1. Written Statement Per 37 CFR 1.560(b) 

2. Response to first Office Action 

3. Affidavit under 37 CFR 1.132 

4. . Supplemental Information Disclosure Statement, Form PTO-I449 and 
copies cited d 



BY O.S. POSTAL SERVICE 
FIRST CLASS MAIL - 



William CFuess j AN Q „ 

-fjFUESS Sl DAVIDENAS - v ^ 1003 

D 10951 Sorrento Valley Road, Suite II-G ^^^OGyca\rn» 

g San Diego, CA 92121-1613 - ^'EH^M 

« . . 

a - •' 

J* Executed on December 19. 2002 at Sunnyvale, California. 



Katie Zantana 
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Fish & Richardson p.c. 



'■ . TdcpWc ■ 

(jo IjMemi 

BY FAX AND MAIL 

SepJembcr 10,2002 *j°»j»-j»7« 

"WebSite 

Peny Clark, Esqtrire **w.t^ m 
Weil, Gotshal & Manges LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 

Ref Arthrocare Suit - Delaware 

USDC-D. Del. - OA. No. 01 -,504-SLR 

DearPary; 

1 have enclosed a revised setof invalidity claim charts that correct some errors we 
found in the charts served on ArthroCare on September 6, 2002, and a chart - Exhibit. 
E — that, was inadvertently not included previously- 



Very truly yours, 



Kurtts MacFerrin 
cc: Jack B. Blumenfeld, Esq., Morris, Nichols, Arshi & Tunnell 
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. Exhibit A: 

Prior art references upon which Smith & Nephew presently intends to primarily rely. 



s 


-Issue/ 
Pub'tt 
Date 


.Patent Number/ 
■ Publication 


1 oven tor/An thor ' 




00/00/56 


Acta 

Medico technics 
(Medizuial- ' 
Markt),VoI.24, 
No. 4, 1976 129- 
134 


E- Elsasser and E. 
Rons 


Ubcr ein Instrument zur 
leckstromfreicn Iransurethralen 
Resection (Concerning An 
Instrument for Transuretliral 
resection without leakage of. 
current) 


10 


07/2076. 


US 3,970,088 


Charles F. Morrison 


Elcctrosurgical Devices 
Havjng Sesquipolar Electrode 
Structures Incorporated 
Therein 


15 


09/26/78 


US 4,1 16.198 and 
its file history 


Eberhard Roos 


Elecrrc-Surgical Device. 


* J 22 


04/27/82 


US 4,326,529 


James D. Doss and ' 
Richard L.Huf son - 


Comeai-Shaping Electrode 


t'l. ■ 
i- 123 

n 


04/26/83 


u , S4j8t;oo? 


James 0. Doss" . 


Multipolar Comeal-Shaping 
Electrode with Flexible 
Removable Skirt • 


ti — 1 
J * 
I) 


06/00/85 


JACCVo*I.5,No. 
6, 1382-6 • 


Cornells J. Stager, 
MSc,CatharinaE- 
Essed, MD, Johan 
GH-Schuurbiers. 
BScvMcoiaas Bom, 
PhD„ Patrick W. 
Serruys, MD, Geert • 
T.Meester,MD, 


Vaporization of 
Atherosclerotic Plaques by 
Spark Erosion 


29 


00/00/87 


Kardiologie, 
KardioL76:Supp.- 
6,67-71 (1987) 


CJ.Slager,A,C- - 
PhafDG-E. Essed, 
J.CH- Schuurbiers,- 
N.Born,yj\- ■ 
Vandenbrouckc, and 
PJW. Serruys 


Spark Erosion of 
Arteriosclerotic Plaques 


31 


06/23/87 


US 4,674,499 


David S.C. Pao . 


Coaxial Bipolar Probe 


32 


07/00/88. 


ValleylabPart 
Number 945 100- 
102 A 


Valleylab, Inc." 


. Surgistal ServicVManual 
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Issue/ 
. Pub'n ■ 
Date 


Patent Number/ 
Publication 


iDTentoi/Autlior 


Title 


34 


00/00/89 


SP1E VoL 1068 
Catheter-based 
Sensing and - 
Imaging 
Technology 


PaulC-Nardella 


Radio Frequency Energy and 
Impedance Feedback 


36 


02/21/89 


US 4.805,616 


David S.CPao 


Bipolar Probes- for Ophthalmic 
Surgery and Methods of . 
Performing Anterior 
•Capsulotomy 


38 

J 

£l 

n • 

u 

p 


04/00/89 


i . 

JACCVoI.13 
No. 5, 1167-75 


Benjamin I. Ice, . 
MD.FACCCSryJ. * 
Becker, MD. Bruce 
F. Waller, MD, . •. . * 
FACG,KevinJ. . 
Barry, MS, Raymond 
J. Connolly; Ph-D, 
Jonathan Kaplan, 
MD, Alan R- 
Shapiro, MS, Paul C 
Nardella; BS 


Thermal Compression and 
Molding of Atherosclerotic 
Vascular Tissue With Use of 
Radiotrequency Energy: 
Implications for 
Radiofrequcncy Balloon " 
Angioplasty 


Q 


12/11/90 


US 4.976,711 


Davids. Parins, Mark 
A.Rydell,Pclcr - 
Slasz 


Ablation Catheter With 
'Sclecuvely Deployable 
Electrodes . 


U 

[J ' 
4 3 


04/16/91 


US 5,007,908 


MarkA-Ryddi 


Elcctrbsurgical Instrument 
Having "Needle Cutting 
Electrode And Spot-Coag 
Electrode - 


n 

fJ52 


04/23/91 


US 5,009,656 


Barry G.Reimels 


Bipolar Electrosurgical 
Instrument 
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Exhibit B: 

Examples of where each limitation of the dependent claims- 
of the '536 patent may be found in each references 



Jjclaiin icjl\ reference 
















All elecDosurgical system as 
1 in claim 45. wherein 
















jkhe return electrode forms a 
Iportioa ofihcshafl of the 
dectfecumai probe 


4:9-24 












Ftg.2 


47. An electtosurgica! system as 
in claim 46 former including 
















an Insulating member 
circumscribing the tecum 
electrode. 














3:58-* i 


the return electrode being 
sufficiently spaced from the 
electrode terminal lo minimize 
direct contact between the return 
electrode and the patient's , 
iJSSlLl : 




•. 












55..*fye electrosurgical system 
ofcraim 45 wherein 
















the electrode terminal comprises 
a single active electrode 
dbjKMed near the distal .end. of 
ihcshafL' 
















56. .the clcclrosurgical system 
of claim 45 wherein 
















the target site is selected &om 
the group consisting essentially 
of lEabduruirwl cavity, - " 
thoaeic cavity, knee, shoulder, ' 
hip/nand, ibot, elbow; mouth, " 
Sp&«~ ear, nose, throat, 
epidermis and dermis of the 
naUrrn's hnrhr 












. 1:45-50 




58. The elcctrosurgiral system 
□fdara 45 wherein 
















the ficquency of the voltage 
applied between the return ■ 
electrode and lite electrode, 
terminal is in the range of about 
20 fcHiand 30Mkz" 






*3;49-4:)4 




58 






59. The electrrrsurgieal system 
of claim 45 wherein 
















ibe voltage appljed betweeu the 
electrode terminal and the return 
electrode is Bi the range from 1 0 
volts (RMS) lo 1 000 volts 
fRMS). _- ■ • 




211 






58 - . 
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ExhibUB: 

.Examples of where each limitation of (he dependent claims 
of the "536 patent may be found in each reference. 



claim tcil \ reference 


8 


9 


10 


11 


12 


" 13 


14 


■16. An dcctrostirgka! system 2 
in claim 45, wherein 
















[he return electrode forms a 
elccirosuraiea! probe. 
















in claim 46 further including 
















an insulating monber 
circumscribing the return 






5:50-57 


3. 








the rclum electrode being 
sufficiently spaced from the 
electrode terra ins! to minimize 
direct contact between the rerun 
electrode anrf the patient's 
riisoe. 


•1 








J 






55-T3ie.electrosurgic3l system 
oreSun AS wherein 
















ihccjoctrode terminal comprises 
a sujete active electrode: 
disrjtftcd near the distal end of 


7 


7:58-68 


4:44-64 . 


3 


1 






56\£he elcctrosurpca! system 
of dmm 45 wherein 
















|tbe Wt&tl site is selected 60m 
[khe ^roup consisting essentially 

ifc^aMaiumal cavity, 
thoracic cavity, friec, shoulder, 
hip/Icuid. foot, elbow, mouth, 
spingear, nose, throat, 
cpiiSmis and demits or the 


11 


0.0479167 




2 


527 




1 
j 


55. The electrosurgiral system 
of claim 45 wherein 
















the frequency of the voltage 
applied between the return 
electrode and the electrode 
terminal is fn the range of about 
20tHland20MhZL 




1:34-53 ] 










1 

— 1 


59. The electros toxical system * 
of thim 45 wherein 
















the voltage applied between the 
electrode terminal and the return 
electrode is in the range Eon 10 
volts (RMS) to] 000 volls 
fRMSl. 




134-53 










" 1 
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Exhibit B: ' 

Examples of where each limitation of the dependent claims 
of the '536 patent may be found m each reference. 



claim tot \ reference 


15 


16 


17 


18 


. is 


20 


21 


46. An ckctrosurgicat system as 
hi cJaim"45, wherein 
















the return electrode forms a 
portion of the shaft oflhe 
elecrrosnrpical probe. 


53-10 








234-46 


. 235-58 




in claim 46 further including 
















an iBSuIating.memfacr 
clrairoscribui£lhe return . 
electrode, 










234-46 


235-58 




the return electrode being 
sufficiently spaced from the - 
electrode terminal to minimize 
direct contact between the return 
electrode arid the patient's 
lisSVK... : ,_ 


33-20 














S5iffbe clcctrosurgieat system 
ofcTaim 45 whereto 
















ihcgectrode terminal Comprises 
a single active electrode 
disused near the distal end of. . 
thrift. . 


"4:56-5:2 


845 


3:1-52 


1:15-36 


234-46 


235-58 


. 333 


56fjhe elcctrosurgical system 
or cUtm 45 wherein 
















iheJarEd site is selected (ram 
the .group consisting ewjilialry 
of the Hbdornirrol cavity, 
thoracic cavity, knee, shoulder, 
hip^iand. foot, elbow, mouth, 
sptrrCv car, nose, throat, 
epidermis and dermis of the 


1:18-27 


845 




231-63 






334 


58. The dectrosurgical system 
of claim 45 wherein 
















the frequency of the voltage 
applied between the return 
electrode arid the electrode 
terminal is in the range of about 
20kHzand20Mfcr- 










6:61-68* 


-235-58 


333 . 


59. The electrosiirgical system 
of claim 45 wherein 
















the voltage applied between the 
electrode terminal and the return 
electrode is In the range from 10 
volts (RMS) to 1000 volts 
fRMSV 








830-3*9 


5.-46-6:7 


2JJ^58 . 


333 



1>age3of U • \ - 
298 




Exhibit B: 

Examples of where each limitation of Ihe dependent claims 
of the '-536 patent may be found in each reference. 



daiWicit \ reference 


22 


13 


24 


2S 


2.6 


27 


28 


i6. An electrosurgieal system as 
irrcIaim-45, whereta 
















the return electrode forms a 
portion oflhe shaft of the 
ctectrosiirpical probe. 




Fig. I 








330-47 




47. An electrosurgieal system as 
in claim 46 farther including 
















an insulating member 
dfcuiracribtofi the return • 
electrode 




Ftg.i-2 








33(M7 




the return electrode being . ' ■ 
sufficiently spaced from the 
electrode terminal to miniroae 
direct contact between flic return 
dertxocfe and the patient's 
timic 




2:42-68- 






1383 






55. ITic cltrctrosurgical system 
ofclaW 45 wherein 
















tlic^dfcclrodc terminal comprises 
a afigjlc active electrode 
disposed near the distal end of 
thrift. 


2:41-43 


Fie-9;-3tZ9 
30 


- 1425 


. 100 


' 13*3 






56.31ie dcctrosurgical system 
of c'Eun 45 wherein 
















llictorgetsite Is selected from 
the sroup consisting essentially 
ortrrc abdominal cavity, 
thoracic cavity, knee, shoulder, 
hiphferid, Toot, elbow, mouth. 
spir»5 car, nose, throaC- 
epidermis and dermis of the 
rwffijVi hnrfv 






142tf 


100 


1383 


11^26-50 




58. The etcdrosurefcal system 
□r-d3im45whc«ra 
















the frequency of the voltage 
applied between the return - 
electrode and the electrode 
terminal is in flic range of about 
?0lrH zan d2uMhx. 


3:46-51 


" 330-38- 


-J425 ■ 




1383 




7.-62-8:14. 


59. Trieefectrosargfcu" system 
orclatra 45 v/hercm 
















the voltage applied between the 
electrode terminal and the return 
dectrode is to. the range from 10 
volts (RMS) to 1000 void 
fltMSl. 


:3:46-51 


330-38 


1425 




1383 
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Exhibit B: 

Examples of where each limitation of the dependent claims 
of the '536 patent may be found in each reference. 



eta im teit \ reference 


29 


30 


• 31 


32 


33 


34 - 


35 


46. An dectrosurgical system as 
in claim 45, wherein 
















Difie return electrode forms a 
portion of the shaft ofthe 
cltctrosur^«}jrobc._ 


69 ■« 




4:55-5:16 










47. An etectrosurgicai system as 
in claim 46 further including 
















an insulating member 
cucumscribEag the return ■ 
:!ectrodc 


■•. 69 




445-5:16 










the return electrode being 
[sufficiently spaced from the 
[electrode t ennirftl to minimize _ 
direct contact between the rerun 
electrode and the patient's . 




Fig. 5 


Fig. 4 




; 

Ftg.2 


"- 44 " 




55.Jpe dectrosurgical system 
of clijim 45 wherein 








.- - 








thciJccirode terminal comprises 
a siBj>le active electrode 

d»M 


68 • 


5:11-27 


5:17-3! 










56 'jrie cfrXlrositrgTcal system 
of claim 45 wherein • 
















the S^et silt is selected from 
the^roup consisting essentially 
ofrfi? abdominal cavity, 
thopek cavity, knee, shoulder, ' 
hipfTjaad. foot, elbow, mouth, 
spuig ear, nose, throat, 
cpicgrrois and dermis of the 










• \ 






58. The dectrosurgical system . 
of claim 45 wherein 
















the frequency of the voltage 
applied between the return 
electrode and Ac electrode 
terminal is inihc range of about 
20lcHzand2QMhx. 


68 








2:45-3:16 


42 ' 




59. The electros urg'cal system 
of claim 45 wherein 
















the voltage applied between the 
electrode terrnuial and the return 
electrode is in the range from 10 
volts (RMS) 10 1 00ft volts 
fRMsi. 


68 






S 


2:45-3:16 
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Exhibits: 

Examples of where each limitation of the dependent claims, 
of the '536 patent may be found in each reference- 



jcbun text \ reference 


36 


37 


3» 


39 


40 


. 41 


42 


M6. An ekdrosurgical system as 
tfajjjfftfo wherein • _ 
















Mic return electrode forms a 
Ljriian orihe shaft of Jhc 
jelectjosurpfcal probe: 








Fig. 5; 8:9- 
34 








M7. An elcctrosurgieal system as 
in cfe&n 46 further uidudiflg 
















San insulating member 
|cucurascribBig the return 
|e|rcrrode, ; , -.. 


4:4-39 






Fig. 5; 11:9- 
34 


4:36-43 


252 


225 


jthe return electrode being 
hulYictailly spaced Boca the 
lehxtrode terminal to minimize 
{direct contact between the return 
(electrode and the patient's 
klssit — 






... . . 










SS.TJie clcctrosiiigical system. 
0 rcT$U45wrierem 
















the cjcctrodc tenninat comprises 

disposed near the distal end of 
thc^faft. ' " 








Fig. 5; 8:9- 
34 








56. Trie electrosuigicat system 
ofrSoim 45 wherein - ' 
















the fJrgel site is selected from 
the group consisting essentially 
of tfcabdominal cavity, 
(hor'acic cavity, knee, shoulder, 
htp, ! fiand, foot, elbow, mouth, 
■ipio^ear. nose, throat, 
cpidSmts and da-mis of the 
qafiMn't horh ... _ — 


2:16-34 
— 




■ 1168 


3:63-4:16 


5:62-6:19 


291 ' 


275 


58. The dectrosurgical system 
ofclaim 45 wherein 
















the frequency of the voltage 
applied between the return - 
electrode and the electrode 
terminal is in the range ofabotrt 






116! 




2:62-«S 






59- The dectrosurEical system 
ofclaim 45 whercit 
















ihe vohage applied between the 
electrode terminal end Ihe return 
electrodejs in the range from 10 
volts (RMS) to 1000 volts 
fRMSV 
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ExhibitB: 

Examples of where each limitation of the dependent claims 
o f the '536 patent may be found in each reference. ; " 



claim ieil.Weference 


43 


44 


AS 


46 


47 1 


4$ 


49 


46". An ckdroswgical systems 
in claim 4S. wherein 
















the return electrode forms a 
ponton crthe shaft of the 
clcctrosureical probe. 








3:41-42 




4:18-28 




47. An electrosurgicat system as 
in claim 46 further deluding 
















an Insulating member 
circumscribing the return 








3:4 Mi 


1:57-2:35 


4:18-28 




the return electrode being 
sufficiently spaced from Inc. 
electrode terminal to minimize 
direct contact between the return 
electrode and the patient's 






Inherent 


6:42 








55. @e clectrostirgical system 
of dalm 45 wherein 
















the dkctfode terminal comprises 
a stagje active electrode . 
disposed near jhe distal end of 
theshaft. 




3:48-5! 


5i7-» 


'3:4 M2 


1:57-2:35 


• 3:65-4:17 


3:27-44 


56. fte clectrosurgical system 
□ f claim'! 5 wherein 










:-: . 






the target site is selected from 
the consisting essentially 
or Ihejubdomirial cavity, 
thoracic cavity, knee, shoulder, 
hip/find, foot, elbow, mouth, 
sproc^ear, nose, throat) 
epidermis and dermis ofthe 
nalicnl'-ihrirfr ■ 


.1:1-4 


"3:6-25 




3:8-34 


1:18-3? 




1:47-^8 


58. The electrosurefcal system 
ordaiflt 45 wherein 
















the frequency of the voltage 
applied between the return 
electrode ana the electrode 
tenriinal is in the range of about 
?0fcHr an d20M(ffi.- 




3.36-41 




6:5-30 








59. The elcdrosurgical system 
of claim 45 wherein 
















the voltage applied between the 
electrode terminal and the return 
electrode fa in the range from 10 
volts (RMS) to 1000 volts 
fRMSV ' , 
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. . .Exhibit B: 
' Examples of where each limitation of the dependent claims 
" of the -536 patent may be found in each reference. 



: * . 


claim ttit\ reference 


50 


51 


52 " 


53 


54 


• 55 


. 56 




46". An ekctrosurgfal system as 
in claim 45, wfaoent ■ 


















the return electrode forms a 
portion of the shaft of the 
clcctrosurf.' 13 ' probe. 


3:17-23 


3:35-57 


2.-63-3:5 


337-64 




2.-62-68 


1:61-2:11 




I<t7. An electiosurgical system as 
io claim 4 6 farther including 


















an insulating member 
clrcnmsoibing the return 
rtn-tmde, 


















the return electrode being 
sufficiently spaced from the 
electrode terminal to minkmwe 
direct contact between the return 
electrode and the patient's 
tissue.- 




- 3:53 ■ 














55. The clcctrosurgical systcm- 
orcjouji 45 wherein 
















I 


the jSctrodc terminal comprises 
a sujgje active electrode 
disj&ed near the distal end of 
thcJLfl. 


' 1:40-51. 


3:35-57 


1:42-50 


3:37-64 


670 




1*1-2:11 


1 ! 


56. "pic elect! Ooiirgical sjitcm 
ofcfetm 45 wherein 


















the target site is selected Bronx 
(he froup consisting essentially 
of th^abdominal cavity, 
thoracic cavity, knee, shoulder, 
hip,fjand, foot, dhow, mouth, 
spinigear, nose, throat, 
epidermis and dermis of Ihe 
DatJcffl^sjbarht : 


22-20 - 


• 1:9-12 . 


1:5-9 


1:9-15 


669 


1:52-55 


1:50-58 




58. The electrosurgical system-. 
orcfata45\*fierem 


















the fiequeacy of the voltage 
applied between the rearm 
electrode and the electrode 
terminal is tn the range of about 
20 kHz and 20 Mhz. 










669 








59. The clecircsuigical system 
of claim 45 wherein 


















the voltage applied between the 
electrode terminal and the return 
electrode is In the range Groin 10 
volts (RMS) to (000 volts * 

[RMS). 










672 - 
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Exhibit B: 

Examples of where each limitation of the dependent claims; 
of the '53 6 paten! may be found in each reference. 



Ichiro; lci< V reference 






59 


60 


- 61 


62 . 




M6- An eleetrosurgical system as 
|in claim 45. wherein 
















|the return electrode forms * : 
|parlionofthc shad of the ' 
ckctrosurf.Ical prole. 




427-33 




'332-66 




3:12-27 




47. An clectrosuTEical system as 
in claim 4$ further including 
















an insulating member 
circumscribing ihe rctitm 
electrode. 






- " 


3:52-46 




.3:12-27 




the return electrode being 
sufficiently spaced from the 
electrode terminal to minimize 
direct contact between the return 
electrode and the patient's 












- ' fig. 3 . 




55.T 


leelectrasorEical system 
ira AS wherein 
















the el 
a s ing 
disjja 


ictrode terminal comprises 

le active electrode 

icd near the distal end of 

!&. : 
















« 

Q fcB 


ie dectrcsurgical system 
m45 wherein 
















the target site is selected fioin 
die |tjO«p consisting essentially 
oftfeabdorniriaJ cavity, 
thoracic cavity, knee, shoulder, 
hipi'hand. foot, elbow, mouth, 
sputfcear, nose, throat, ' 
epidermis and dermis ofthe 
Dafirfrt^rKirfY.'--: 


•4:20-3:5 ' 


Vsao^'g 








321-32 


15:62-16:7 


58. The electroswgical system 
r)fdairn45 wherein 
















the frequency.of the voltage 
applied between the return 
electrode and fhc electrode 
tcrmUKil is in the range of about 










428-48 






5?. The elecbrosurgiol system 
ofda'un 45 wherein 
















the voltage applied between the 
electrode terminal and flic return 
electrode is in the range from 10 
volts (RMS) to 10fl0 volts 

fRMSV. 










4:28-48 




3.21-32 
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Exhibit B: 

Examples of where each Irmitatton of the dependent claims 
of the '536 patent may be found in each reference. 





teil\ reference 


64 


65 


66 


67 


68 


69 


70 


46. An clectrosurgical system as 
In claim 45" wherein 
















tlit return electrode forms a 
portion of the shall of Ac 
electros ui iIctI Jirabe. 








431-52 


433-43 




237-46 


47- An dcctrosurgical system as 
in claim A 6 further including 
















an fasulaling member 
circumscribing the return 
electrode. 
















ihc return electrode being 
sufficiently spaced Bum the 
electrode terminal to minimize 
direct contact between the reruns 
electrode and the patient's 










* 






38 


ic elcjttrostujical system 
m 45 wherein 
















rhejl 


ctrotle Icniiinal ennrprises 
Je active cJeetiOrle 
ed near the distal end of 


5:44-6$ ■ 




1*3-2.-17 


4:37-52 


431-43 


3:13-16 


231-46 


L 1 


c elcctrawirgical system 
m 45 wherein . • • 
















ihc target site is selected from 
the |^iup consistiiJE essentially 
□rtfre abdominal cavity. . 
ihorp i'c cavity, knee, shoulder. 
Wftirand, foot, elbow, mouth, 
sptn^ear, nose, throat, 
epidermis and dermis of the 
cWrjS'-ihmlY. 








1:10-15 








58. The ckctrosurgical system 
of claim 45 wherein 
















the frequency of the voltage 
applied between the return 
electrode and the electrode 
lerrairiaj h in the range of about 
20 kHz and 20 Mhr. 




605-40 












59- The dectrosurjjcaliyslcm 
af claim 45 wherein 
















lire voltage applied between the 
electrode terminal and the return 
electrode is in flic range from JO 
volts fRWS)toltWO vote 

EMS. - 
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ExhibitB: 

Examples of where each limitation of Ihe dependent claims 
of the '536 patent may be found in each reference. 



claim text Preference 


71 


72 


73 


46. An clectrosurgjcal system as 
incjaim 45, wherein 








the return electrode forms a 
portion of the shaft ofthe 
electrosureical probe. 






5-J6-58 


47. An electrosurgical system as 
in claim 46 further including 








an insulating member 
drcumsoibing the return : 
electrode. 


536-58 






the return electrode being 
sufficiently spaced from the 
electrode terminal to minimize 
direct contact between the return 
drxirode and the patient's 




t 239-36" 




55. The electrosurgical system 
of claim 45 wherein 








!be<fectrode terminal comprises 
a s IfrgJe active electrode 
dis&osed near the distal end of 
thcjjjaft 


3:43-53 


236-41 


6:8-22 


56.'The ciectrosur E Tcai system 
afc'Sun 45 wherein 








ihe't^er site is selected froni 
the fcroup consisting essentially 
at&c Bbdorninal.caviry, 
thoSlfc cavity, knee, shoulder, 
hrp,Hfend, foot, elbow, mourn, 
kpinljear, nose, throat, ' 
epidermis and dermis of the 
natinWrindy 




2.-63-68 


""326-34 


5!. The electrosurgical system 
of claim,45 wherein 








the (hsqueacy of the voltage 
applied between the return 
electrode and the electrode 
terminal is in the range of about 
20 krfe and 20 Mtit 








59. The electrosurgical system 
ofdaira45wherem • • 








the voltage applied between the 
electrode terminal and the return 
electrode is in the range from 10 
volts (RMS) to 1000 volts 

fRMS). ' ^ 






&23-33 
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. Exhibit E: : 
Anticipation and obviousness contentions 

S mita & Nephew contends thaUnc following claims are anticipated by at least 

each of the following primary references. .Smith & Nephew reserves the right to 

supplement this contention in the event ArthroCare changes its construction of the 

asserted claims, or in die event the Court's construction of the asserted claims differs. 



Patent 


Claim 


References « 


536 • 


46 


8,15,23,29,31,48,51,52' ' 




47 


23,31,48,51 " •"«" 




55 


o ic n « i£ ia n ic *ac j«i .<i <o /c^c 
8, 15, 22, 23, 2b, 29, 31, Jo, jJb, 4H,.-5 1, ix, OD 




56 


B, |3,zo, /y, Ji, jo,Ja, Jl, Di- 




5*1 -. 


li n 1/c io "2°. 




59 


ii n "5a 


882 


-i- 


o k i#c -as -to ci <;■> fiC - ' 
o, 13, xD, Jo, •to, 0 1, Oj 




Ji 


l-J, xO, J*, Oj 










is 


26 . * ■ 




21 


26,52 ' - ■ 




23- 


8,26,38,48,51,52,65 




24 


8.26,38,48,51,52,65 




29 


15.26,65 




47 


26,29,38 - - 




48 


26,29 - 




49 ■ 


26,29 • . 




50- 


26,29.65 




54 


48 . .; - . • 


592 


3 


8, 15, 23,26, 31748, 51 ' - . 




4 


8,15,23;26,31,48,51 - 




9 


8,15,23,26,31,48,51 




II 


8.23,26,31,48,51 




13 


8.15.23.26.31.48,51 • - • 




18 


8,15,26,48,51 . 




21 . 


23,26 - 




26 


8.15,31,48,51 ...... . - 




27 


8. 15,3lr48, 5! . - 1 




30 


8,15,31,48,51 




32 


8,31,48,51 \ - 




34 


8, 15. 31, 34. 48, 51 . ' * 




39 


8,15,48,51' - • 




42 
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Smith Sl Nephew also contends thai the following claims would have been 
- obvious to one of ordinary skill in Ihe art.a! the time of the invention in view of at least 
■each of the following combinations of primary references, which Smith & Nephew 
- ■ contends would have been combined far at least the following reasons. Smith & Nephew 
reserves the right to supplement this contention in the event ArthroCare changes its 
construction of the asserted claims, or in the event the Court's construction of the' 
asserted claims differs. * . 



Patent 


1' Claim 


Combinations" 


Motivation to Combine 


536 


\a6 


10 with any one or more of 22, 
26,36,38,65; 

any one or more of the preceding 
with any one or more, of the .. . 
anticipating references listed , 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site, on 
a patient's body structure. 






Any one or mare of 8, 15, 26, ■ 
29, 36, 52 with any one or more 
of 10, 34; 

any one or more of the preceding 
with "any one or more of the 
anticipating references listed 
above. * * 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




55" 


10 with any one or more of the 
anticipating references list'ed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a .patient's body structure. 




56 


34 with any one or more of 48, 
65; 

any one or more of the preceding 
with any one or more of the 
anticipating references listed . 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
•a patient's body structure. 




58 


Anyoneormorcof8,15,31, • 
■48, 51, 52 with any one or more 
of the anticipating references 
listed above. 


Each reference is directed lo the • 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 
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Of 



Patent 


Claim 


Combinations 


Motivation to Combine 




59 


32 with any one or more of 8, 

15.31,38,48,51.52,65; 

any one or more of the preceding 

with anyone or more of the * 

anticipating references listed 

above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 


882 


i 


10 with any aae or more of 22, 

23,29,31,34,36; 

any one or more of the preceding 

with any one or more of the 

anticipating references listed 

above. 


Each reference is directed to the 
same problem — applying 
electrical energy. to a target site on 
a patient's body structure. 




13 


Any one or more of 10, 29 with 
any one or more of 8, 38; 48, 5 1 ; 
any one or more of the preceding 
with any one or more of the 
anticipating references listed, 
above. 


Each reference is dircctedlo the 
same problem ^- applying 
electrical energy to a target site on 
a patient's body structure. 




17 


Any one or more of 23, 29, 32 

with any one or more of 8, 15, 

38,48.51,52,65; 

any one or more of the preceding 

with any one or more of the 

anticipating references listed . 

above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 




IS 


Any one or more oF23, 29, 32 

with any one or more of 8, 15, 

38,48,51,52.65; 

any one or more of the preceding 

with any one or more of the - 

anticipating references" listed - 

above. 


Each reference is directed to (he 
same problem — applying 
electrical energy to a target site on 
a patient 1 s body structure. 




21 " 


•Any one or more of 31. 36 with 
any one or more of 8, 1 5. 38, 48, 
51,65; 

any one or more of the preceding 
with any one or more of the ' 
anticipating references listed 
above. ■ - . 


Each reference is directed to the 
same problem — applying 
'electrical energy to a target site an 
a patient's body structure. 




23 


Any one or more of 22, 23,29, 
31, 36 with 15; 

any one or more of the preceding 
with any one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 
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Fish &. Richardsok p.c. 



J<M Atguclla 5trcct 
RetWd Cry. Cili&mb 



Telephone 



BY FAX-AND MAIL ' 



October 9, 2002 



WebSite 



Perry Clark, Esquire. 
Weil, Gotshal & Manges LLP . 
20t Redwood Shores Parkway 
Redwood Shores, CA 94065 

Re: 'AjthrocareSril- Delaware 

• USDC-D-DeL-CA-No,0^5(M-SLR ; : 

Dear Perry: • . 

I have enclosed a supplemental set of invalidity claim charts: , 

Very trulyyoure, * - 




kurtis MacFcrrin. . ' • 
cc Jack B. Blomenfcldi Esq., Morris, Nichols, Arsht & Tunnel! (fax only) 



50107369.**: 
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ExbibitA: - 
Prior art references upon which Smith & Nephew presently intends to primarily rely. 



u 


- Issue/ 
Pub'n 
Date 


Pa (eat Number/ 
Publication - 


Inventor/Author 


Title- 


s 


00/00/76 


Acta 

Medicotcchnica 
(Medmnal- 
Markl);VoL24, r 
No. -4. 1976 129- 
134 


E. Ebaiser and E. 


leckslromheien Iransurethralen 
Resection (Concerning An 
Instrument, for Transurethral 
resection without leakage of 
current) 


10 


07/20/76 


US 3,970,088" 


Charles F. Morrison 


Electrosargical Devices 
Having Scsqulpolar Electrode 
Structures Incorporated 
Therein 


15 


09/26/78 


US 4,11 6,19'S arid 
its file history 


Ebcrhayd Roos 


Electro-Surgical Device 


22 


04/27/82 


US 4326,529 _ 


Janies D. Doss and 
Richard L-Hulson 


Comeal-Shaping Electrode 


23 


04/26/83 


US 4,38 1,007 - 


James D. Doss . 


Multipolar Comeal-Shaping 
Electrode with Flexible - 
. Removable Skirt 


26 


06/00/85 


JACCVol. 5, No. 
6, 1382-6 


Cornells J. Stager, . 
MSc Cathajrina E. " : 
Essed,MD, Johan- ' • 
CJL Schourbiers, 
BSc, Nicolaas Bora, 
PhX>, Patrick W. . 
Senuys, MD, Geert 
T. Master, MD. 
FACC.' 


Vaporization of 
Atherosclerotic Plaques by 
Spark Erosion 


29 


00/00/87 


Kardiologie, 
KardioL76;Supp. 
6,67-71 (1987) 


CJ. Slager/A-C - • 
PhafT,C.E-Essed; . 
J.CJL Schuurbiera, • 
N. Bom, VA ' 
Yandcnbioucke, and ' 
P.W. Sciruys 


"Spart Erosion of 
Arteriosclerotic Plaques 


3! 


06723/87 


US 4,674,499- 


David S.C-Pao 


Coaxial Bipolar Probe- - 


32 


07/00/88 


Vallcylab Part 
Number 945 100 
I02A 


Valleylah, Inc. 


Surgistat Service Manual i 



•1 . ' 
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if 


Issue/ 
Pub'a 
Date 


Patent Ntiitifaer/- 
Publication 


Inventor/Author 


Title 


34 


00/00/89 


SPE Vol. 1068 
Catheter-based ' 
Sensing and 
Imaging 
Technology- 


PaulCNardella 


Radio Frequency Energy and 
Impedance Feedback 


36 


02/21/89 


US 4,805,616 


David S.C. Pao 


Bipolar Probes for Ophthalmic 
Surgery and Methods of 
Performing Anterior 
Capsulotomy. 


38 


04/00/89 


IACCVoLI3 * 
No. 5, 1167-75 


Benjamin ]. Lee, 
MD, FACC, Gary J. 
Becker, MD, Bruce 
-F. Waller, MD, 
FACC, Kevin J,- 
Barry, MS, Raymond . 
J- Connolly, Fh£>„ 
Jonathan Kaplan, 
MD.AlanR. 
Shapiro, MS, Paul C 
Nardella, Bs' •" 


Thermal Compression and 
Molding of Atherosclerotic 
Vascular Tissue With Use of 
Radioffequency Energy: 
Implications Tor 
Radiofrcquency Balloon 
Angioplasty ■ ■" 


48 


12/11/90 


US 4,976,7 1 1 


David J. Panns, Mark 

A-KydclI,Peter' 

Stasz 


Ablation Catheter With 
Sel ectively D eployable 
Electrodes 


51 


04/16/91 


US 5,007,908 


MarkA-Rydel] • 


Eleclrosurgical Instrument 
Having "Needle Cutting ■ 
Electrode And Spot-Coag 
Electrode 


52 


04/23/91 


US 5,009,656 . 


Harry G, Rcimels 


Bipolar Electrosurgical 
Instrument 




3990 




Jerry L. Malis, 
Valley Forge 
Scientific Corp.. 


CMC-ID Bipolar System 



2 
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Exhibit B: 

Examples of where each limitation of the ciaims 
of the '536 patent may be found in each reference- 



Jclaim leil \ reference 






3 


4 


5 16.7 


M5. An elccirosuTEicaJ system 
Sfor applying electrical energy to 
a Urge! site 00 a structure within 
□r on a patients body, the 
system cotnnrisinK: 










• 


• 




a high frequency power supply; 


1:15-27 


207 


3:48^1:14 




. 58-60 




2:44-66 ' 


ia ckctrosurgic-jt probe 
composing a shaft having a 
proximal end and a distal end, 


1:40-55, 




8:10-9.-8 


1:5-23 


58-60 


3r3-7.Fig. 
1.2 


4:4-19, 
2:44-66 


rn electrode fcrrnnul deposed 
near the dtslal end, and 


Fig-l' 




8:10-9* 




58-60 


33-7,T1e, 
1.2. 


4:4-19. 
2:44-66 


a connector near the proximal 
end ol"tfie shaft electrically 
coupling the electrode terminal - 
lq the dcctrnsurgical power 
supply; ■ 


1:40-55, 




8:10-9:8 


1:5-22 


58-60 . 


33-7, Fig. 
1,2 


4:4-19, 
2:44^66 


a return electrode electrically 
coupled to the eteetrosuigical 
powcrsapply; and 


U15-27 


- 207 


_J:4S-4:I4 


1:5-22 


58-60 ■ 


3-3-1 


2:44-66 


an j3ec erica (ly conducting fluid 
sup|jy tor directing electrically 
carding (hiid to the target 
site such that 






• 9:9-25 










r -- _ 
thojCjectricaUy conducting fluid 
generates a entreat flow path 
bc\v/pna the return electrode and 
the~.electrode terminal. 






9:9-25 










=J6Mn elcctrosurgical system as 
in Sifn 45. wherein 
















tho return electrode farms a 
portion orihe shaft erf tfic 
electrcfstirjiical probe. 


4.-9-24 












R & 2 


in claim 46 further including 
















an insulating member 
circumscribing the return 
electrode. 














3:58-61 


the return electrode facing 
sufficiently spaced from the 
electrode terminal 10 rainiwhe 
direct contact between the return 
electrode and the patient's • 
















55- The ctcctrosurgical system 
□fdaim "15 wherein 
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Examples of where each limitation of ihc claims 
of the '536 patent may be found in each reference. 



claim text \ reference 




3 


4 


- S 


6 


7 


the electrode terminal comprises 

disposed near ihc distal end of 
the shaft. 


1:40-35 


706 


3:10:9:8 


3:10-28 




234-57* 


2.-67-3:16 


56. The e lcctro5urgical system 
of claim 45 whercm . 
















the large! site is selected from. 

Df ihe ibdomiiial cavity, 
thoracic cavityi knee, shoulder, 
hip, hand, foot, elbow, mouth, 
spine, ear, nose, throat, 
epidermis and dermis of the — 
rffltimfflbndseJ — • . , 












1:45-50 




58. The elcctrosurpcal system 
claim 45 wherein . . 
















the frequency of rhc voltage 
ape0ed between the return 
clegSrode and the electrode - 
terfSnal b In the range df about 
?l£Blz «mtf 30 Mhz. 




'* 206-07 












SftJThe elcctrojairgicaJ system 
ofi3mnt4S wherein _ 
















IheTjoUaee applied between the 
elecfrode tertnina] and the return 
electrode is in tie range from 10 
i/c^lti (RMS) to J 000 volts 

osvtsv 




211 






58 
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Exhibit B: 

Examptes of where each limitation of Ihc claims 
of Ihc '536 patent may be found in. each reference. 



jjclaini teit\ reference 


8 


9 . 


to 


U i 12 


13 i 14 * 


|45- An electrosiTEical system 
jlbr applying electrical energy to 
la urgct site on a structure within 
for on a patient's body, the 
|svstcm comprising 
















a feign frequency power supply; 


1 


233-52 


4:18-2* 


2 


-528 


4:15; 7:38- 
50 




an eiettrasurgical probe " - 
comprising a shaft having * ■ 
proximal end and a distal end. 


3,7 


•2:40-63 


4.18-28 


2 


530 


635-70 




an electrode terminal disposed. - 
near the distal end, and 


3,7 


2:40-63 ' 


*-4:18-2X 


2 


'. 530 


6.55-70 




a connector near the proximal 
end of the shaft electrically 
coupling the electrode terminal 
to the cicttroitirgicat power 


3 « 7 


2:40-63 






'. 530 '• 


6:55-70 


: 


a rctiim electrode electrically 
coupled to the electrosurgteal 
power supply; and 


1 


2:33-52 


4:18-28 


* 2 


528 


4:15; 7:38- 
50 - 




an pfectriodly cooductme fluid 
supply for directing electrically 

sil^ich'that 


4-5 


2:40-63 






. 529 - 






tltteltctrically conducting flirid 
gei}crates a current flow path 
betfSgfccn the tcturn electrode and 
the^lcctrodeterrninaL 


4-5- 


2:40-63 










! 

— \ 


46^a elecuosurgical system as 
tncSimlS.wbereia 














.... .. i 


thcieturn electrode forms s 
portion of the sbafl of the 
electroiurRical probe. 


.7 




431-43 


2 






1 


47. An elcctrosurgfcal system w 
in claim 46" further including 
















an insufaung member . " 
circumscribing the return 
electrode, 






5:50-57 . 


3 






| 


the return electrode being 

electrode terminal to inkunize 
direct contact between the return 
electrode and the patient's 
lianc. ,_ — 


1- 












1 


55. The eSccnosurgictl system 
ofcfouji43wherem 














"1 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may -be found in each reference. 



clBim tdt \ reference 


8 9 


10 


• II (11 


p. - i4 : 


[he electrode terminal comprises 
a single active electrode 
deposed near the ftislafend of 


7 






3 


530 


fi:45-54 ) •' 
i 

1 


56. The clectrosurgjcal system 
of claim 45 wherein 
















i he target site is selected from 
the group consisting essentially 

thoracic cavity, fawe, shoulder, 
hip, hand, fool, elbow, month, 
spine, ear, nose, throat, 
epidermis sad dermis of the 


11 


0.0479167 




2 


527 






58. The eledrosurgical system 
of cUim 45 wherein 
















the frequency of the voltage 
apjgied between the remm 
clcirtiodc and the electrode 
tcfjgunal is in the range ofabaijl 
7flT=»*anJ20Mhr. : 




1 -34-53 












S^.Thc electros urgical system 
njicfaun A 5 wherein 
















the*volUi£c eppUtd between the 
jcl^rode terminal and the return 
jelectrode is m the range from 10 
Jvojt} (RMS} to 1O0Q volts 




134-53 










7:26-42 



■3 

o 
ru 
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Examples of where each limitation of the claims 
of the '536 patent may be fottftd in each reference. 



claim tot \ reference 


15 


16 


17 I 18 


19 | * 20 21 


45. An electrosurfiical system 
for applying electrical energy to 
a target site on a structure within 
or on a patient 1 ! body, the 
system comprising 












t 

! 

i 


3 high frequency .power supply; 


lc5-!7 


845-46" 


61-30 


1:12-37 


233-46 


235-58 


333 


an elcctrosurgical probe 
compmidfi a shall having * 
proximal eiid and a distal end, 


431-5:20 




.6:1-30 


1:12-37 


233-46 ' 


235-58 


333 


an electrode terminal disposed • 
near the distal end*, and 




.146 


6:1-30 


1:12-37 


233-46 


235-58 


333 


a connector near the proximal 
end of the shaft electrically 
coupling die electrode terminal 
to Ihe eledrosingicaj power 


4:51-5:20 


i46 ' 


6:1-30 


1:12-37 


233-46 


235-58 


333 


a return electrode electrically 
courted to theelcctrosurgical 
powor supply; and 


_ 15-17 


845-46 " 


6:1-30 


1:12-37 . 


--233M6- 




333 


an tjtctrically conducting fluid 
S"t}ft{y for directing electrically 
colliding fluid to tlic ktrget 
site such that 


1:52-56, 
739-62* 






3:67-4:3 


■ 134-38 • 


.235-58 


334 


generates a current flow pa* 
between the return electrode and 


1:52-56, 
536-30., 
739-62 ~ 


- 846 




3:67.-43 


134-38 


235-58 


. 334 


46.^11 electros nrgical system as 
in cfcjiin 45. wherein 
















Ok: return electrode fonus a 
portiottof the shaft oftbe 
electrasurefcat Drobc 


53-10 








• 234-16 


235-58 




17. An electrosurgicai system as 
in claim 46 further incjudiog 
















an insulating member - 
circtanicrttaig the ictma 
electrode, ' 










234-46 


235-58 




ihe return electrode being 
sufficiently spaced from the 
electrode terminal to minimize 
direct contact between" the return 
electrode and the patient's 
tissue^' 


33-20 














55. The electroiurgital system 
af claim 45 wherein 
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ExhibilB: 

Examples of where each limitation of the claims 
of the '536 patent may be found- in each reference. 



claim tcjl\ reference 


IS 


16 


17 - 


18 


19 1 20 


21 t 


lhe electrode terminal comprises 
3 single active electrode 
disposed near lhe distal end of 
die shaft- '. 


4:66-5:2 


845 


3:1-52 


1:15-36 






i 

333 


56". The electros urgical system 
□fclaim 45 whereat 














- 


die target sit* a selected from 
the group consisting essentially 
of lhe abdominaJ cavity, 
thoracic cavity, : knee, shoulder, 
hip, haniL foot, elbow, mouth, 
spine, ear, nose, throat, 
epidermis and dermis of the " 
antirot''i hndv. . 


1:18-27/. 


845 




221-63 






334 


58. The electrosurgical system 
^cjaplf^5wherein 
















iEc frequency of the voltage 
appje'd befwecd the return 
decode and the electrode 
icrSnal is in the range "of about 
ZaJcHzandiQMhk - 








830-39 


6:61-68 


235-58 


333 


S^iThe electrosurRical system 
□fiSauii AS wherein- 
















the^oltaEc applied between the 
electrode terminal and tie return 
electrode is in the range from 10 
vofe (RMS) to 1 000 vote 
rRMfi). 








'830-39 


5:16-6:7 


•235-5* 


333 
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Exhibits.: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. . 



eta im tell \ reference 




23 


24 1 25 


26 


27 1 28 : 


45. An electrosurgical system 
for applying electrical energy to 
a large! silc on a structure within 
or on a patient's body, die 
system enm prising: 
















a high frequency power supply; 


221-58 


2:42-68 


1425 


99 


' 1383 




223-33 


an elcclmsiirgical probe 
comprising a shaft l»*Hig a 
proximal end and a distal end. 


231-58 


2:42-68 ' 


1425 


99 • 


1383 


2:35-66 


223-33 


near the distal end. and 


221-58 


2:42-68 


1425 • 


99 


1383 


235-66 


223-33 


a connector near the proximal 
end of the shaft tlcctricalfy : * _ 
coupling Ihe electrode terminal . 
to the electrosurgical power 

iuptflv: _ " 


- 221-58 


' 2:42-68 

. __ 


1425 


99. 


1383 


2:35-66 


223-33 


a icfnnl clcctrotlc electrically 
catted to the ctcctrosiirgical 
paHir supply; and 


-221-58 


2:42-68 


1425 . 


99. 


1383 


238-66 


223-33 


aogfcctrically canduauig fluid 
supjjjy for directing electrically 
caudyctinfi (laid to the target 
sitejirch that 


221-58 


142-68* ■ 


1425 


99 


[383 


3:48-53 , 


2:18,528- 
31 


rh<? electrically conducting fluid 
generates a current flow path 
between the return electrode and 
the*aectrodc IctminaL 


• 

2:21-58 


2:42-68 


■ 1425 


99 


1383 


. 3:48-53 


2:18,5:28- 
31 


46^n clectmsnrgiol system as 
; n cVtm45.wliercur * 
















the return electrode forms a 
portion of"the shaft of the 

rlectrosureicalprobc. 




F-E-I 








3:30-47 




47* An clectrosargiQt system as 
in claim 46 further including , 
















an insulating member 
circumscribing the return _ 
electrode. 




Fig- 1-2 








330-47 




(he return electrode being 
sufficiently spaced from the 
electrode tetmiaal to roinimtze 
direct contact between the return 
etccbode and tie patient's - 
tissue.- : : — 




2:42-68 " 






1383. 






55- The electrosurgical System 
ofebon 45 wherein 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 



claim t«t\ reference 


22 


33 


- 24 


25 t 16 | 27 ! 28 


(he electrode terminal comprises 
a single adive electrode 
disposed near the distal cud of 
the shaft. 


2:41-13 


Be.9;3-29 
30 


I42S 


100 


1383 


I:2*-50 




56, The electrosurgical system 
of claim 45 wherein 
















die target site ts selected fam 
die group consisting essentially 
of the abdominal cavity, 
thoracic cavity, knee, shoulder, 
hip. hand, foot, elbow, mouth, 
spine, ear, nose, throat, 
epidermis and dermis of the 
palirrit'^hnHv — ! 






1426 




<* 






58. The electrosurgjeal system 
□f claim 45 wherein 
















(he frequency of the voltage 
applied between the return 
electrode and the electrode 
r conic*) is jd the range of about 
UliHiai^OMhT, "... 


3:46-51 


3:3Q-3S 


.1425 




-1383 




7:62-8:14 


ISDjTjnie tlcctrostirgical system 
faf £laim 45 wherein 
















hftgwritage applied between the 
Utorode terminal .and the return 
electrode is in the range from 10 
polls (RMS) to 1 000 volts 


3:46-51 


330-38 


I42S ■ 




' I3S3 







fU 
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ExhibUB: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 



claim tot \ reference 


79 


30 


31 


32 1 33 


34 


35 


45. An elerarosurgical system 
for applying electrical energy to 
a target s ' te on 3 structure within 
or on a patient's body, the 
system comnrisinfi: 
















a h?^i fierniency power supply; 


67-68 


432-5:10 


2:45-58 




2:45-69 


'42 


248 


an clectrosur£ical probe 
comprising a shaft having a 
proximal end and a distal end. 


67-63 


432-5:10 


2:45-58 




2:45-69 




24J 


an electrode terminal disposed 
near the distal end, and 


67-68 


432-5:10 


.2:45-58 




2:45-69 




248 


a connector near the proximal 
end of the shaft electrically 
coupling the electrode Irrmiual 
U) the electrosurgieal power 
suoav: - 


67-68 


432-5:10 


2:45-58 








243 


a reTgm electrode electrically 
coined to the clectrosurgical 
poWtr supply; and 


67-6S * 


432-5:10 


. 2:45-58 




2:45-69 


42 


248 


anripctricalty conducorig flold 
suppjy for dtxccttpg efecfticaJty 
conducting fluid to the target 
site such that 


68 




331.7:65 








.248 . 


thcsdectrically conducting fluid 
generates a cwrcnt flow path, 
helwfcen tiie i crura electrode and 
ibirtleeirode tcitnioal. 


68 




331, 7:65 








248 


463in elect/osurgical system as 
in Mun 45, wherein 
















rhi reruni electrode forms a 
portion of the shall of the 
electrosiuwa] probe.' 


69 




435-5:16 










47. An electros logical yystem-as 
in claim 46 further including 
















an iruulating rrtefaber 
circumscribing the return 
electrode, 


69 




435-536 










the return electrode being 
sufficienlry spaced fiom the 
electrode terminal to minimize 
direct contact between the return 
electrode nod the patient's 
WSK, 






-.rifi.4 






' ' 44 




55- The electrosurgical system 
of claim AS wherein 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 



claim tti<\ reference 


29 


3D 


31 


32 


33 


34 


35 


ihe electrode terminal comprises 
a single active electrode 
disposed near the distal end of 


fit 


5:11-27 


5:17-31 










Ihe shaft- _.. , '. 
















56. The electrosurgicat system 
af claim 45 wherein 
















the target site is selected from 
the group consisting essentially 
of the abdominal cavity, 
thoracic cavity, knee, shoulder, 
hip, hand, foot, elbow, mouth," 












42' 




spine, ear, nose, throat, 
epidermis and dermis of the 
















miiml'nboda : 1 
















58. The electrostirgrcai system 
of claim 45 wherein 
















the &cqnency of the voltage 
appljed between the return 
slcgrode and the electrode 
(erjoiuul fa fa the range oraboot 


- &t 








"2:45-3:16 


-.42. 




JWlywdVih^ 
















59 r '?rhe clectrojurgical system 
of^im 45 wherein 
















difvoltarjc applied between die 
electrode terminal and the return 
electrode is in the range from 10 
volts (RMS) to 1000 volte 


68 






8 


2:45-3:16 
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Eihibil B; 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. . 



claim teal \ reference 


36 


37 


38 ; 39 . 40 


41 !.. 42 


45. An ctccirosurgieal system 
for-applying clr^trical energy to 
a laiget site on a structure withir 
or on a patient's body, the 
micro comprising: 














5 


i high frequency power supply; 


4:4-39- 


662-63 


1I6K 


S:M7 


.2.^2-65 


291 


275* 


an eter.trcBurgical probe 
comprising a shaft having a 
proximal end and a distal end. 


4:4-39 


662-63 


H69 


S:M7 


2:19-22 


292 


275 


an electrode terminal disposed 
near the distal end, wod 


! 4;4-39 


662-63 




5:1^47 


2:19-22 


' 292 


275 


a connector near the proximal 
end of the shaft clccttjcally 
coupling the electrode terminal 
to the decfrosurgjcal power, 
supply; 


4:4-39 


662-63 












a /etyrn electrode clectricilly 
coggjed to die clcctrosuigical ■ 
D ot*ti supdIy: and 


4:4-39 


.662-63 


' H.68" 


5:1-47 


2r62-«5 


291- 


'.'215 


an jefcetricilly conducting [hitd 
supply for directing eleeOricalty 
conducting fluid to the tzrget 
siteiuch that 


730-32 


663 . 


1168 






29r . 


275 - 


geperaies a current flow path 
thf electrode terminal. 




663 


! 168- . 






' 291 


275- 


16rAn clcctrctsurgical system is 
in Slim «, whercar 
















the return electrode forms a 
portion of the sbafl of tbe ' 
etectForuTRical probe. 








& 34 - 


4:16-28 


232 


275 


47- An dectrosurgical system as 
hi claim AG further>cluding 
















an insolaiiflfi. Br ember 
cirtumsaiuing the return . 
electrode. 


4:4-39^ 






Fig. 5; 8^- 
34. 


436-43 


292 


275 


[he return electrode being " 
sufficiently spaced from the 
electrode terminal to minimize . 
direct contact between the return 
electrode and the pattern's' 
















|55. The dtctrasurgical system. I 
fof claim 45 wherein 















■) 
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. Exhibit B: 
" Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 





|ckTijn(ei!\ reference 




37 


3D 


39 


40 


I 41 " 


1 42 




live electrode terminal comprise 
b single active electrode 
disposed near the disial end of 


4:40-53! 


662 


U6B 




4:16-35 


292 


275 




iheshaft 














i 


<- 


56. The electnjsur£ical system 
of claim 45 wherein 












. 1 ' 




ihe target site is selected fiera 
ihe graop consisting essentially 
of ihe abdominal cavity. 
















{. 


thoracic cavity, knee, shoulder, 
hip, hand, foot* elbow, mouth* 
spine, ear, nose, throat, 
epidermis and dermis of the 
aaiienl's tywlv 


2:16-34 




1165 


3:63-4:16 


5:62-6: 19 


291 


275 




58. The elcctrosttrgical jysteln 
of claim 45 wherein 


i 
















(he fretpoicy of the voltage 
apgJM between the jejuni 
elcEtrode an3 the electrode - 
ici,iiuu] is in lhc range of about 






1168 




2:62-65 








59—rtie ckctrosurgieal system 
:.r claim 45 wherein ' : ' 


















theTjoltafic applied between the 
cleajudelamuial ant] the return 
dearode is in the range from 10 
volgCWvfSyto 1000 volts 

®m — —l 

















O 
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- Exhibit B: 
Examples of where each [imitation of the claims 
of the. '536 patent may he found its each reference 



claim leit \ neCerence 




44 


45 1 46 


47 , 48 , 49 


iS. An cJectneuiE'ca! system 
for applying cledrical energy Co 
3 Uiget site on a structure within 
em- on a patient's body, the 
system comparing 
















a high frequency powet supply; 




226-51 










1:55 


an eleetrosurgieal probe 
comprising a shaft having a 
□roximal end and a distal end, 


a, 10 


226-51 


4:40 


221-53 




22? 


1:55 


an electrode terminal disposed 
near the d&tal end, and 


8.10 


226-51 


4:40 


221-53 


S — ; — 


228 


1:55 


a connector near the pnwunal 
eridofthcst^eletaricalry - 
coupling the cfectrode terminal 
lo the electrosiBBieal power 


• S, 10 1 


226-51 




221-53 




. 228 


1:55 


a return electrode electrically 
coaled to the eleetrosurgieal 
power supply; and 


2:8-4:10 


226-51 . 


-421-5:6, 


221-53 


" ' 124. 


228 




anSectricaJry conducting flurf 
su^iy for directing electrically 
conducting fluid to the target 
sitepjehtbat 


* 11 




3:42-55 


: 6:42 




^28.4:6 


Irf5 


uWeJectricalry conducting fluid 

bcSfcen llie retnra electrode and 
[hc-electrodc terminal. . 


11 




' 3:4i-SS 


6:42 




628,4:6 


1:65 


46*$in etcctrosurgicaUystem as 
infifum 45, wherein 
















theVeium electrode ibrats a 
portioa ofthe shaft of the - 
eleetrosurgieal probe. ' 








3:41-42 


1:57-225 


4AS-2X 




47. An eSectrosttrgical system as 
in chin 46 further including 
















circumscribing the return 








3:41-42 


137-225 


4:18-28 




the return electrode being 
wrfrdentty spaced fiom the 
electrode terminal to minimize 
direct contact betweetrthc return 
electrode and the patient's 
•isspt .. . . * 






inherent 


6:42 




62E 




55. The dcctrosurgical system . 
afcIaim4Sv4efein - 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 



claim text \ rctwencc 


43 


44 I 45 


4fi 


4? 


48 


49 


the electrode terminal comprise* 
a singfe » ct 'V c electrode 
disposed near the distal end of 


2:8-IS 


3:48-51 


5:7-19 


3:41-fc2 


1:57-2:35 


3:65-4:17 


327-44 


56. The elecrrosiirgical sysleai 
□rdaim45 wherein - 
















the target site is selected irora 
lie group consisting essentially 
oftha abdominal cavity, 
ihoracfc cavity, knee, shoulder, 
fjip, band, fool, ellxrar, mouth, 
spuie, ear, nose, throat, 
epidermis and dermis of the 


1:1-4 


3:6-25 




3:1-34 


1:18-39 




l;47-«« 


nnttmfsnftriv _ 

58- The electrosurgtcal system 
of daim 45 wherein 
















the fiequeocy of the voltage 
applied between the return 
electrode and the electrode 
TetrSnal is in the range of about 
UQbjanM^qKfe 1 _ 




' 336-41 












pgyjtteelectrosurfiica! system 
Bnfcfinn 43 wherein " 
















pe^pl&ge applied between the 
Llejarode terminal and the return 
|electrode is in the range fioov 10 
|vr>Us (RMS) to 1000 volts 

















a 
ru 
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Exhibit B: ■- 
Examples of where each limitation of the claims 
of (he '536 patent may be found in each reference. 



|claim text \ reference 


50 


51 


52 


53 


.54 1 55 ! 56 


45. An electrosurgiod system 
for applying electrical energy to 
a target site on a structure withii 
or on a patient's body, the 
system comprising - 
















a high frequency power supply: 


221-63 


2:4I-3.5« 


3:1-32 


228-55 


670 


2:7-46 


1:61-2:12 


an clcctrosurgieal probe 
comprising a shaft having a 
proximal end and a distal cod, 










669 


2:7^6 


1-61-2.12 


in electrode terminal disposed 
near the distal cod, and 


221-63 


2:41-3:58 


3:1-32 


2:28-55 


669 


2:7-16 


1-61-2:12 


a connector near the proximal 
end of lhe shaft electrically 
coupling the electrode terminal 
lo the electrosurjical power ^ 

suppJy: 


±21-63 


2-4I~3:5H- 


3:1-32 


228-55 


«S9 


2:7-46 


1:6 1-2:12 


a ijorro electrode tlectricaJIy 
coupler) to the elccirosurgical 
poSer supply; and 




*4r33< 






670 


' 2*7-46 


}:61-2zl2 


anjtlrrtri tally con dueling fluid 
supply for directing ekctncnlly 
contorting fluid to the target " 
silSuch that 




3:53 


2:26 


3:63,2:1 


€72 






thcelectricaJry conducting fluid 
generates a current flow path 
between the re torn electrode and 
thejdectrodc terminal. 




3:53 


2-26 " 


3*3,2:1 


672 






46'Aa electrosurgicai [system as 
in Sain 45, wherein 
















■heictirru electrode forms a 
portion of die shaft of the 


, 3:17-23 


335-57 


-2563-3:5 


3J7-64 








47. An elecOTSUgfcal system as 
in claim 46 further including 
















an insulating member 
circumscribing the return 
electrode. 


3:17-23 


335-57 


1:42-50 


j-37-64 




2:62-68 




die return electrode being " 
sufficiently spaced from the 
electrode terminal to minimize 
direct contact between lhe return 
electrode and die patient's 




.. 3:53 


- 










55. The clcctrosurgieal system 
of claim 45 wherein 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 



ciairu tat \ reference 


50 


51 


52 


1 53 


* 54 | 55 ; 56 ' 


the electrode lenniiul comprises 
3 single active electrode 
disposed near the distal end or 
the shaft. 


1:40^51 


335-57 


1:42-50- 


3t37-64 


670 




1*1-2:11 


56. Tbeclcctrosurgica! system, 
of claim 45 wherein 
















the target site is selected from 
ihe group consisting essentially 
of the abdominal cavity, 
thoracic cavity, knee, shoulder, 
hip, band, foot, elbow, mouth, 
spine, car, nose, throat, 
epidermis and dermis of die 
nalicnl'i hndy : : 


23~M 


1:9-12 




1:9-15 




133.-55 


1:50-58, 


58. Tbe electros uiginl system 
of claim 45 wherein 
















the frequency of die voltage 
;ipfj|[ed between the return 
electrode and the electrode 
tctrmnal is in the range of about 
20$feaml2tJMhz. 










" 669 






59i^fl»c cJrjUrosutgial system 
ofifiim 45 -wherein : " 
















th^jjpljage applied between the 
el^gfrode terminal aod the return 
electrode is in the range from 10 
voistRMS) to 1000 volts 

fawsLJ _J 










■-" 672 







a 



•Page 16 of 22 

328 




Exhibit B: 

Examples of where cadi limitation of the claims 
of the "536 patent maybe found in each reference. 





57 


58 


59 


60 


61 


61 


63 5 


45. An decrrosurgrcal system * 
forapplyuig electrical energy to 
a target site <xi a smicnire within 
or an a pat tent's body, the 














1 

] 


a high frequency power supply; 


3 


33-49 




4:45 


. 3-30 


735 




an electtosurgical probe 
comprising a shaft having a 
oroxirrul end and a distal end, 


3 


33-49 


3*3-36 


335 


3-30 


2-20 




m electrode terminal disposed 
near the distil end, and 


3 


33-49 












a eoonectbr near the proximal 
end of fee shaft electrically 
(coupling (he electrode terminal 
to the elcctrosurgica" power 

ms&L. 


• 3 1 


3349 


3-5-36 


3-35 




230 




a reSpn electrode elecmtsdly 
united la the clectrosuipcal 
power supply; and 


3 


33-49*" 




4:45 


3:30 


2-35 




an elccrricaJIy eonduclujg fluid 
sirngjy for directing electrically 
jotflitaiii fluid to the target 
siuhuch that 


" 6 














thejclectrically conducting fluid 
generates a current flow path 
be^wfcen the return electrode and 
truiejectrode terminal. 










- 






Mj^Ap electrosuigical system as 
in Slim 45, wherein 










- 






ukJ return electrode forms a, 
portion of the shaft ofthc 
tleelrasoTErcal probe. 




4:27-33 




3i52t66 




3:12-27 




in cUun 46 further including 
















an insulating member 
circumscribing the return 
ejectrodc,- 








3-52-66 




3:12.27 




the return electrode being 
sufficiently spaced front the 
electrode terminal to minimize 
direct contact between the return 
electrode and Vhepatienl's 
tjssug- ' I 
















55. The cfcctrumrgical system 
of claim 45 wherein 














l 

.J 
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Exhibit U: 

Examples of where each limitation of the cfaims 
of the '536 patent maybe found in each reference 



claim teat V refererjo: 


57 


58 


59 


60 


6\ 


CI I 63 = 


die electrode terminal comprises 
a single active electrode 
disposed near the distal end of 
the shaft. 








4:15-29 


5:1 0-28 " 


32H-60 


- 


56.The dectrosurgical system 
of claim 45 wherein 
















the brget site is selected from 
Ihc group consisting essentially 
ofthe abdominal cavity, 
thoracic cavity, fcnee, shoulder, 
bip, band, Toot, elbow, mouth, 
spine, ear, nose, throat, 
epidermis and dermis ofthe 
rffllTrnt'-; Hmly. i_ 


4:20-5:5 


-3:30-49 - 


1:5-12 






2:14-20 


3:21-32 


58. The c!ectroiur£ical system 
of claim 45 wherein • 
















the frequency ofthe voltage 
appljed between the return 
electrode and the electrode 
lersunal is in Uie range of about 
? n>tlT.and20Mhii 










4:28-48 






SOl^Tie clectrosur£icaJ system 
offctiim 45 wherein 
















ih£yottage applied between the 
ele*Hrodc terminal and the rcniro 
electrode is in the 'range from 10 
volts (RMS) to 1000 vote 

tim . ' .. 










42S-«B 




321-32 



Mi 3 
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Exhibit B: 

Examples of where each limitation of Ihc claims 
of the '536 patcnl may be found in each reference. 



cla im text \ reference 


£4 


65 


66 


67 


68 


69 I 70 ; 


45. An elccrrosiirgical system 
for applying electrical energy to 
s targel site on a structure within 
or on a patient's body, the 
kysfcrn catnprranet 
















b hlf^t frequency power supply; 


- 2:5-. 


534 


23 


235 


325 


330 


.238 


fan electrosnrgicaf probe 
(proximal end and a distal end, 


"'4:25 


534. ' 


3:14- 


"235 * 


335 - 


- 330 


238 


Jan electrode terattnaf disposed 
(near the distal end, and 


AOS 


534 ' 


3:14 


235 . 


335 


330 


. 238 


a connector near the proximal 
end of the sbafi electrically 
coupling tbc electrode terra trial 
to the eleanKoreical power 

fuptfr, 


AOS . 


-534 


3-14 


235 


335 


. 330 


238 


a return electrode electrically 
counted to the eleefmsurgkal 
pewrr iurtpfy; and 












3:20 


238 - 


an.ofcctricafly conducting fluid 
snpp^y for directing electrically 
conducting fluid to the target 
jhcsudi that 




2:10,'6^5 


.2:10 


4:10 . 






3:1 


Oki electrically conducting fluid 
generates a current flow path 
befftfctn the return electrode and 
ih&olectr ode (ennwaL 




2:i0, 6:65 


2:10 


4:10 






. 3:1 


16*-An clcctrosurgjcal system as 
inV&ini 45[ wherein 
















(hi return electrode forms a - 
portion ofihc shaftof the " 
electrosurjycnl firobe. 








437-52 


433-43 






47. An tlcctrosurgical system as 
in claim 46 further including 
















an inraladag member 
dreumicribfag the return 








437-52 


4-33^3* ' 




2:58^56 


llhe rewm electrode being 
kufScitntly spaced from the 
[electrode lenninal to minimize 
Idircct contact between the renin: 
electrode and the patient's 
















55. The eiedrosurgicaJ system 
of claim 45 wherein 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may be found ia each reference. 



claim text \ reference 


64 


65 


66 


« J_ 68 


69 


70 


the electrode terminal comprises 
a single active electrode 
disposed near the distal end of 
the shaft 


5:44-63 


5lM-36 


1*3-2:17 


4 37-52 


4:33-43 


'3:13-16 


237-46 


56. The elcct/ei5urgkal system 
of cfairo 45 wherein 
















the target site is selected &ont 
the group consisting essentially 
af tbe abdominal cavity, 
thoracic cavity, knee, shoulder, 
lap, hanrl, foot, eihow, mouth, 
spine, ear, nose, throat, 
epidermis and dermis of the 
nntir nf hrnlv— _ 


15:62- 1&7 






1:10-15 


; 






58. The electrosiirEical system 
ofctatm 45 wherein 
















the frequency of the voltage 
apghcif between the return 
electrode and. the electrode 
icrjniinaJ is in the range of about 




6:25^0 












S^jpie electrostirgicaj system 
ofr|aitn 45 -wherein 
















ibe-yoltaric applied between the 
electrode terminal and the return 

electrode is in the range from 10 
vojto (RMS) to 1000 volts 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 







72 


73 


74 


p5. An dectrosurgical system 
for applying electrical energy lo 
la target she on a structure within 
or on a patients body, the 
system comprising 










a high frequency power supply; 


3:43-f:18 


230 


.435 


SN6M73' 


an eJcaro3ur£iea! probe 
comprising a shall having a 
proximal end and a distal end,- 




2:30 


435 


SH61U7 


near the distal end, and 


Figs. Hi 




435 


SN6U87. 


a connector near the proximal ' 
end of the shaft electrically 
coupling the electrode terminal 
lo (he dectrosnrgical power 
sirtSrv: " - - ' 


Figs.l-o' 




435 


SNfiH87 


a r§iim electrode electrically 
coupled to the cUrtrosurgical 
pdwer jupdIv. and 


3:43-4:18 


■2.30 , 


435 


SNfitm 


aittlectrically conducting fluid 
sufpy for diirrttng electrically 
zriEduaing fluid to the target 
siftsuch that - 








SN61187 


the electrically conducting fluid 
gentrates a current flow path 
be&ieen the return electrode and 
thHlectrode terminal. 








SN611S7 


46j^\n efcchoiutgical system as 
ui.tfehn 45, wherein 










me rchira tlectrodc forms a 
portion of the shaft of the 
decOTUureical probe 








SN611S6 


in claim 46 further including 










an insulating member 
circumscribing the" return 
electrode, 






'536-58 


SN6I184 


the reotra electrode being 
sufficiently spaced from the 
electrode terminal to minimize 
direct contact between the return 

ttnnc*_ : 1 




2-.2S-36 

■ 




SN61173 


55- He electros urgia I system 
□f claim 45 wherein 
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Exhibit B: 

Examples of where each limitation of the claims 
of the '536 patent may be found in each reference. 





claim tut V reference 


- 71 


72 


73 


74 




the electrode terminal comprises 












a angle active electrode 
disposed near (he dislal end or 
the shaft 


3:43-3 




6*22 


SN61J73 


t 


56. The tlectrosurgioil system 
Df claim 45 wherein , 












the target site is selected from 
the group consisting essentially 
of the abdominal cavity," " 
thoracic cavity, knee, shoulder, 
hip, hand, foot, elbow, mouth, 
spine, ear, nose, throat, 
epidermis and dermis of the 
naticnl's-hMto. = 




2:63-68' 


- 326-34 


SN61183 




58. Tfce cryosurgical system 
ofcbcm 45 wherein 












the frequency of (he vottage 
ar^Sred between the return 
ejStmde and the electrode 
teSunal is in the-rangc of about 
2<FtHzand?0MflZ. 








SM61173 




SffThe electrosureical system 
ofjifeim 45 wherein 












tlgpaltage applied between the 
eJsrtrode terminal and the return 
electrode is id the range from 10 
yttUs(RMS}to lOflOvoIts- 
ffiJjtS)- _ - • 






" 623-33 


SN6I173 
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Exhibit E: 

Anticipation and obviousness contentions 

Smiih & Nephew contends that the following claims are anticipated by at least 
each of the following primary, references. Smith & Nephew reserves the right to 
supplement this contention in the event ArthroOare changes its construction of the 
asserted claims,or in the event the Court's construction of the asserted claims differs. 



Patent 


Claim 


References 


536 


45 


8, 15, 22,23, 26,29., 31,-36,38, 48,51,52,74 - ' 




46 


8, 15, 23, 29, 31, 48; 51, 52 '. ' • 




47 


23, 31,48, 51 




55 


8, 15 t 22, 23, 26, 29,*31, 36, 38, 48, 51, 52, 65 






O 1< -no nt K HQ <1 . • 







. 11 1"X IK "JO ia 

XX, XJ, XQ, X/ r JO , OJ 




— 

— 


22, 23, 26 29 .- . ■ 


— — 

Jf 




8,15,26,38,48,51,52,65 




— 


15,26,52,65 : 




17 


26 ~ 




.18 


'26 < 




21 " 


26,52 V ■ . ' . ' 




23 ' 


8,26,38,48,51.52,65. . ' ■ 




24 


8,26,38,48,51,52,65 • . - - . . 




28 


8,15:26,29,74 . - . .... I 




29 


15,26,65- •- 




47 


26,29,38 ' .. ' " f 




48 


26,29 - 




49 


26,29- • ■ 




50 


26,29,65 .. - - 




54 


48. . • . - 


592 


1 


8, 15,23,26,31,34,48,51.74 




3 


8,15,23,26,31,48,51 




4 


8,:i5,23,26,31,48,5I - 




9 


8,15,23,26.31,48,51 , 




11 


8,23,26,31,48,51- ) 




13 


8,.15,23,26,31,48,51 - - - .* ' 




IS 


8/15,26,48,51 ' • " | 




21 


23,26 ■ , * * . . - ! 




23 


8,15,23,26,31.34,48,51,74 •'- 1 




26 


8.15,31,48,51 . j 




27 


8,15,31,48,51 • ' 




30 


8,15,31,48,51 . } 
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Patent 


Claim 


References 




32 


8,31,48,51 




34 


8,15,31,34,48,51 




39 . 


8,15,48,51 




42 


23.26,74 



Smith Sc. Nephew also contends thai the following claims would have been 
obvious lo one of ordinary skill in the art at the lime of the invention in view of at least 
each .of the following combinations of primary references, which Smith & Nephew 
contends would have been combined for at least the following reasons. Smith & Nephew 
reserves the right to supplement this contention in the event ArthroCare changes its 
construction of tlie asserted claims, or ih.the event the Court's coastruclion of the 



asserted claims differs. . 



Patent 


Claim 


Combinations . 


Motivation to Combine 


536 


45 


Anyone or more of 10, 32,34 
with any one or more of the 
anticipating references listed 
above 


Each reference is directed to the 
same problem — applying 
electrical energy to a" target site on 
a patient's body structure. I 




46 


J 0 with any one or more of 22, 
26,36,38,65; . 

any one or mote of the preceding 
with any one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




47 


Any one or more of 8, 'If , 26, 
29, 36, 52 with any one or more 
of 10, 34; " 'I. 
any one or more of the preceding 
with any one or more of the. 
anticipating references listed 
above.. / 


Each reference is directed lo the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




55 


"10 with anyone or more of the _ 
anticipating references listed . 
above. - 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 
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Patent 


Claim 


Combinations 


Motivation to Combine 




56 


34 with any one or more of 48, 
65; 

any one or more of the preceding 
with any one or more of the 
anticipating references listed - 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure, 

■ " *- 




58 


Any one or more of 8, 15, 31, 
48, 51, 52 with any one or more 
of the anticipating references 
listed above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site ont 
a patient's body structure 




59 


32 with any one or more of 8, 
15, 31, 38, 48, 51, 52, 65; . 
any one or more of the preceding 
with any one or more of the 
anticipating references listed 
above. . 


Each reference is directed to the 
same problem — applying 
electrical energy to a targetsite on 
a patienf's body structure. 


882 


1 


1 0 with any one or mare of 22, 
23,29,31,34,36; - *-- " 
any one or more of the preceding 
with any one or niorc of (he 
anticipating references listed 
above: * - 


Each reference is directed to the 
same problem - applying " 
electrical energy to a target site o« 
a patient's body structure. 




13 


Any one or more of 10, 29 with . 
any one. or more of 8, 38, 48, 51; 
any one or more of the preceding 
with any one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on , 
a patient's body structure.. 

- 




17 


Any one or more of 23, 29, 32 
with any one or more of 8, 15, 
38,48,51.52,65; - . 

with any one or more of the " 
anticipating references listed - . 
above.' . -- - 


Each reference is directed to' the 
same problem — applying 
electrical energy to a target site oti 




IS 


Any one or more of 23, 29, 32 

with any one or more of 8, 15, 

38,48,51,52,65;" 

any one or more of die preceding 

with any one or more of the. 

anticipating references. listed 

above. ' ' * - 


Each reference is directed to the 
same problem — applying 
electrical energy to a target sitfi an 
a patient's body structure. . 



3 
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21 


Any one or more of 3 1, 36 with 
any one or more of 8, 15, 38, 48, 
51,65; 

any one or more of the preceding 
with any one or 'marc of the 
anticipating references listed 
above. ' 


Each reference is directed to- the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure.; 




23 


Any one or more of 22, 23, 29, 
31, 36 with 15; 

any one or more of the preceding 
with any one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




24 


Any one or more of 22, 23, 29, 
36 with I& " 

any one or more of the preceding 
with any one or more of the 
anticipating references fisted 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a targei site on 
a patient's body structure. 




28 


Any one ormore of 10, 22, 23, 
3 1 , 32, 34, 36, 38, 48, 51, 52 
with any. one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure., . 




29 


Any one or more of 1 0, 48, 52 ' 
with any one or more of-8, 29; 
any one or more of the preceding 
with any one or more of the 
anticipating references listed 
above; 

38, 51" with anyone ormore of 
the anticipating references listed 
aboYC- 


Each reference is directed to the- 
same problem t~ applying 
electrical energy to a target site on 
a patient's body structure. 




47 


Any one or more of 22, 31, 36- 

with any one or more of 8, 15, " 

48; 51, 52, 65; \_. 

any one ormore of the preceding' 

with any one or more of the 

anticipating references fisted 

above. 


Each reference is directed to the 
same problem — applying 
electrical energy lo a target site on 
a patient's body structure. 
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Patent 


Claim 


Combinations 


Motivation to Combine 




48 


Any one or more of 23, 32 with 
any one or more of 8, 15, 65; 
any oneormore of the preceding 
with any one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to.a target site on 
a patient's body structure- 




49 


32 with any one or more of8, 
15,65; ' . 

any one or more of the preceding 
with any one or mote of the 
anticipating references Ms led 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target silc oq 
a patient's body structure. 




SO 


Any one or more of 8, IS with" 
any one or more of the . 
anticipating references listed •• 
above. 


■ Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient' s body structure. 




54 


3 1 with any one or more of the 
anticipating references listed 
above, " 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 


592 


I.* * 


Any oqe or more of 1 0, 22, 29, 
32^ 3 6, 38, 52 with any one or 
more of the anticipating 
references listed above. 


.Each reference js directed to the- 
same problem — ~ applying 
electrical energy to a target site on 
a patient's body structure." 




3 


Any oncorrnore of 22, 29, 36, 
5Z with 34; ■ - ' 
any one or more of the preceding 
with any one or more of the 
anticipating references listed ' 
above; ■ * _ . 
38, 65 with any one or more of 
the anticipating references listed . 
above. 


Each reference is directed to the 
same'problem — applying 
electrical energy to a target site ot 
a patient's body structure. 




4. 


Any one or more of 22,29, 36, 
38, 52, 65 with 34; ' 
any one or more of the preceding 
.with any one or more of the 
anticipating references listed ' 
above. - - , 


Each reference is directed .to the 
same problem — applying ' 
electrical energy to a target site on 
a patient's body structure. 




9 " 


Any one or more of 10, 22, 29, 

36, 38,52, 65 with 34; 

any one or more of the preceding 

with any one or more of the - 

anticipating references Bsled. 

above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 



5 . .. 

339 




Patent 


Claim 


Combinations 


Motivation to Combine 




11 


Any one or more of 22, 29, 36, 
38, 52, 65 with any one or more 
of 15, 34; 

any one or more of the preceding 
with any one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying . 
electrical energy to a target site on 
-a patient's body structure. 




13 


Any one or more of 22, 29, 36, 
52 with 34; 

any one or more of the preceding 
with any one or more of the 
anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 




18 


Any one or more of 10, 38, 5% . 
65 with any one or more of 23, 
31,34; 

anyone or mare of the preceding 
with any one or mare of the 
anticipating references listed 
above. 


•Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




21 


Any one or more-af 29, 32 with 
any one or more of 8, 1 5, 31, 34, 
48,51; 

any one or more of the preceding 
•with anyone or more of the 
anticipating references listed 
•above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




23 


Any one or more of 1 Q, 22, 29, 
32, 36, 38, 52 with any oneor 
more of the anticipating 
references listed above- 


Each reference is directed to the 
same problem — applying . 
electrical energy to a target site on 
a patient's body structure. : 




26 


Any one or more of 22, 23, 26, . 

29, 36, 52 with 34; 

any one or more of the preceding 

with any one or more of the 

anticipating references listed 

above; 

38, 65 with any one or more of 
the anticipating references listed 
above. 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body "structure. 



o 



6 
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27 


Any one or marc of 22, 23, 26, 
29. 36,38,52, 65 wdi 34; 
any one or more of the preceding 
with any one orrriore of the 
anticipating references listed ' ' - 
above. . . 


Each reference is directed to the 
same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




30 


Anyone or more oflO, 22, 23, " 
26, 29, 36, 38, 52, 65 with 34; 
any one or more of the preceding 
with anyone or more of the . 
anticipating references listed - 
above. 


Each reference is directed to the 
same problem — applying 
clectrical encrgy to a target site on" 
a patient's body structure- 




32 * 


Anyone or more of 22, 23, 26, 
29, 36, 38, 52, 65 with any one 
or more of 15, 34; 
• any one or rnore,of the preceding 
with any one or more of the 
anticipating references listed 
above. 


same problem — applying 
electrical energy to a target site on 
a patient's body structure. 




34 


29, 36, 52 with any one or more • 
of the anticipating references 
Jisted above. 


same problem — applying 
electrical energy to a target site on 
a patient's body structure. . 





39 


Anyone or more ofl 0, 26, 38, 
52, 65 with any one or more of 
31,34; 

any one or more of the preceding 
with any one or more of the 
anticipating references listed * - 
above. - 


Each reference is directed (o the 
same problem — applying ' 
electrical energy to a target site on . 
a patient's body structure. 




42 


Any one or more of 23, 26, 29, ' 
32 with any one or more of 
8,15,31,34,48,51; -' 
any one or more of the preceding 
with any one or more of (he" 
anticipating references listed 
above:. 


Each reference is directed to the 
sameproblem — applying 
electrical energy to a target site an 
a patient's body structure. 
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IN IBB UNITED STATES PATENT AND TRADEMARK OFFICE . 



In re application of: 
PHILIP E. E GOERS est al. 
Application No- 3 08/561,958 
Filed: November 22, 1995 



For: SYSTEM AND METHOD FOR • J SDPFI/IMENTAX 
BLBCTROSORGICAti CUTTINQ AND}' 
ABLATION ) 



) 
) 
J 

) - 
) 

1 Art Unit: 33QS 



Assistant Coremissionex for Patents 
Washington, D.C. 20231 



Sir; - •■ 

Before action on the merits, please amend the above 
identified, application as follows. \ 
7. 04/14/V7 08541958 20-1430 030 204 130.00CH 

IN TBB aPSCUFICATiqy r 



volt age -- 



On page 13T, line 14, delete the word "using". 



On page 18^1ine 



delete "voltages " and insert 



On page -2l7 line 5, between ■occurring 1 ' and "the 
region. .« insert — in — , so that it reads — occurring in the 
region..— . 



C-2 
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29^3 dC^33C^3 S^38 T 



Please cancel claims 1-22". 29", 3d, 33 1 , 36-^38, and 57. 
Pluafle amend claims 23-26, 31, 32, 34. 35, 39-56, 58 and 59 as 
follows. Please add claims B 0-105, All claims have been set 
forth for convenience of reference. 

Please ' cancel claims- 1-22 . 



( ytfC . (Twice Amended) A method for applying energy to a 
target site an a patient body structure comprising: 

providing an [active] electrode terminal and a return 
electrode electrically coupled to a high frequency voltage ' 
source; 

positioning the active electrode, in close proximity to 
the target site in the presence of an electrically conducting 
terminal [liguidl ; and 

applying a high frequency voltage between the [active! 
electrode t erminal and the return electrode, the high frequency 
voltage being sufficient to vaporize the fluid [liquid] in a thin 
layer over at least a portion of the [active] electrode terminal 
and £2 induce the discharge af energy to the target site In 
contact with Cfrom] the vapor layer. 

^ / " . . 

Jtt- (Twice Amended) The method of claim jsi' wherein 
the [active] electrode terminal , comprises an electrode array 
including a plurality of isolated electrode terminals. 



1937 6:33*1 
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1 

2 
3 
4 

f, 

1 

3 


l2> (Amended) The method of claim wherein [the) at 
least a portion Of the energy induced [from the vapor layer) ia 
in the form of photons having a wavelength an the ultraviolet 
spectrum- ' ' 

}<{> 1 

(Amended) The method of claim 53* wherein at least 
a portion of the energy [induced from the vapor layer] is in the 
form of energetic electrons - 

1 ' - Pi 
JIT. (Amended) The method of elain^a+'whexein the 

isolated electrode terminals each have a contact surface area in 

the ranoe of about 0 .2«5 mm 2 to 50 . 0 mm 2 [below 15 W) . 






— 1 
3 


2a. CXa rii*d) Thn method of claim 3* whf-r^ln rha ioolattd 
al«cuad« temdjuila have, cixcalar- coofcact nur£»cott with an area io the range 
from 0.01 «rf to 1 Bo?. X / 

s- / 

Please cancel claims 2ST and 30. 

: „ 5, : • 






3^ (Amended) The method of claim 24- wherein the 
electrode terminals are spaced from each other a distance of 
about 0.0005 to 2.0 [5 to'fl.013 Ban. 






1 
2 

1 
3 

X 
2 
3 


32. {A* Filed) J&e method of claim 2+ wherein the electrode 
array is diapoaed over a dssfcal tip of an alectrosvrgical piobo . ^ 

Pleaoe cancel claim ~3&/^ 

34. (A« FaJtad) The method of claim 2* therein the electrode 
terjninalji comprise a material with a relatively low thermal conductivity. 

35. (As Filed] \Xhn nlothod of claim 34 wherein the electrode 
material* ccaipripo a material rtlected from the group conaiating of titanium, 
trungaten, platinum, aluminum (undNfcantalum- 

Pleaee cancel claims ffS-ZB^f 
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1 
2 

It I 

3 


J"1 >3". (Amended) The. method of claim ^"wherein the high 
frequency voltage is at least 3 00. T300] volts peak to peak. 

-irtfT (Amended) The method of claim ^ wherein the 
voltage is in the range from 5,00 [600] to 1400 volts peak to 
peak.. 


t \ 


.a (tv>mkf\ I 

I I Jkt. TKB=^ma&} The method of claim wherein the 
£aetive) electrode terminal is positioned between 0.02 to S mm 
from the target site. _ 




yPj&r. (Amended] The method of claim sJ" wherein the 
vapor layer has a thickness of about" 0.02 to 2.0 mm tlO to 400 
microns! - 


#1 

5 


~ j f— 

^J^a J . (Twice Amended) The method of claim wherein 
the distance between the most proximal portion of the [active) 
electrode terminal {eurf ace) and the moat distal portion of the 
return electrode is.' [siafaca axe spaced apart by a distance) in 
the range from JLJi, CD to 10 ma- 


1 


1 


V - .- ■ „_ 

W Piled} TSe^lnetiod of claini 24 wHeiriji the rctuaoa 
electrode kaa a distal end po*itione^H2*°*i'wa to the electrwio array. 




1 
S 


{Twice Amended) The method of claim -23" wherein 
the [active) electrode terminal [nurfacs] and the return ' 
electrode are of comparable size and cournriBe a bipolar aarray of 
isolated electrode terminals which both come in close proximity 
or in contact with the bodv etmcture. 


to 




— — — 1 


1 
2 

3 1 


£3 jfctft (Amended) The method of claim Jt3f vherein the 
liauid phase of the electrically conducting flu^d, [liquidl has a 
conductivity greater than 2 roE/cm. 

(Amended) The method of claim >3T" wherein the, 
liquid phase the electrically conductive fluid (liquid) 
con?irises isotonic saline. 
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*vHfT (Twice Rmended) A method for applying energy to ; 
target site on a patient body Structure comprising- 

providing an [active] electrode terminal and a return 
electrode electrically coupled to a high frequency voltage 



positioning the [active] electrode terminal in close 
proximity to the target site in the presence of an electrically- 
conducting fluid, (liquid] f - and 

applying a high, frequency voltage between the [active! 
electrode terminal and the return electrode, £he high frequency 
voltage being sufficient to impart sufficient energy into the 
target Bite to ablate [several cell layers of] the body structure 
without causing substantial tissue necrosis below the surface at 
the body structure underlying the ablated body structure [beyond 
the several cell layers] . 



{Amended) 



jo i 



•Che method of claim wherein the 

applying step comprises: 

vaporizing the electrically conducting fluid [liquid] 
in a thin layer over at least a portion of the [active] electrode 
£exTrdnal tflurf&ee] ; and 

inducing the discharge of photons to the, targ et sitein 
contact with [from] the vapor layer. 

yf, (Amended) The method of claim jW' wherein the 
applying step comprises: 

vaporizing the electrically conducting fluid [liquid] 
in a thin layer aver at least a portion of the active electrode 
surface; and 

inducing the discharge of energetic, electrons to the 
target aite in, co ntact with [tzom] the vapor layer/ 

51. (Aa FxW) Th= method of claim 46 "herein the depth of 
nacrocis is o to *ao' sdcronk^ - 

^ £&JZ / ! [Twice Amended) A method for applying' energy to a 
target site on a patient body structure comprising: 
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providing an active' electrode and a return electrode 
electrically coupled to a high frequency voltage source; 

positioning the [active] electrode terminal in close 
proximity to the target site in the presence of an electrically 
conducting fluid [liquid] ; and 

applying a high frequency voltage between the [active] 
electrode . terminal and the return electrode, the high frequency 
voltage being in the range from 50£ [6D0J to 1400 volts peaJc to 
peak. 



53. laa Piled) 
(rciyiemsy voltage i» In tfac 



£ - 

thod at claim S3 vhewin. the High 
760 to 3D0 volt» peak to peaJe. 



22. £**£z<7. (Twice Amended) A method for applying energy, to a 
target aite on a patient body structure comprising: 

providing an active electrode electrically coupled to a 
high frequency -voltage eource; 

positioning the [active] electrode terminal in close 
proximity to ,che target site in the presence of an electrically 
conducting fluid [liquid! t and 

generating a voltage gradient between the [active! 
electrode terminal and tissue at the target site, the voltage 
gradient being sufficient to create an electric field that cau se 
the hreajedow n of [breaks down the] tissue through molecular 
dissociation or disintegration . ^ 

°*\53". (Twice Amended) The method of claim JS** wherein 
the generating step comprises: . 

providing a return electrode electrically coupled to a 
high frequency voltage source; ■ 

applying a high frequency voltage between the [active] 
electrode terminal and the return electrode: and 

vaporizing the electrically conducting fluid [liguid] 
in a thin layer over at least a portion of the [active] electrode 
terminal [surface] ^ 



MAR. 23. 1937 H:33flM 
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*f&i56". (Amended) The method of claim further 
con^riaing developiiig a film layer of vapor between the active ■ 
electrode and the body structure, {tissue] at the target site. 




c 


. please cancel claim 57. 
. — <- -- ^ — 




1 

2 
3 

2 
3 
4 
5 
6 


■*3" V^«r. (Amended) The method of claim S9 further 
comprising coaling the tissue with the electrically conducting 
fluid Iligoidl to reduce the temperature rise^of thoae Portions 
of; the hodv itrUCturB adjacent the target site tahield tb« HoW 
trow the high frequency voltagel . • 

j^.", .W, (Amended) The method of claim ^flr wherein the 

cooling etep includes translating the distal surface ttipl o£ the 
electrode terminal forobel over the target site to allow the 
electrically conducting fluid Pi quid] to contact, the tissue 
xfrrr- .t-.hw tissue haa been subjected to the electric field Fhioh 
freijueacy voltagel . . 






Please cancel claims Stf^Tsf^B they ha^a been 
restricted out . - . > 

Please add claims BO-105- 


" 1 
2 
3 
4 

s 

3 
4 
S 

■ 6 


— - 5 r — . : . . / — — 

— * JW. (New) The method of claim JJr wherein the 
electrode height of the most distal portion of the electrode 
terminal relative to the moat proximal portion of the elect rode 
terminal' exposed to the electrically conducting fluid is in the 
range/from 0.0 to 2.0 ram. 

■ y i - z&i* 

(Hew) • The method of . claims 23"" and Jte^whereia the 
electrode terminal is surrounded and supported "by an insulating 
matrix at or near the distal tip of the probe to electrically 
isolate the proximal portion of the electrode terminal from the 
electrically conductive fluid, the insulating matrix comprising 
an inorganic material. 



•5? 
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jHTC (Hew] The method of claim wherein the 
inorganic material ia selected from the group consisting 
essentially of ceramic, glass and glass/ceramic compositions. 

1° %> 
-fff- (New) The method of claim JW wherein the 

electrode height of the most distal portion of any of the 

electrode termi n a l e relative to the. most proximal portion of said 

electrode terminals- exposed to the electrically conducting fluid 

. is in the range from 0.0 to 2.0 nun. ^ 



(New} The method Df claim .^^wherein the 
electrode terminals are surrounded and supported by an insulating 
matrix at or near the distal tip of the probe to electrically 
isolate proximal portions of the electrode terminals from the 
electrically conductive fluid, the insulating matrix cotnprising' 
an inorganic material . 

' • /* * // 

J»S*. (New) The method of claim B* wherein the 
inorganic material 'is selected from the group consisting 
essentially of ceramic, glass and glass/ceramic compositions . 

Jti'. (New) The method of claim p** wherein the distal 
surface of the electrode terminal i3 recessed below the surface' 
of the insulating matrix by a distance from 0-01 mm to 1-0 mm. 

yT*. (New) The method of claim wherein the distal 
surface of the electrode terminal ig flush with the surface of 
the insulating matrix. ^ 

waft ■ «• 

.W. (Hew) The method of claims £«* and ^wherein the 
elecxrode terminal comprises an electrode array including a 
plurality of isolated electrode terminals. 

-B-Sr. (New) The method of claim 0*"" wherein the 
generating step comprises; 

providing a return electrode electrically coupled to a 
higher frequency voltage source; 



t1RR.2S.1997 B-'3«1 
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applying a high frequency voltage between the return 
electrode and the array of electrode terminals ; ajid 

vaporizing the electrically conducting fluid in a thin 
layer over one or more of the electrode terminals of the array . 

(New) The method bf claim further comprising 
developing -a film layer of vapor between one or more of the 
electrode terminals and the target site. 

' ■SX'. (New) The method of claim -ft? further comprising 
cooling the tiseue' with the electrically conducting fluid to 
reduce the temperature rise of those portions' of the body 
Structure adjacent: the target site. - - ■ ■ 

J>2*. (Sew) The method of claim >«r" wherein the energy 
of the energetic electrons is sufficient to cause _ disaasociation 
or disintegration of molecules of the body structure. 

&**. (New) The method of claim p*' wherein the energy 
evolved by the energetic electrons is greater than 3eV. 

/ 

The method of cla ims Jjirsr^ ' t « c -^VrBi * the 
density of^the vapor layer is less than about lo 20 atowa/cm 3 . 

\/ jar. (New) The method of claim s Jtar and "^ wherein, the 
electrode terminal is configured to promote bubble nucleation 
causing 



34*. (New) 



using tb«-?« 

ictroda 
3Ut 0.2 



orraation of the vapor layer. 



(New) The method of claims 2 ^ and 4&~ where in the 
electrode terminal has a contact surface area in the orange of 
about 0.25 turn 2 to SO nan 3 . 

St*. (New) The method of claims -W and &3T~*where in the 
high frequency vtjltage is at least 20a volts peak to peak- 



55 
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^S". (Hew) The method of claims -W and ST wherein the 
bign frequency voltage, is in the rang#"~£rom about 5DD to 1400 
volte peak to peak-. ^ 

'--"^ *S*. (New) . The method of claims -4r£T and -5? where in the 
electrode terminal ie positioned between* ' 6 - a* to 2.0 rem from the 
target site. 

. . ^s^-MsV- (New) The method of claimajt^.aijd^? .^herein the 
elt^trode terminal and the return electrodes jroirprise a bipolar 
array of isolated electrode terminalp. 

l*t*. (New) The method of claims ,33" a^ndA4[_ Jji-rrhr*T~ 
comprising cooling the tissue with the electrically conducting 
'fluid to reduce "the temperature rise of those, portions of/ the 
body structure adjacent the earget site?" 

1-62 . (Hew) The method of claim yv£ wherein the cooling 
step Includes, translating the distal surface of the active 
electrode over, the target site to allow the electrically 
conducting fluid to contact the tissue after the tissue has been 
subjected tc the electric field. 

lai. (Hew) The method of claims f^T and *er further 
comprising evacuating fluid generated at the target aiteSxth a 
suction lumen having a distal end adjacent the electrode 
terminal. j~ ~~ 

(New) The method of claim s -2-5" and whersin the 
target site i3 a tumor within or on the patient's body. 

-toff. (Hew) The method of claims JkB and J^t wherein 
the electrode terminal comprises an electrode array including a 
plurality of isolated electrode" terminals . — 



\ 
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REMARKS 
Claims 23-105 are .pending. - 

Applicants have cancelled claims 1-22 and 23, 30. 33, 
36-38 and 57*, and prepared a few minor amendments to the 
remainder of the claims. In addition, dependent claims BO -105 
have heen added to further claim' the features of the present 
invention, Applicants note that these features are fully 
described in the present invention and no new matter, has. been 
entered. £ _ 

In view of the foregoing. Applicants believe all claims 
now pending in this application are in condition for allowance. 
The issuance of a formal Notice of Allowance at. an early date is 
respectfully recreated. • ■ 

If the Examiner helieves a telephone conference would 
expedite prosecution of this application, please telephone the 
* undersigned at {41S) 326-2400. : 



Respectfully submitted, 

John t . Raffle //j 
Reg ./No. 3S,58j^// 



TOWNS BND and TOWNSEND and CREW KbP 
Two Embarcadero Center, 8 th Floor 
San Francisco, California 94111-3834 
[415) 326-2400 
Pax (415) 326-2422 
•TTRirjs 
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PATENT 

Attorney Docket No. 16238-000700 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

APPROVED 



In re Patent of: 

PHILIP E- EGGERS et al. 

iMt^ltifc^ ^,697,882 

Issue Date: December 16, 1997 

For: SYSTEM AND METHODS FOR 

ELECTROSURGICAL CUTTING. AND; 
ABLATION 



AS INDICATED - 



PATENISATRADEMARK^^^ 
REQUEST FOR /t 
CERTIFICATE OF CORRECTION 
ONDER 37 CFR §1.323 



Commissioner of Patents and Trademarks "-. " 

Washington, D.C. 20231 :W :-j - 

Sir: " ' if- & ^ 

Pursuant under 37 CFR §1.323, Applicant su&nits a 
Certificate of Correction amending claim 23. Thesef^mendments to 
claim 23 have been made to correct typographical errors that were 
made in. Applicant's Amendment filed on March 25, 1997. During 
that amendment. Applicant amended all of the claims to replace" 
the term "liquid" with "fluid". In addition. Applicant amended 
all of the claims to replace the term "active electrode" with 
"electrode terminal". 

In claim 23, however. Applicant mistakenly forgot to 
replace the term "active electrode" with "electrode terminal" on 
line 5. This term on line 5 derives antecedent basis from "an 
electrode terminal" on line 3 (also note the reference to 
electrode terminal on lines 7 and 9 of claim 23) . Accordingly, 
in order to correct this error in antecedent basis, Applicant 
wishes to change >*active electrode" on line 5 to "electrode 
terminal". 
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Patent No. 5,697, 882 
Philip E. Eggers et al. 
Page 2 

Similarly, on line 6 of claim 23, Applicant replaced 
"liquid" with '"terminal'* instead of replacing it with "fluid" as 
in the rest of claim 23, and the rest of the claims. In 
particular, note line 8' of claim 23 which refers to the fluid, 
clearly deriving antecedent basis from an earlier recitation of 
"fluid* in the claim. This antecedent basis must come from line 
6. In addition, note dependent claims 46 and 47, which also 
refer to the electrically conductive fluid. These claims depend 
from claim 1 23. Finally, Applicant points out- that the rest of 
the independent claims in this application {Claims 48, 52 and 54 
were amended to recite the step of ""positioning the electrode 
terminal. in close proximity to the target site in the presence o:: 
an electrically conducting [liquid! fluid ". 

Accordingly, it should clearly be seen that the above 
changes merely correct typographical errors made by the Applicani 
during prosecution of this case. 

The desired corrections are set forth on form PTO 1050 
enclosed herewith. " • 

Enclosed is a check in the amount of $100.00, pursuant 
to 37 CFR 51.20(a) . 

Respectfully submitted. 




Reg. No. 38,585 



ArthroCare Corporation 
595 N. Pastoria Avenue 
Sunnyvale, California 94086 . 
(408) 736-0224 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 



PATENT NO. : 3,697,882 
DATED : December 16, 199? 

INVENTORY) : Philip E. Eggers et aL 

It is certified that error appears m the 3bove-idHmHied patent and that satd Letters Patent is 
hereby corrected aa shown below: 

IN THE CLAIMS: 

23. A method for applying energy id a target site on a patient body structure 



providing an electrode tenninal and a return electrode electrically coupled la a 
high frequency voltage source; 

positioning the [active] electrode terminal in close proximity to the target site in . 
the presence of an electrically conducting [tenninal] fluid: and 

applying a high frequency voltage between the electrode terminal and the return 
electrode, the high frequency voltage being sufficient to vaporize the fluid in a thin layer over at 
least a portion of the electrode ternnna] and to induce the discharge of energy to the target site 
in contact with the vapor layer. ■ 



MaSing**!*** of Patent No. 5,697,882 

Ho. ur *ifL 

John T. Raffle -s- 0 

ARTHROCARE CORPORATION 
595 N- Pastoria Avenue 
Sunnyvale, California 94086 



FTO Forni 105O (modified!; Any DocMl No.: 1 623B-0O07DO 
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NOTICE RE: CERTIFICATES OF COW rON 



■fib 



DATE 
TO 

SUBJECT: 



Supervisor, Art link 



Certificate of Cwreedon Request a Paint No . t>(/^l5i?\2\ 



A response to the following quoiioo(j)'u requested with respect la the accompanying request for a certificate of correction. 

[yJ I- Would the change(i} requested under 37 CFR 1 J23 constitute new miner or require rctxjmnurkw of the applicant 

2. Would the changefc) requeued under 37 CFR 1-323 Materially affect Ihe scope or meaning of the ckimi allowed 

"-^ by tix examiner in the patent? 

j J 3- Applicant disagrees with changcO) initialed and dated by Examiner in Ecu of an E*am incr's AroeodrncnL Should 

— ' the change request be granted 

Q*- Wlcb rejpecr to ihe caange(j) requested, correcting Office moo, should rhc patent read as shown in the cerufjeate 
of correction'? 

I J 3. If the amendment filed had been considered by the Examiner, would the 

— J imrfidmcM have been cntereoT? 

stowi wnmn days and, 

Mum. 



PLEASE RESPOND WfTHSN 7 DAYS AND RETURN THE FILE TO A»« ttt, PKW 



TO. CERTIFICATE OF CORRECTION BRANCH 



The decision regarding die thange(i) requested in the certificate of contcdon a shows below. 





j3 NO 


□ Com, 


ncots below 


QlYES 


Sj NO 


□ Com, 


nents below 


Q3.YES 


□ no 


□ 0x01 


nenrs below 


□ <).YES 


□ no 


□ Comi 


Drrto below 


□ 5.YES 


□ no 


Q Com. 


nentsbeJow 



f~l CoctmenB Kf? CCMWj5fc MtCFqCfltf^} - 



23>L 



US. DEPARTMENT OF COMMERCE Patent and Trademart Office 
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UNITED STAT* ATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 



PATCWTNO. : 5.697,882 

DATED , D "- h£r l6 * 1997 

INVENTORY : * hlli P E - «• 

It is carfifiod that error appears in lha above- kJentrtied patent and that said Letters Patent a hemby 
corrected aa shown betovn 

M THE CLAIMS; 

23. A method'for applying energy to a target site on a patient body structure 

providing an electrode terminal and a return electrode electrically coupled to a 
high frequency voltage source; - 

positioning the [active] electrode terminal in dose proximity to the target site in 
the presence of an electrically conducting I terminal) fluid; and 

applying a high frequency voltage between the electrode terminal and -the return 
electrode, the high frequency voltage being sufficient to^aporite the fluid in a thin layer over at 
least a portion of the electrode terminal and to irjduce the discharge of energy to the target site 
m contact with the vapor layer. 




Signed and Sealed this 
Seventh Day of April, 1998 



CoinaujiWr cf rami, ami Tnnttmnrti 
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CERTIFICATE OF SERVICE 



I, the undersigned, hereby certify that copies of the foregoing were caused to be 
served this 9th day of July, 2003, upon the following in the manner indicated: 
BY HAND 

William L Marsdert, Jr. 
FISH & RICHARDSON 
919 N. Market Street 
Wilmington, DE 19801 

Steven J. BaKck 
Ashby & Geddes 
222 Delaware Avenue 
P.O. Box 11 50 
Wilmington, DE 19899 

BY FEDERAL EXPRESS 

MarkJ.Hebert 
Fish & Richardson 
225 Franklin St 
Boston, MA 02110 

Kurds D. MacFerrin 
Fish & Richardson 
500 Arguello St., Ste. 500 
Redwood City, CA 94063 



Karen Jac 



CERTIFICATE OF SERVICE 



I, the undersigned, hereby certify that copies of the foregoing were caused to be 



served this 1 1th day of July, 2003, upon the following in the manner indicated: 



BY HAND 

William J. Marsden, Jr. 
FISH & RICHARDSON 
919 N. Market Street 
Wilmington, DE 19801 

Steven J. Balick 
Ashby & Geddes 
222 Delaware Avenue 
P.O.Box 1150 
Wilmington, DE 19899 

BY FEDERAL EX PRESS 

MarkJ.Hebert 
Fish & Richardson 
225 Franklin St. 
Boston, MA 02110 

Kurds D. MacFerrin 
Fish & Richardson 
500 Arguello St., Ste. 500 
Redwood City, CA 94063 




27. 



Third, there is no evidence that Messrs. RafQe or Bagade - or anyone at ArthroCare - 

- had, or were even aware of the contents of, Smith & Nephew's summary judgment motions or 

Dr. Taylor's report. Indeed, because Smith & Nephew designated its summary judgment briefs 

and expert reports as "highly confidential" under the Protective Order {e.g., D.I. 262-68, 302), 

they could not be disclosed to any ArthroCare employees. 19 Absent evidence, that Mr. Raffle or 

Mr. Bagade knew of the allegedly withheld information, there can be no finding of inequitable 

conduct. See FMC Corp., 835 F,2d at 1415 ("Applicant must be chargeable with knowledge of 

the existence of the prior art or information, for it is impossible to disclose the unknown. 1 '); 

Nordherg, Inc. v. Tehmith. Inc., 82 F.3d 394, 397-98 (Fed. Cir. 1996) (stating that while a 

company might possess information, there can be no culpable intent in withholding information 

that those under a duty of disclosure did not know). 20 

2. Failure to disclose the immaterial Roos declaration is not inequitable 
conduct. 

Smith & Nephew also argues that "ArthroCare" committed inequitable conduct during 
the '536 reexamination by failing to disclose the Roos Declaration - another document not in the 
record. (D.L 442 at 3, 21.) That argument also fails. 

First, the Roos Declaration - a litigation-induced attempt to add "electrically conductive 
Quid" to the Roos '198 patent - is immaterial as a matter of law. This is because an inventor 
cannot add to the disclosure in a patent through post hoc declarations. See Lear Siegler, Inc. v. 

13 In fact, the Marsden Declaration filed in support of Smith & Nephew's brief (D.I. 443) 
was also filed under seal. The only document attached to that declaration that is marked 
confidential is Dr. Taylor's expert report. 

20 Smith & Nephew argues that the fact that the briefs and report were marked "highly 
confidential" is not an excuse for failing to submit them to the Patent Office. (D.I. 442 at 
24-26.) That argument, however, misses the point - Messrs. Raffle and Bagade could not 
disclose that which they did not possess and Smith & Nephew offered no evidence at trial 
that these attorneys possessed these documents. 



Raffle was trying to broaden claim 1 so that ArthroCare could sue Ethicon (D.I. 442 at 36) is 
- unsupported by any evidence in the record. If the corrections to claim I had been motivated by 
impending litigation, Mr. Raffle surely would have corrected application claim 52 in the same 
manner Smith & Nephew alleges "broadened" claim 1. He did not. 

Smith & Nephew's second allegation with respect to the '882 patent is that Mr. Raffle 
committed inequitable conduct by contending that there was no antecedent basis in application 
claim 23, but failing to point out that there was also an improper antecedent basis in application 
claim 52 that supposedly was "acceptable" to ArthroCare. (D.I. 442 at 31-32.) There is simply 
no evidence (much less clear and convincing evidence) that the antecedent basis. issue in 
application claim 52 - which the examiner could see for nirnself - was acceptable to ArthroCare, 
nor is there any evidence that Mr. Raffle's failure to correct application claim 52 was anything 
other than an honest mistake. That mistake does not establish intent to deceive. Indeed, the 
suggestion that Mr. Raffle consciously accepted the error in claim 52 is inconsistent with Smith 
& Nephew's theory that Mr. Raffle was motivated to craft claims that would read on Ethicon's 
products. Under this theory, if Mr. Raffle were aware of the "three electrode" problem in claim 
52, he surely would have corrected it to cover Ethicon's "two electrode" products. 

Smith & Nephew's final allegation with respect to the '882 patent is that Mr. Raffle 
committed inequitable conduct by failing to explain that the Certificate of Correction would 
broaden the scope of the claim. (D.I. 442 at 32-35.) This argument also fails. Because - as the 
jury found - Mr. Raffle's errors were clerical or typographical, whether the Certificate of 
Correction broadened the scope of the claims is irrelevant. See Superior Fireplace Co. v. 
Majestic Prods. Co., 270 F.3d 1358, 1370 (Fed. Cir. 2002) ("[Wje interpret [35 U.S.C.] § 255 to 
allow broadening corrections of clerical or typographical mistakes."). In addition, the Certificate 



misrepresentation about the significance of the Roos '198 patent to the '592 patent makes it less 
-likely" that the '882 and '536 patents will be subject to reexamination, and has the potential to 
taint the reexamination of the '882 and '536 patents. (DX 442 at 38.) First, the '882 and '536 
patents issued years before ArthroCare knew of the Roos '198 patent See Dayco, 329 F.3d at 
1366 n.4 (no inequitable conduct where patent issued before patentee was aware of undisclosed 
prior art). Second, there is no evidence that (he Roos ' 198 patent is even relevant to the '592 and 
'882 patents - Smith & Nephew did not assert the Roos '198 patent against the '592 or '882 
patents at trial. (Tr. at 1728.) Third, Smith & Nephew's speculation as to what might happen 
during a future reexamination of the '882 and '536 patents does not rebut the presumption that 
the examiners involved in those proceedings will conduct independent analyses of those patents 
and the prior art 

B. ArthroCare's Alleged Conduct Daring The £ 536 Reexamination Cannot 
Render The '592 Or '882 Patents Unenforceable 

Smith & Nephew's second argument is that ArthroCare's failure to provide Smith & 
Nephew's litigation-related documents in the '536 reexamination renders the '592 and '882 
patents unenforceable because those documents provide information concerning prior art 
references that are material to the '592 and '882 patents. (DJ. 442 at 39.) Acts of alleged 
inequitable conduct related to the '536 reexamination, however, cannot "infecf ' the previously- 
issued *592 and '882 patents. See SSIH Equip. SA, v. United Stales Int'l Trade Comm'n, 718 
F.2d 365, 378-79 (Fed, Cir. 1983) (finding no infectious unenforceability where allegedly 
"infected" patent issued tliree years before the prosecutions in which inequitable conduct 
occurred had commenced); Dayco, 329 FJd at 1366 n.4 (finding no inequitable conduct because 
patent issued two months before alleged improper act). In addition, the alleged failure to 
disclose Smith & Nephew's litigation-related documents during the '536 reexamination is 



• t" " 

those of claims 45 and 63 are identical. 

The recited elements of the claim 1 "system" for use with a 
high frequency power supply and an electrically conducting fluid 
supply include an electrosurgical probe, a return electrode, and 
a fluid delivery element. The probe comprises a shaft having 
proximal and distal ends, an electrode terminal disposed near the 
distal end of the shaft/ and a connector near the proximal end of 
the shaft. The connector electrically couples the electrode 
terminal to the electrosurgical" power supply, whereas the return 



^ patent reads as follows: 
3 £ 

\3 tZ 21 - A biopsy needle- for use with a tissue sailing device having a 

Q £. housing with a forward end, a first slide mounted for longitudinal 

y> f~r motion within said housing, and a second slide mounted for longitudinal' 

notion within said bousing, said 'biopsy needle comprising: 

S3 f. rd, at 1229. The Court, noted thati 

^ c ■ . 

; \t. M3 Systems has incorrectly construed the claim preamble. A preamble may 

^ T w serve a variety of purposes, depending on its content. It may limit the 
nj l, scope of the claim, for example when patentability depends on 

1 I 1.- limitations stated in the -preamble, as la In re Stencel-, B28 F.2d 751, 
-i! fv ■ 754, 4 USpQ2d 1071, .1073 IFed.Cir- 1987), or when the p ramble 

2 L-_c contributes to the definition of the claimed invention, as in Bell 

\2 Communi cat Jons Research, Inc. v- Vitalink Comnuni cationa Corp. . 55 F.3d 

£ £ 615 ' 620 ' 34 "SPQ2d IBIS, 1820 (led.Cir. 139.5). In this cm«, bowtrver, . 

. «. the pr«_amble simply states the intended Uto ox putpooe a£ the invention, 

as in Loctlte Com- v. Ultra seal Ltd- ,' 781 F.2d B61, 868, 228 DSPQ 30, 
: 94 (Fed. Cir. 1985) . Such a preamble usually does not limit the scope of 
the claims unless -the preamble provides antecedents for ensuing claim 
terms and limits the claim accordingly. In Vaupel Teytllmaachinen _KG v. 
Meccanlca Euro Italia S.F.A. . 944 F..2d 870, 880. 20 USFQ2d 1045, 10S3 
(Fed. Cir- 1991), for example, the preamble described a "reference point* 
that provided guidance in understanding and construing the claim. " 

In the case at bar r the preamble of -claim 21 recites the portion and 
structure of the gun bousing into which the needle fit, and provides • 
reference points in the gun that aid la defining the- needles as . set ' 
forth in the body of the claim. K3 Systems is incorrect in stating that 
the preamble must contain details of the Integrated mechanical cocking 
structure, for the gun structure is not part of the separate .claims to 
the needles. The question of anticipation of the '056 claims relates to 
the needles, not the gun. 

' '* -3- '. 
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in electrically tooducrinE fluid supply for diir.crine, 
ekctrially conducdstg flu U to the target site such 


Reference No. 23 disclasts an dectrjcsiiy 
condocting fluid supply for directing electrically 
ennrinrring fluid to the target.site, see, col. 2, 
lines 42-68;' coL 3, tine 66. 


the electrically wnchtcrine fluid E^f-ala. » omtnt 
flow paih bcTvitcn the return eJec^rode ami ike 
electrode luminal. 


In Reference No. 23 the elecmcally cn-ruiunrjng 
Quid generates a current flow path between the 
retain etc teredo and the electrode lens uivt, sec, eg, 
coL 2, lines 42-fil; coL 3, lines 34-31, 




The *53>6 Patent 


Refcrcwce No. 24 


4i. An etectrarurjrjcii syium for upplying electrical 
energy tn a target lite «i a structure within or on a 
patient's body, the system comprising: 




4 high trcrpjency powa supply; 


Reference No. 14 discloses a high frequency power 
supply, sec, eg, p. 1425. 


an elcctrostirgtca! probe apprising, a ilufl having « 
proiimaJ end «od i dtital end, ■ 


Rr.frrcncciNo-24 discloses an clecrrosurgical pre be 
comprising a shaft having a proximal end and a' • 
distal end, tee, c.£, p. M25. 


in electrode terminal disposed near the distal cad, 
and . " " 


Reference No. 14 discloses an electrode term inn] 
disposed near the distal end, sec, c.g, p. J -425. 


1 catmcciat near the proximoi end of die siuft 
elearically coupling the electrode lerurbai lo the 
electrosnrpcal power supply; 


Reference Ho. 24 discloses a ccoinectarnear the 
proximal end of the shaft electrically coupling the 
electrode tnrninil to the dectrmiirgical power 
supply, see, e.g_ p. Ita- 


» retum^lectrodctlcctriallycnuplixi to the • 

electro jurgical power supply; and 


lic trace No. OA ducleoe-i » return electrode 

dectrically couplet) to the dccroiurgicil power 
supply, sec, e.fi-, p". 1425. 


■a electricaJJy eondiieting fluid iu^iy fe< dwecriru; ' 
dectrica Ity conducting nu{d to the target site such 
thai- • 


Reference No. 24 discloses an electrically 
conduering Quid supply for directing electrically 
coodjJctiri7, fluid to the tarter she, see, £.f„ p.J423L 


the electrically ocm-ductu. e tluid jent r»f« - current 
flow path between the return electrode and lite 
electrode terminal. 


Iti Reference No. 24 the electrically cooductfiiE 
fAo'd generates a current flow path bcrweet/the 
return electrode and Ihefclectrode Icntitnut, ice. eug, 
p. 1425. „ • ' - \ 




The *53fi Pmieflt . 


■ Referee No. 25 


■45. An tlcrtrefsurgrcal'iyitem for applying electrical 
energy lo a target Stic on a structure within or octa 
patient's body, the system comprising; 




a hifch frequency power supply; • 


Reference Ho. 25 discloses a high frequency power 
supply, see, eg., p. 99. 


mi clcetrDsungica) probe comprising a shaft having * 
praxioal end and ■ diiuil end, ' 


Bxftltoce.No.25 discloses art clectrrsurgkal probe 
cocapnsang » sKaft having a proximal end and a • " 

distil end, see, e.^ p. 99. ■ . • 


an electrode terminal disposed near the distzl cr.d, 
and 


Reference No.^ discloses an electrode txrxalnal . 
disposed near ihc distal eod, see, eg., p. 99. 


a eoonectOT near the proa jmaj end of tLc shaft 
dcctrioliy coupling the electrode lennioaj to the 
electrosurspcal power supply; 


Refetctux No. 25 discloses a connector near the 
proximal eod of (he shaft electrically coupling (tie 
electrode terminal to the clccrrosurEtcal power 


supply, sec, e_gL, p, 99. ■ 


a rcrum electrode electrically coupled to the 
elefOrosnrgical power supply; and 


Reference No. 25 discloses a return electrode 
electrics IJy coupled lo the elecirasur£jcsl power 
supply, see, <ug, p. 99. 


an tlexrricaily conducting fluid supply for directing . 


Refereoce No. 25 discloses an electrically • 



Rtccl.r«iffMa>4e» t9ailia>attita|Di Ki3:»i FMpTMUniDayllgMTImtJ 
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thai 


conflicting fluid to the target she. sw,tug., cot. 3 
lines -iJ-53. ■ - ' 


tho tkrtri tally cooduainE fluid generates i current 
flow path between the return electrode and ihc • 
electnode fcrramiL ' " 


In Reference No. 27 the etectncnily conducting 
fluid jeaerates a csirrtnl flow path between He 
return electrode and the eiccrrodc terminal, see, «• ^ ■ 
eoL3,lines^33. 




The '536 Patent . 


. ■ Reference No. 28 


<J. An electronnpcol system far applyu', j electrical 
mercy to « target llic on a crrucfurt ■within «" on, » 
. piilcrvfs body, tbe syrlem comprising: 




a Uph frwjueacy power supply; 


Reference No. 2S discloses a high -frequency power 
supply, joe, t£, col. 2. Sna 33-33. 


an ekctiosuipcai probe comprising * shift hiving x 
proximal end and a distal end, 


Reference No. 2i discloses an ckjanaoirpot probe 
compruiae » shaft having a prcwimal cad aad a 
distal end, ice. e.g„col.2, Una 23-33. 


an electrode terminal disposed Dear tbe dtstsJ cod, 
ud 1 


Reference Ho. 2 J dwcicaeJ m electrode terminal 
disposed near the dirts! end, see, eg-, enL 3, tinea 
23-33. 


a connector near die proaimaiend of the shaft . 
eltttrWJry coupling the electrode terminal to the 
elcranssurgieal power supply; 


Reference No. 21 discloses a connect nr near the 
proximal cud of the shift electrkatty coupling the 
electrode terminal to the clectrosurtprsl power 
supply, ice, c.£^ coL 3. lines 23-33. 


» retum electrode electrically coupled to the 
elccttosnrgical power supply; and 


Reference No. 21 drtclcsej a rerum electrode, 
electrically coupled to the eleeirojuisical powrx 
jupply. •■*> o>L 2, lines 23-33. 


an electrically conducting £UiW rupply (or directing 
electrically conducting fluid to tbe target site such 
that ... 


Reference No. 2S discloses an ciectricalry 
conducting fluid supply for directing electrically 
eeoduetina; fluid to the target site, see, fcg^ coL 2, 
.line It. • • 


the electrically conducting fluid generates » current 
flow path between die return elseaodo and the 
electrode terminal 


In'Refcrence No.2! the eleenicalty conducting - 
fluid gennraiKj a current flow path between the 
reiura electrode and the electrode terminal, see, e.g., 
eo|.2,lincl8. ' 




The '53<G Intent 


"RefcreDec No. 29 


45. An clcctrosurgical system forapplyiag dectricaj 
energy to a 'target lite on a structure within of CO * 
patient's body, the system comprising; 




a high frecjucacy power supply; 


Reference No. 79 discloses a high frequency power 
•"PP'y.aee.C.g-.r'.tfi-dS. • 


an clfXtromrgicst probe enrnprising a shaft raving a 
proximal cod and > distil end. 


Reference No. 29 discloses an cdccowixrgjcal probe 
crxuprisuig a shaft having « proxiihaJ end and a 
diital end, sec. e.g„ p, 67-**. 


an electrode terminal disposed near the distal cod, 
and 


Reference No. 29 disclot w an electrode terminal 
disposed near the distal end. set, e.c_p- £7 -it. 


a cqoncctor nor the proatmai end of the shaft 
eIedrieauycoupUn B the electrode terminal to lie 
elcctrosurgieal power supply; 


Reference No. 19 discloses a connector sear the 
praams! end of the shafl electrieatry couptaig the 
electrode terminal lo tbe elcctrasnrgical power 
supply, sea, eg., p. 67-65. 


s return electrode ctorieshy coupled to (he 
clettrraargicjl power supply; and "■ 


Reference No. 29 discloses a return electrode 
electrically coupled to the tkctto&r&al power 
supply, tec, e.g., p. 67-M. 


am eloctnoily caodut3iag fluid luppiy foi directing 


Referaicc No. 2S discloses an circtrvcnily 
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